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The Board should deny institution of inter partes review because Patent 

Owner has satisfied the two-part framework established in Advanced Bionics, LLC 

v. MED-EL Elektromedizinische Gerate GmbH, IPR2019-01469, Paper 6 at 8 

(P.T.A.B. Feb. 13, 2020), in its Preliminary Response.  Paper 6. 

Applicant Universal Entertainment Corporation (“Applicant”) complied with 

its duty to the Office and disclosed references cited in the “extended European 

Search Report” (Ex. 2007, “ESR”) for the then-pending European Patent 

counterpart EP 1630659.  37 C.F.R. § 1.97(e); Ex. 1002 at 61, 119–20.  Patent 

Owner has no role or responsibility for the omission of the ESR from Petitioner’s 

submission of U.S. Patent No. 7,664,988’s filing history (Ex. 1002, “’988 File 

History”).   

The submission of this ESR and the Sugiyama reference magnify 

Petitioner’s lack of diligence in developing the theories in its Petition.  Courts have 

long considered “statements made before a foreign patent office when construing 

claims” as long as “they are relevant and not related to unique aspects of foreign 

patent [counterpart].”  E.g., Apple Inc. v. Motorola, Inc., 757 F.3d 1286, 1312 

(Fed. Cir. 2014) (overruled on other grounds).  Accordingly, Petitioner should have 

considered Patent Owner’s Response to the ESR when evaluating “[h]ow the 

challenged claim is to be construed.”  37 C.F.R. § 42.104(3).  This is a foreseeable 

issue and Petitioner did not meet this burden and fundamental requirement.    
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 Petitioner Misstates and Misapplies the First Part of the Advanced 
Bionics Framework 

A. The Advanced Bionics Framework Inquires Whether the Same 
Art Were “Previously Presented to the Office,” Not Whether the 
Office Discussed It 

The first part of the two-part Advanced Bionics framework and the statutory 

language of section 325(d) both inquire whether the same prior art or arguments 

were “previously presented” to the Office.  35 U.S.C. § 325(d); Advanced Bionics, 

Paper 6 at 7–8.  One example of “previously presented art” includes “art provided 

to the Office by an applicant, such as on an Information Disclosure Statement 

(IDS).”  Advanced Bionics, Paper 6 at 7–8.  In contrast to Petitioner’s assertions 

(Paper 8 at 2), the framework does not require the Office to have discussed the art.  

See Husky Injection Molding Sys., Ltd. v. Plastipak Packaging, Inc., IPR2020-

00438, Paper 23 at 12 (P.T.A.B. July 29, 2020) (finding the submission of an 

asserted reference and accompanying European Search Report satisfies the “same 

or substantially the same art” condition that was “previously presented” to the 

Office).  The same result applies here. 

As evidenced by the Electronic Acknowledgement Receipt dated January 

25, 2008 (“Receipt”), Applicant submitted Sugiyama along with the ESR to the 

Office.  Ex. 1002 at 61 (IDS transmittal), 62 (IDS), 73–80 (Sugiyama), 119–20 

(Receipt).  In fact, the IDS submitted to the Office expressly references the 

“attached Extended European Search Report.”  Id. at 61.  The Examiner then 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


