
Trials@uspto.gov Paper 82 
Tel: 571-272-7822 Entered: February 2, 2023 

  
  

 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 
 

 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

 
 

 
LIQUIDIA TECHNOLOGIES, INC., 

Petitioner, 
 

v. 
 

UNITED THERAPEUTICS CORPORATION,  
Patent Owner. 

 
 

 
IPR2021-00406 

Patent 10,716,793 B2 
 

 

 
 
Before ERICA A. FRANKLIN, CHRISTOPHER M. KAISER, 
and DAVID COTTA, Administrative Patent Judges. 
 
KAISER, Administrative Patent Judge. 
 
 
 

DECISION 
Denying Patent Owner’s Request on Rehearing of Final Written Decision 

37 C.F.R. § 42.71(d) 
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INTRODUCTION 
Liquidia Technologies, Inc. (“Petitioner”) filed a Petition (Paper 2, 

“Pet.”) requesting an inter partes review of claims 1–8 of U.S. Patent 

No. 10,716,793 B2 (Ex. 1001, “the ’793 patent”).  United Therapeutics 

Corporation (“Patent Owner”) filed a Preliminary Response.  Paper 13 

(“Prelim. Resp.”). 

On August 11, 2021, we instituted inter partes review of claims 1–8 

of the ’793 patent on all grounds set forth in the Petition.  Paper 18 (“Inst. 

Dec.”).  After institution of trial, Patent Owner filed a Response (Paper 29, 

“PO Resp.”), Petitioner filed a Reply (Paper 44), and Patent Owner filed a 

Sur-Reply (Paper 55).  In addition, both parties filed Motions to Exclude 

Evidence (Papers 65 and 66), Oppositions to their respective opponents’ 

Motions to Exclude (Papers 68 and 69), and Replies in support of their own 

Motions to Exclude (Papers 71 and 72).  At the request of both parties, we 

held an oral hearing, the transcript of which was entered into the record.  

Paper 77 (“Tr.”). 

On July 19, 2022, we issued a Final Written Decision determining that 

Petitioner had proven by a preponderance of evidence that all the challenged 

claims were unpatentable.  Paper 78 (“Final Dec.”).  On August 18, 2022, 

Patent Owner requested rehearing and filed a request that rehearing be 

conducted by the Precedential Opinion Panel.  Paper 79 (“Req. Reh’g”); 

Paper 80.  The request for rehearing by the Precedential Opinion Panel was 

denied, returning jurisdiction to us to consider the rehearing request itself.  

Paper 81. 

For the reasons discussed below, we deny Patent Owner’s Request for 

Rehearing.  Where the present decision differs from the Final Written 
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Decision, the present decision controls.  Otherwise, the Final Written 

Decision remains in force. 

ANALYSIS 
A. The Final Written Decision 
Petitioner asserted the unpatentability of the challenged claims on six 

separate grounds.  Final Dec. 3–4.  Four of those grounds relied on 

references referred to as Voswinckel 2006 and Ghofrani, both of which we 

determined did not qualify as prior art.  Id. at 3–4, 36–41.  The remaining 

two grounds both relied on a reference referred to as Voswinckel JESC, and 

one of the grounds also relied on a reference referred to as Voswinckel 

JAHA.  Id. at 3. 

Patent Owner argued during the trial that Petitioner had not proven 

that either Voswinckel JESC or Voswinckel JAHA had been made publicly 

accessible early enough to qualify as prior art in the way that Petitioner 

argued they did.  PO Resp. 11–18; Sur-Reply 2–11.  Petitioner countered 

these arguments with several arguments for the public accessibility of 

Voswinckel JESC and Voswinckel JAHA.  Reply 2–9.  In particular, 

Petitioner argued that each of these references was cited in a publicly 

available journal article that could have served as a research aid to help a 

person of ordinary skill in the art locate the references.  Id. at 3–4 (arguing 

that Voswinckel JESC was cited in Ghofrani), 7–8 (arguing that Voswinckel 

JAHA was cited in Sulica). 

In the Final Written Decision, we were persuaded by Petitioner’s 

argument regarding these research aids.  Final Dec. 10–12.  Based in part on 

our determination that these research aids established the public accessibility 

of Voswinckel JESC and Voswinckel JAHA, we determined that Petitioner 
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had proven by a preponderance of the evidence that each of the challenged 

claims would have been obvious over the combination of the ’212 patent, 

Voswinckel JESC, and Voswinckel JAHA.  Id. at 12–35. 

B. The Rehearing Request 
Patent Owner seeks rehearing of our Final Written Decision on the 

ground that we overlooked Patent Owner’s argument that the Ghofrani and 

Sulica research aids had been “published after the critical §102(b) date of 

May 15, 2005.”  Req. Reh’g 1 (emphasis in original).  Patent Owner notes 

that this argument appeared in the Sur-Reply.  Id. at 5 (citing Sur-Reply 9).  

According to Patent Owner, had we not overlooked this argument, we would 

have determined that Petitioner had not shown that Voswinckel JESC and 

Voswinckel JAHA were publicly accessible in the way necessary to treat 

them as prior art to the ’793 patent.  Id. at 5–14. 

When it requested rehearing, Patent Owner also requested that the 

rehearing be conducted by the Precedential Opinion Panel.  Ex. 3003.  The 

Precedential Opinion Panel denied that request and directed us to consider 

Patent Owner’s rehearing request.  Paper 81, 3.  The Precedential Opinion 

Panel directed us, “in [our] consideration on rehearing, to clearly identify 

whether the Voswinckel JESC and Voswinckel JAHA references qualify as 

prior art” and specified that “[s]uch analysis shall clarify whether the relied 

upon research aids were available prior to the critical date and whether the 

Voswinckel JESC and Voswinckel JAHA references were publicly 

accessible by way of their presentation and/or inclusion in distributed 

materials, such as at a conference or library.”  Id. 
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C. Standard of Review 
A request for rehearing of an institution decision is reviewed under 

the abuse of discretion standard. 37 C.F.R. § 42.71(c).  “The burden of 

showing a decision should be modified lies with the party challenging the 

decision.”  37 C.F.R. § 42.71(d).  “The request must specifically identify all 

matters the party believes the Board misapprehended or overlooked, and the 

place where each matter was previously addressed in a motion, an 

opposition, reply, or a sur-reply.”  Id.  An abuse of discretion may be found 

where a decision “(1) is clearly unreasonable, arbitrary, or fanciful; (2) is 

based on an erroneous conclusion of law; (3) rests on clearly erroneous fact 

findings; or (4) involves a record that contains no evidence on which the 

Board could rationally base its decision.”  Redline Detection, LLC v. Star 

Envirotech, Inc., 811 F.3d 435, 442 (Fed. Cir. 2015) (quoting Abrutyn v. 

Giovanniello, 15 F.3d 1048, 1050–51 (Fed. Cir. 1994) (citation omitted)). 

D. We Overlooked Patent Owner’s Argument 
Patent Owner is correct that its argument that the Ghofrani and Sulica 

research aids were dated after May 15, 2005, appeared in the Sur-Reply.  

Sur-Reply 9–11.  Patent Owner also is correct that we overlooked this 

argument in relying on these research aids as supporting that Petitioner had 

established that Voswinckel JESC and Voswinckel JAHA were prior art to 

the ’793 patent.  Final Dec. 11–12; Paper 81, 2 (“the Board’s analysis did 

not consider whether the research aids themselves were available prior to the 

critical date”). 
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