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 The Board should assess secondary considerations after institution on a full 

evidentiary record.  Umicore AG & Co. KG v. BASF Corp., IPR2015-01124, Paper 

8, p. 22 (P.T.A.B. Nov. 2, 2015).  Nonetheless, JLI’s arguments at this stage fail to 

overcome the compelling case of obviousness set forth in the Petition.   

I. JUUL is Not Co-Extensive with the 173 Patent Claims 
 
 For nexus to be presumed, JLI must demonstrate that a specific product: (1) 

embodies the claimed features; and (2) is co-extensive with the claims.  Polaris 

Indus., Inc. v. Arctic Cat, Inc., 882 F.3d 1056, 1072 (Fed. Cir. 2018).  Even if 

JUUL practices the 173 Patent claims, JLI cannot satisfy the co-extensiveness 

requirement because JUUL comprises numerous material unclaimed features:    

 Nicotine salt formulation, flavors, and high nicotine concentration.  Ex. 

2027.005 (“[T]he high level of nicotine in Juul’s pods [is]…almost double the 

concentration in some rival e-liquids….”); Ex.2031.002 (“Juulpods…contain a 

concentrated juice cocktail of salts and organic acids … [that] more closely 

resembles the experience of smoking a cigarette….”); Ex. 2036.002 (“The 

growing popularity of JUUL seems to be driven by flavored offerings….”).   

 Thumb drive shape.  Ex. 2027.002 (“Juul says its signature brushed-aluminum, 

thumb-drive-shaped vape is intended to help adult smokers switch….”). 

 Temperature control system.  Ex. 2003.011 (“  

”). 
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