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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

SMITH INTERFACE TECHNOLOGIES, | Case No.: 23-CV-1187 TWR (BGS)
LLC,
Plainiff, ORDER (1) GRANTING IN PART

AND DENYING IN PART

v. DEFENDANT’S MOTION TO STAY,
(2) STAYING ACTION, AND

APPLE INC., (3) VACATING CLAIM

Defendant.| CONSTRUCTION HEARING

(ECF No. 77)

Presently before the Court is Defendant Apple Inc.’s Motion to Stay the Action
pending resolution of pending Inter Partes Review (“IPR”) proceedings (“Mot.,” ECF No.
110), as well as Plaintiff Smith Interface Technologies, LLC’s Response in Opposition to
(“Opp’n,” ECF No. 114) and Apple’s Reply in Support of (“Reply,” ECF No. 118) the
Motion and the Parties’ Supplemental Briefing (“Pl.’s Supp. Br.,” ECF No. 122; “Def.’s
Supp. Br.,” ECF No. 123). The Court held a hearing on September 19, 2024. (See ECF
Nos. 121, 124 (“Tr.”).) Having carefully considered the Parties’ arguments and the
relevant law, the Court GRANTS IN PART AND DENIES IN PART Apple’s Motion;
STAYS this action pending the issuance of the last of the Patent Trial and Appeal Board’s
(“PTAB”) institution decisions on Apple’s pending IPR petitions; and VACATES the

December 12, 2024 claim construction hearing.
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BACKGROUND

Inventor Michael Smith “developed new advanced input and output techniques for
mobile user interfaces[, (“Uls”)]” such as “multi-part gestures, where users can take
successive actions, such as by touching, tapping, long-pressing, or sliding, and receive
feedback at each step, whether visual or tactile (or both).” (See ECF No. 66 (“TAC”) 9 19.)
“These mobile Ul advances resulted in numerous patents, including U.S. Patent Nos.
10,642,413 (the “’413 Patent”); 10,649,578 (the “’578 Patent”); 10,649,580 (the “’580
Patent™); 10,656,754 (the “’754 Patent”); 10,656,755 (the “’755 Patent”); 10,656,758 (the
“>758 Patent”); 10,671,212 (the “’212 Patent™); 10,725,581 (the “’581 Patent™); 10,936,114
(the “’114 Patent”); and 11,740,727 (the *“’727 Patent”) (collectively, the “Asserted
Patents”).” (Id. 9 17.) The Asserted Patents are all “continuation[s] of and claim[] priority
to numerous patents, patent applications, and provisional patent applications dating back
to U.S. Provisional Application No. 61/515,835, filed August 5,2011.” (See id. §921-30.)
Smith is the sole named inventor of the Asserted Patents, all of which are assigned solely
to Plaintiff Smith Interface. (See id.)

On June 27, 2023, Smith Interface filed the instant action against Apple, asserting
nine claims of patent infringement as to each of the *413, *578, *580, *754, *755, 758,
’212, °581, and ’114 Patents (the “Original Asserted Patents™), (see generally ECF No. 1
(“Compl.”)), which was subsequently reassigned to the undersigned. (See ECF No. 4.)
The 727 Patent issued on August 29, 2023, (see TAC 4 30), before Apple’s responsive
pleading deadline. (See ECF No. 21.) Accordingly, on the same day it had issued, Smith
Interface amended its Complaint pursuant to Federal Rule of Civil Procedure 15(a)(1) to
add a claim for infringement of the *727 Patent. (See generally ECF No. 22 (“FAC”).)
Apple moved to dismiss the First Amended Complaint’s claims for willful and indirect
infringement on October 3, 2023. (See generally ECF No. 36.)

On October 25, 2023, Smith Interface requested leave to file an amended complaint
pursuant to Rule 15(a)(2). (See generally ECF No. 42.) The following day, the Court

granted Smith Interface’s request and denied as moot Apple’s Original Motion to Dismiss,
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(see generally ECF No. 43), and Smith Interface filed a Second Amended Complaint. (See
generally ECF No. 44). Apple then moved to dismiss the Second Amended Complaint’s
claims for willful and indirect infringement on November 9, 2023. (See generally ECF
No. 46.) On March 5, 2024, the Court granted in part and denied in part Apple’s Motion
to Dismiss and granted Smith Interface leave to file an amended complaint. (ECF No. 63.)
On March 19, 2024, Smith Interface filed the operative Third Amended Complaint. (See
generally TAC.)

On April 1, 2024, Apple filed a motion to narrow the number of claims Smith
Interface could assert in its infringement contentions. (ECF No. 73.) On May 16, 2024,
the Court granted in part Apple’s motion, and the Court ordered that Smith Interface could
assert no more than 200 total claims in its initial infringement contentions. (See ECF No.
91 at 9.) On June 5, 2024, Smith Interface served its initial infringement contentions,
identifying the claims Smith Interface is asserting in this action. (See Mot. at 3.) On
June 20, 2024, the Court entered a Scheduling Order for the action. (ECF No. 102.)

Between June 26, and June 28, 2024, Apple filed 15 IPR petitions with the PTAB
challenging the validity of claims from nine of the ten Asserted Patents—the 413, 578,
’580, °754, °755, °758, °212, ’581, and ’114 Patents. (See ECF No. 105; Mot. at 3; Opp’n
at 5.) Those IPR petitions challenge the validity of all the asserted claims from the 413,
’578, °580, °755, °758, °212, ’581, and ’114 Patents. (Mot. at 3—4; Opp’n at 5.) As to the
’754 Patent, Apple’s IPR petition challenges the validity of 85 of the 166 asserted claims
(including all independent claims) from that patent. (/d.) On August 1, 2024, Apple filed
an [PR petition as to the 727 Patent, challenging the validity of all the asserted claims from
that patent, (id.), as well as the instant Motion. (See generally ECF No. 110.) The PTAB’s
decisions on whether to grant Apple’s IPR petitions and institute IPR proceedings as to the
Asserted Patents are expected to be issued between January and March 2025. (See Mot. at
4 (citing 35 U.S.C. § 314(b)); Tr. at 30:4-8, 31:3-5.)

On August 5, 2024, the Court granted Apple’s partial motion to dismiss and

dismissed with prejudice Smith Interface’s claims for pre-suit willful and induced patent
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infringement. (ECF No. 112 at 13.) On August 19, 2024, Apple filed an answer to the
operative complaint (“Ans.,” ECF No. 116).

On September 5, 2024, Apple filed a petition for ex parte reexamination with the
U.S. Patent and Trademark Office (“PTO”) challenging the validity of the remaining
asserted claims from the *754 Patent. (See ECF No. 119.) With the filing of this additional
petition, Apple now has pending PTO challenges as to the validity of all 200 asserted claims
in this action. (See id.)

On October 1, 2024, the Parties filed their joint claim construction hearing statement,
chart, and worksheet. (ECF No. 126.) In that filing, the Parties represent that they currently
dispute the proper construction of twelve claim terms. (See id.)

LEGAL STANDARD

“Courts have inherent power to manage their dockets and stay proceedings,
including the authority to order a stay pending conclusion of a PTO reexamination” or
review. Ethicon, Inc. v. Quigg, 849 F.2d 1422, 142627 (Fed. Cir. 1988) (citation omitted);
see Murata Mach. USA v. Daifuku Co., 830 F.3d 1357, 1361-62 (Fed. Cir. 2016); see also
Clinton v. Jones, 520 U.S. 681, 706 (1997) (“The District Court has broad discretion to
stay proceedings as an incident to its power to control its own docket.”). In determining
whether to grant a stay pending review or reexamination by the PTO, district courts
generally consider the following three factors: (1) the stage of the proceedings, (2) whether
a stay will simplify the issues in question and trial of the case, and (3) whether a stay would
unduly prejudice or present a clear tactical disadvantage to the nonmoving party. Murata
Mach., 830 F.3d at 1361; Masimo Corp. v. Sotera Wireless, No. 19-CV-01100-BAS-NLS,
2021 WL 321481, at *2 (S.D. Cal. Feb. 1, 2021). Judicial consideration of a stay request
“is not limited to these factors, but rather can include a review of totality of the
circumstances.” Qualcomm Inc. v. Apple Inc., No. 3:17-CV-2403-CAB-MDD, 2018 WL
4104966, at *1 (S.D. Cal. Aug. 29, 2018); see Murata Mach., 830 F.3d at 1362 (“Attendant
to the district court’s inherent power to stay proceedings is the court’s discretionary

prerogative to balance considerations beyond those captured by the three-factor stay test.”).
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There is no per se rule that patent cases should be stayed pending IPRs. Wi-LAN
Inc. v. LG Elecs., Inc., No. 18-CV-01577-H-BGS, 2018 WL 9516050, at *2 (S.D. Cal.
Dec. 4, 2018); Clinicomp Int’l, Inc. v. Cerner Corp., No. 17CV2479-GPC(BLM), 2018
WL 5617694, at *2 (S.D. Cal. Oct. 30, 2018). Nevertheless, courts in this district have
recognized that there is a “‘a liberal policy in favor of granting motions to stay pending
IPR.”” Masimo, 2021 WL 321481, at *2 (quoting Zomm, LLC v. Apple Inc., 391 F. Supp.
3d 946, 956 (N.D. Cal. 2019)); see, e.g., Omnitracs, LLC v. Platform Sci., Inc., No. 20-
CV-0958-JLS-MDD, 2021 WL 857005, at *3 (S.D. Cal. Mar. 8, 2021); Clinicomp, 2018
WL 5617694, at *2; Qualcomm, 2018 WL 4104966, at *1. The moving party bears the
burden of demonstrating the need for the requested stay. See Clinton, 520 U.S. at 708; Wi-
LAN, 2018 WL 9516050, at *2.

ANALYSIS

By the present Motion, Apple moves to stay the action pending the IPR proceedings.
(Mot. at 1.) Specifically, Apple requests that the Court stay the case until the PTAB decides
whether to institute the IPRs and, if the PTAB institutes IPR proceedings against the
Asserted Patents, that the case be stayed until the IPR proceedings are complete. (/d. at 2.)
I. Stage of the Proceedings

The first factor considers “*
2018 WL 9516050, at *2 (quoting Sec. People, Inc. v. Ojmar US, LLC, No. 14-CV-04968-
HSG, 2015 WL 3453780, at *2 (N.D. Cal. May 29, 2015)). Considerations relevant to the

whether the litigation is at an early stage.”” Wi-LAN,

court’s analysis of this factor include “the status of discovery, claim construction, setting
of a trial date, and the court’s expenditure of resources.” Vivint, Inc. v. SkyBell Techs.,
Inc.,No. CV 21-9472-GW-GJSX, 2022 WL 18587113, at *2 (C.D. Cal. Nov. 9, 2022); see
Wi-LAN, 2018 WL 9516050, at *2 (“[C]ourts consider whether discovery is complete and
whether a trial date has been set.”). “Courts favor stays when litigation is in the early
stages.” Vivint, 2022 WL 18587113, at *2; see Omnitracs, 2021 WL 857005, at *3. “‘If
a significant amount of discovery remains, a stay is more appropriate.”” Taction Tech.,

Inc. v. Apple Inc., No. 21-CV-812 TWR (JLB), 2022 WL 228978, at *2 (S.D. Cal. Jan. 26,
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