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Pursuant to the Board’s June 8, 2018 Order, Petitioner Supercell Oy submits
this Reply addressing Berkheimer v. HP Inc., 881 F.3d 1360 (Fed. Cir. 2018).

I. Berkheimer Supports Petitioner’s Position

Patent Owner’s reliance on Berkheimer is misplaced. Although Berkheimer
holds, in the context of Step 2 of the Alice test, whether “a claim element or
combination of elements is well-understood, routine and conventional to a skilled
artisan in the relevant field is a question of fact,” that conclusion by itself is far
from dispositive, either in general or in the instant circumstances. See Berkheimer,
881 F.3d at 1368. Rather, no genuine dispute arises concerning patentability
unless the challenged patent’s specification identifies one or more purported
technological improvements to the prior art, and those improvements “are captured
in the claims.” Id. at 1369 (emphasis added), cited at POPR, p. 22

Applying this analysis, Berkheimer affirmed the district court’s summary
judgment finding of ineligibility of claims 1-3 and 9 because those claims did not
recite the purported improvement to computer functionality described in the
specification. Id. at 1370. The court reversed summary judgment of claims 4-7
only after finding that the specification-described improvement in computer
functionality was captured in those claims. Id.

Here, like the ineligible claims in Berkheimer, the challenged claims fail to

capture the alleged improvements of the specification. The *583 patent
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specification, as the POPR admits, describes the problem proposed to be solved as:
“a two-dimensional card in the battle scene is sometimes boring.” See, e.g., POPR,
pp- 2; 21; 23; 26; 30-31 (citing Ex. 1001, 1:42-43). As a preliminary matter, this is
an aesthetic or business problem, not a technical one. See, e.g., PGR2018-00008,
Decision on Institution (Paper 15), p, 13. The POPR attempts to characterize the
problem as one existing in the field of graphical user interfaces comparable to
Trading Techs. Int’l, Inc. v. COG, INC., 675 F. App’x 1001, 1004 (Fed. Cir. 2017).
See POPR, pp. 26-30. In that case, however, the patents solved a technical problem
that existed with prior art GUIs, namely, that the best bid and best ask prices would
change based on updates received from the market. /d. at 1002-03. The Trading
Technologies patents recited a specific GUI with specific axes, regions for data, and
rules delimiting the data in each region to allow a user to see and manipulate stock
market data in real time, that resolved technical problems in the prior art. Id. at
1003-04. In contrast, the *583 patent only purports to address a battle scene of the
game described as “boring,” which is not a technical problem to be solved.

Even if the patent provided technological solutions to a problem rooted in
computer technology, they are not captured in the claims. Berkheimer 881 F.3d at
1369. According to the POPR, seven different ways of showing the alleged
improvement of “high visual effect” are described in the specification: (1) a battle

“proceed[ing] in a format like a cartoon” (POPR, p. 2, citing 1:49-50; 6:42-46);
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(2) “a battle display region divided by frames that can execute . . . in a
predetermined order”; (3) “emphasize and display the panels” (POPR, p. 31, citing
Ex. 1001, 6:36-38); the panels (4) can “display a still image”; (5) “display a movie
when the panels are emphasized and displayed”; (6) “zoom in,” and frames of the
panels that (7) have portions that can “display the texts showing the sound effect
and/or an effect display portion” (see POPR, p. 31, citing Ex. 1001, 7:27, 7:36,
7:44-56).

All of these features, however, are entirely absent from independent claims 1,
14, and 15 (see Pet., p. 15), and some are absent from all of the claims. No claims
recite the battle proceeding like a cartoon, nor displaying a movie, nor zooming in,
nor a portion with text showing a sound effect. Thus, the POPR admits that at least
independent claims 1, 14, and 15, and dependent claims 5-9 and 11-13 do not
“capture” the alleged improvements described in the specification (“high visual
effect”) and, therefore, present no fact issue under Berkheimer.

II.  The Petition Contains Ample Evidence Under Berkheimer

Even if the Board were to conclude that one or more claims do capture the
purported improvements, the facts still favor institution so that any dispute as to
these facts may be put before the PTAB as the fact finder. /d. at 1369.

The POPR wrongly asserts that the Petition provided only attorney argument

(see POPR, pp. 9, 21, 23). In fact the Petition provided ample support for its
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