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[Docket No. PTO-P-2018-0053]

2019 Revised Patent Subject Matter Eligibility Guidance
AGENCY: United States Patent and Trademark Office, Commerce.
ACTION: Examination Guidance; Request for comments.

SUMMARY: The United States Patent and Trademark Office (USPTO) has prepared revised
guidance (2019 Revised Patent Subject Matter Eligibility Guidance) for use by USPTO
personnel in evaluating subject matter eligibility. The 2019 Revised Patent Subject Matter
Eligibility Guidance revises the procedures for determining whether a patent claim or patent
application claim is directed to a judicial exception (laws of nature, natural phenomena, and
abstract ideas) under Step 2A of the USPTO’s Subject Matter Eligibility Guidance i two ways.
First, the 2019 Revised Patent Subject Matter Eligibility Guidance explains that abstract ideas
can be grouped as, e.g., mathematical concepts, certain methods of organizing human activity,
and mental processes. Second, this guidance explains that a patent claim or patent application

claim that recites a judicial exception is not “directed to” the judicial exception if the judicial
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exception is integrated into a practical application of the judicial exception. A claim that recites a
judicial exception, but is not integrated into a practical application, is directed to the judicial
exception under Step 2A and must then be evaluated under Step 2B (inventive concept) to
determine the subject matter eligibility of the claim. The USPTO is seeking public comment on
its subject matter eligibility guidance, and particularly the 2019 Revised Patent Subject Matter

Eligibility Guidance.

DATES: APPLICABLE DATE: The 2019 Revised Patent Subject Matter Eligibility Guidance is

effective on [INSERT DATE OF PUBLICATION IN THE FEDERAL REGISTER]. The 2019

Revised Patent Subject Matter Eligibility Guidance applies to all applications, and to all patents

resulting from applications, filed before, on, or after [INSERT DATE OF PUBLICATION IN

THE FEDERAL REGISTER].

COMMENT DEADLINE DATE: Written comments must be received on or before [INSERT

DATE 60 DAYS AFTER PUBLICATION IN THE FEDERAL REGISTER].

ADDRESSES: Comments must be sent by electronic mail message over the Internet addressed

to: Eligibility2019@ uspto.gov.

Electronic comments submitted in plain text are preferred, but also may be submitted in
ADOBE® portable document format or MICROSOFT WORD® format. Comments not
submitted electronically should be submitted on paper in a format that facilitates convenient

digital scanning into ADOBE® portable document format. The comments will be available for
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viewing via the USPTO’s Internet Web site (http//www.uspto.gov). Because comments will be

made available for public inspection, information that the submitter does not desire to make

public, such as an address or phone number, should not be included in the comments.

FOR FURTHER INFORMATION CONTACT: June E. Cohan, Senior Legal Advisor, at 571-
272-7744 or Carolyn Kosowski, Senior Legal Advisor, at 571-272-7688, both with the Office of

Patent Legal Administration.

SUPPLEMENTARY INFORMATION: Patent subject matter eligibility under 35 U.S.C. 101
has been the subject of much attention over the past decade. Recently, much of that attention has
focused on how to apply the U.S. Supreme Court’s framework for evaluating eligibility (often
called the Alice/Mayo test).! Properly applying the Alice/Mayo test in a consistent manner has
proven to be difficult, and has caused uncertainty in this area of the law. Among other things, it
has become difficult in some cases for inventors, businesses, and other patent stakeholders to
reliably and predictably determine what subject matter is patent-eligible. The legal uncertainty
surrounding Section 101 poses unique challenges for the USPTO, which must ensure that its
more than 8500 patent examiners and administrative patent judges apply the Alice/Mayo test in a
manner that produces reasonably consistent and predictable results across applications, art units

and technology fields.

Since the Alice/Mayo test was announced and began to be extensively applied, the courts and the

USPTO have tried to consistently distinguish between patent-eligible subject matter and subject

Y Alice Corp. Pty. Ltd. v. CLS Bank Int’l, 573 U.S. 208, 217-18 (2014) (citing Mayo Collaborative Servs.v.
Prometheus Labs., Inc., 566 U.S. 66 (2012)).

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

matter falling within a judicial exception. Even so, patent stakeholders have expressed a need for
more clarity and predictability in its application. In particular, stakeholders have expressed
concern with the proper scope and application of the “abstract idea” exception. Some courts
share these concerns, for example as demonstrated by several recent concurrences and dissents in
the U.S. Court of Appeals for the Federal Circuit (“Federal Circuit”) calling for changes in the
application of Section 101 jurisprudence.? Many stakeholders, judges, inventors, and
practitioners across the spectrum have argued that something needs to be done to increase clarity

and consistency in how Section 101 is currently applied.

To address these and other concerns, the USPTO is revising its examination procedure with
respect to the first step of the Alice/Mayo test® (Step 2A of the USPTO’s Subject Matter
Eligibility Guidance as incorporated into the Manual of Patent Examining Procedure (“MPEP”)
2106)* by: (1) providing groupings of subject matter that is considered an abstract idea; and (2)
clarifying that a claim is not “directed to” a judicial exception if the judicial exception is

integrated into a practical application of that exception.

Section | of this 2019 Revised Patent Subject Matter Eligibility Guidance explains that the

judicial exceptions are for subject matter that has been identified as the “basic tools of scientific

% See, e.g., Interval Licensing LLC, v. AOL, Inc., 896 F.3d 1335, 1348 (Fed. Cir. 2018) (Plager, J., concurring in
part and dissenting in part); Smart Sys. Innovations, LLC v. Chicago Transit Auth., 873 F.3d 1364, 1377 (Fed. Cir.
2017) (Linn, J., dissenting in part and concurring in part); Berkheimerv. HP Inc., 890 F.3d 1369, 1376 (Fed. Cir.
2018) (Lourie, J., joined by Newman, J., concurring in denial of rehearing en banc).

® The first step of the Alice/Mayo test is to determine whether the claims are “directed to” a judicial exception.
Alice, 573 U.S. at 217 (citing Mayo, 566 U.S. at 77).

* All references to the MPEP in the 2019 Revised Patent Subject Matter Eligibility Guidance are to the Ninth
Edition, Revision 08-2017 (rev. Jan.2018), unless otherwise indicated.
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and technological work,”® which includes “abstract ideas” such as mathematical concepts,
certain methods of organizing human activity, and mental processes; as well as laws of nature
and natural phenomena. Only when a claim recites a judicial exception does the claim require
further analysis in order to determine its eligibility. The groupings of abstract ideas contained in
this guidance enable USPTO personnel to more readily determine whether a claim recites subject

matter that is an abstract idea.

Section 11 explains that the USPTO has set forth a revised procedure, rooted in Supreme Court
caselaw, to determine whether a claim is “directed to” a judicial exception under the first step of

the Alice/Mayo test (USPTO Step 2A).

Section 111 explains the revised procedure that will be applied by the USPTO. The procedure
focuses on two aspects of Revised Step 2A: (1) whether the claim recites a judicial exception;
and (2) whether a recited judicial exception is integrated into a practical application. Only when
a claim recites a judicial exception and fails to integrate the exception into a practical
application, is the claim “directed to” a judicial exception, thereby triggering the need for further
analysis pursuant to the second step of the Alice/Mayo test (USPTO Step 2B). Finally, if further
analysis at Step 2B is needed (for example to determine whether the claim merely recites well-

understood, routine, conventional activity), this 2019 Revised Patent Subject Matter Eligibility

® Mayo, 566 U.S. at 71 (“Phenomena of nature, though just discovered, mental processes,and abstract
intellectual concepts are not patentable, as they are the basic tools of scientific and technological work” (quoting
Gottschalk v. Benson, 409 U.S. 63, 67 (1972)).

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




