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(I)

QUESTION PRESENTED

This Court granted the petition for a writ of certio-
rari limited to question three as presented in the
petition, which asks:  Whether a method patent setting
forth an indefinite, undescribed, and non-enabling step
directing a party simply to “correlat[e]” test results can
validly claim a monopoly over a basic scientific rela-
tionship used in medical treatment such that any doctor
necessarily infringes the patent merely by thinking
about the relationship after looking at a test result.

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


(II)

TABLE OF CONTENTS
Page

Interest of the United States . . . . . . . . . . . . . . . . . . . . . . . . . . . . 1
Statement . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 1
Summary of Argument . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 5
Argument:

A. The patent specification satisfies the requirements
of 35 U.S.C. 112 by describing, enabling, and
claiming the method . . . . . . . . . . . . . . . . . . . . . . . . . . . . 7

B. Whether the patent claim is invalid because it
claims a law of nature, natural phenomenon, or
abstract idea is not fairly included in the question
presented . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 15

C. The patent claim appears to claim all substantial
practical applications of the natural relationship
that are revealed by the limited record before the
Court . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 17

D. The patent claim is invalid under 35 U.S.C. 102 if it
claims assay methods that were already included in
the prior art . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 28

Conclusion . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 30

TABLE OF AUTHORITIES

Cases:

Adarand Constructors, Inc. v. Mineta, 
534 U.S. 103 (2001) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 16

AK Steel Corp. v. Sollac & Ugine, 
344 F.3d 1234 (Fed. Cir. 2003) . . . . . . . . . . . . . . . . . . . . . . 8

Albertson’s, Inc. v. Kirkingburg, 527 U.S. 555 
(1999) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 16

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IV

Cases–Continued: Page

Atlas Powder Co. v. Ireco, Inc., 190 F.3d 1342
(Fed. Cir. 1999) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 29

Aronson v. Quick Point Pencil Co., 440 U.S. 257
(1979) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 28

Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 
489 U.S. 141 (1989) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 28

Carnegie Steel Co. v. Cambria Iron Co., 
185 U.S. 403 (1902) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 13

Diamond v. Chakrabarty, 447 U.S. 303 (1980) . . . . . . . 18, 19

Diamond v. Diehr, 450 U.S. 175 
(1981) . . . . . . . . . . . . . . . . . . . . . . . . . . . 14, 16, 18, 20, 21, 22

Enzo Biochem, Inc. v. Gen-Probe, Inc., 323 F.3d 956
 (Fed. Cir. 2002) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 12

Evans v. Eaton, 20 U.S. (7 Wheat.) 356 (1822) . . . . . . 8, 9, 11

Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki
Co., 535 U.S. 722 (2002) . . . . . . . . . . . . . . . . . . . . . . . . . . . 13

Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S.
127 (1948) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 18, 19

General Elec. Co. v. Wabash Appliance Corp., 
304 U.S. 364 (1938) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 13

Gottschalk v. Benson, 409 U.S. 63 
(1972) . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6, 16, 18, 20, 21, 27

Graham v. John Deere Co., 383 U.S. 1 (1966) . . . . . . . . . . . 29

Graver Tank & Mfg. Co. v. Linde Air Prods. Co.,
336 U.S. 271 (1949) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 12

Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470 
(1974) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 8

Le Roy v. Tatham, 55 U.S. (14 How.) 156 
(1852) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 18, 19

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


V

Cases–Continued: Page

LizardTech, Inc. v. Earth Res. Mapping, Inc.,
424 F.3d 1336 (Fed. Cir. 2005) . . . . . . . . . . . . . . . . . . . 8, 12

Loom Co. v. Higgins, 105 U.S. 580 (1881) . . . . . . . . . . . . . . . 9

Mackay Radio & Tel. Co. v. Radio Corp. of Am.,
306 U.S. 86 (1939) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 18

Markman v. Westview Instruments, Inc., 
517 U.S. 370 (1996) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 13

McClain v.  Ortmayer,  141 U.S. 419 (1891) . . . . . . . . . . . . 13

Miles Labs., Inc. v. Shandon Inc., 997 F.2d 870
(Fed. Cir. 1993), cert. denied, 510 U.S. 1100
(1994) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 13

Moba, B.V. v. Diamond Automation, Inc., 325 F.3d
1306 (Fed. Cir.), cert. denied, 540 U.S. 982
(2003) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 9, 12

O’Reilly  v. Morse,  56 U.S. (15 How.) 62 (1853) . . . . . 18, 19

Pandrol USA, LP v. Airboss Ry. Prods., Inc., 
424 F.3d 1161 (Fed. Cir. 2005) . . . . . . . . . . . . . . . . . . .     12

Parker v. Flook, 437 U.S. 584 (1978) . . . . . . 18, 19, 20, 21, 22

Pfaff v. Wells Elec., 525 U.S. 55 (1998) . . . . . . . . . . . . . . . 9, 28

Rubber-Tip Pencil Co. v. Howard, 87 U.S. (20 Wall.)
498 (1874) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 18

Schering Corp. v. Geneva Pharm., Inc.,
339 F.3d 1373 (Fed. Cir. 2003) . . . . . . . . . . . . . . . . . . . . . 29

Tilghman v. Proctor, 102 U.S. 707 (1880) . . . . . . . . . . . . . . . 9

Toma, In re, 575 F.2d 872 (C.C.P.A. 1978) . . . . . . . . . . . . . 27

Tyler v. City of Boston, 74 U.S. (7 Wall.) 327 (1868) . . . . . . 8

United Carbon Co. v. Binney & Smith Co.,
317 U.S. 228 (1942) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 13

Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555
(Fed. Cir. 1991) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 9

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


