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(i) 
 

QUESTION PRESENTED 

Technical standards created by standard-setting 
organizations—such as the 2G, 3G, and 4G wireless 
communication standards—are ubiquitous in the mod-
ern economy and enable the interoperability of prod-
ucts made by different manufacturers.  To facilitate the 
implementation of standards and prevent abusive prac-
tices, most standard-setting organizations require com-
panies that believe their patents are essential to prac-
ticing a standard to make binding commitments to li-
cense their patents on fair, reasonable, and non-
discriminatory (FRAND) terms.  When the holder of a 
standard-essential patent refuses to honor that com-
mitment, prospective licensees may seek a ruling that 
the FRAND commitment has been breached and an 
injunction ordering specific performance (i.e., forming a 
new license with FRAND terms and conditions). 

In the decision on review, the Federal Circuit held 
that the patent owner accused of breaching its FRAND 
commitment had a Seventh Amendment right to have a 
jury set the royalty rate in the injunction requiring it to 
license its worldwide portfolio of patents on FRAND 
terms, simply because the injunction included a back-
ward-looking royalty payment proposed by the patent 
owner as part of the consideration that the licensee was 
required to pay to receive specific performance. 

The question presented is: 

Whether a patent owner required to license its 
standard-essential patents on fair, reasonable, and non-
discriminatory terms has a Seventh Amendment right 
to a jury trial in a proceeding seeking the equitable re-
lief of specific performance. 
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(ii) 
 

PARTIES TO THE PROCEEDINGS 

Petitioners TCL Communication Technology Hold-
ings Limited, TCT Mobile Limited, and TCT Mobile 
(US), Inc. (collectively “TCL”) were the plaintiffs-
appellees in the Federal Circuit. 

Respondents Ericsson, Inc. and Telefonaktiebo-
laget LM Ericsson (collectively “Ericsson”) were the 
defendants-appellants in the Federal Circuit. 

 

CORPORATE DISCLOSURE STATEMENT 

Petitioners TCT Mobile Limited and TCT Mobile 
(US), Inc. are wholly-owned by Petitioner TCL Com-
munication Technology Holdings, Limited.  No publicly 
held corporation owns 10% or more of any Petitioner’s 
member interest. 

 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

(iii) 
 

TABLE OF CONTENTS 

Page 

QUESTION PRESENTED ............................................... i 

PARTIES TO THE PROCEEDINGS ............................ ii 

CORPORATE DISCLOSURE STATEMENT ............. ii 

TABLE OF AUTHORITIES .......................................... vi 

INTRODUCTION .............................................................. 1 

OPINIONS BELOW .......................................................... 4 

JURISDICTION ................................................................. 4 

CONSTITUTIONAL PROVISION INVOLVED ........ 4 

STATEMENT ..................................................................... 5 

A. Technical Standards And FRAND 
Obligations ............................................................. 5 

B. Negotiations Between TCL And 
Ericsson .................................................................. 7 

C. District Court Proceedings .................................. 8 

D. Federal Circuit Proceedings And 
Remand ................................................................. 11 

REASONS FOR GRANTING THE PETITION........ 14 

I. THE DECISION BELOW ALLOWS JURIES TO 

DECIDE EQUITABLE QUESTIONS, 
IMPROPERLY ALTERING THE BALANCE OF 

RESPONSIBILITIES BETWEEN JUDGE AND 

JURY ............................................................................. 15 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


