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(i) 

QUESTION PRESENTED 

Whether the U.S. Court of Appeals for the Federal 
Circuit may review, by appeal or mandamus, a decision 
of the U.S. Patent & Trademark Office denying a peti-
tion for inter partes review of a patent, where review is 
sought on the grounds that the denial rested on an 
agency rule that exceeds the PTO’s authority under the 
Leahy-Smith America Invents Act, is arbitrary or capri-
cious, or was adopted without required notice-and-com-
ment rulemaking. 
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(ii) 

CORPORATE DISCLOSURE STATEMENT 

Apple Inc. has no parent company, and no publicly 
held corporation owns 10% or more of its stock.  

DIRECTLY RELATED PROCEEDINGS 

United States Court of Appeals (Fed. Cir.): 

A. Apple Inc. v. Optis Cellular Technology, 
LLC, No. 2021-1043 (Dec. 21, 2020).  

B. Apple Inc. v. Optis Wireless Technology, 
LLC, No. 2021-1044 (Dec. 21, 2020).  

C. Apple Inc. v. Unwired Planet International 
Ltd., No. 2021-1046 (Dec. 21, 2020).  

 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

(iii) 

TABLE OF CONTENTS 

Page 

QUESTION PRESENTED ............................................... i 

CORPORATE DISCLOSURE STATEMENT ............. ii 

DIRECTLY RELATED PROCEEDINGS ................... ii 

TABLE OF AUTHORITIES .......................................... vi 

INTRODUCTION .............................................................. 1 

OPINIONS BELOW .......................................................... 4 

JURISDICTION ................................................................. 4 

STATUTORY PROVISIONS INVOLVED .................. 4 

STATEMENT ..................................................................... 5 

A. Legal Background ................................................. 5 

1. Inter partes review ....................................... 5 

2. The NHK and Fintiv decisions .................... 7 

3. The Director’s adoption of the 
NHK-Fintiv Rule .......................................... 9 

B. Proceedings Below .............................................. 11 

REASONS FOR GRANTING THE PETI-
TION ............................................................................ 16 

I. THE FEDERAL CIRCUIT’S CONCLUSION 

THAT IT LACKS JURISDICTION TO HEAR 

THESE APPEALS CONTRADICTS THIS 

COURT’S PRECEDENT AND IS WRONG ..................... 16 

A. Under This Court’s Precedent, The 
Federal Circuit Has Appellate Jurisdic-
tion Under §1295(a)(4)(A) Notwith-
standing §314(d) .................................................. 16 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


iv 

TABLE OF CONTENTS—Continued 

Page 

 

B. The Federal Circuit’s View That These 
Appeals Are Barred By §314(d) Be-
cause They Are Closely Tied To An In-
stitution-Related Statute Contradicts 
This Court’s Precedent ...................................... 18 

C. The Federal Circuit’s View That 
§314(d)’s Exceptions Apply Only To Ap-
peals From Final Written Decisions 
Cannot Be Squared With This Court’s 
Precedent ............................................................. 23 

II. THE FEDERAL CIRCUIT HAS TAKEN AN ER-

RONEOUS APPROACH TO MANDAMUS IN THE 

IPR CONTEXT ............................................................. 26 

A. The Federal Circuit’s Approach To 
Mandamus Has Been Incoherent And 
Wrong ................................................................... 26 

B. If The Federal Circuit Lacks Jurisdic-
tion Over This Appeal, Mandamus 
Should Issue To Correct The PTO’s De-
nial Of Apple’s IPR Petitions ............................ 28 

III. THE QUESTION PRESENTED IS IMPORTANT 

AND RECURRING ........................................................ 30 

CONCLUSION ................................................................. 34 

APPENDIX A:  Opinion of the United States 
Court of Appeals for the Federal Circuit, 
dated December 21, 2020........................................... 1a 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


