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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Inre Sterling Software, |Inc.

Serial Nos. 75/788, 509;

75/ 788, 510; 75/ 788, 855;

75/ 788, 856; 75/ 788, 860;
and 75/788, 861

Anita Nesser of Baker Botts L.L.P. for Sterling Software,
I nc.

Ronal d L. Fairbanks, Trademark Exam ning Attorney, Law
Ofice 112 (Janice O Lear, Managing Attorney).

Before C ssel, Seehernman and Drost, Adm nistrative
Trademar k Judges.

Opi nion by Drost, Adm nistrative Tradenmark Judge:
On August 30, 1999, Sterling Software, Inc.
(applicant) filed six intent-to-use applications to
register the followng marks (in typed forn) on the
Principal Register for the follow ng goods, all in

| nternational C ass 9:

(1) EUREKA: | NTELLI GENCE
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Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

For: Conputer software for use in connection with
enterprise information portals, nanely, software for
personal i zed, browser-based, integrated searching,

anal yzing and creating a wide variety of reports using
an organi zation's internal information and
intelligence over conputer networks. (Ser. No.

75/ 788, 509)

(2) EUREKA: STRATEGY

For: Conputer software for use in connection with
enterprise information portals, nanely, software for
creating and managi ng | arge dat abases and perform ng
cal cul ati ons on, and generating a w de variety of
reports from such databases, using an organization's
internal information over conputer networks. (Ser.
No. 75/788,510)

(3) EUREKA: ANALYST

For: Conputer software for use in connection with
enterprise information portals, nanely, software that
performs high-speed nultidinmensional analysis on an
organi zation's internal information over conputer
networks. (Ser. No. 75/788, 855)

(4) EUREKA: PORTAL

For: Conputer software for use in connection with
enterprise information portals, nanely, software for
providing a single point of network entry for
accessing and view ng an organi zation's internal
information and intelligence over conputer networks.
(Ser. No. 75/788, 856).

(5) EUREKA: SUl TE

For: Conputer software for use in connection with
enterprise information portals, nanely, software that
enabl es organi zations to organi ze, nmanage and
distribute internally and externally stored

information via a global conmunication network. (Ser.
No. 75/ 788, 860)

(6) EUREKA: REPORTER
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Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

For: Conputer software for use in connection with

enterprise information portals, nanely, software for

produci ng production reports based on an

organi zation's internal information over conputer

networks. (App. No. 75/788, 861).

I n each case, the Examining Attorney' ultimately
refused to register the marks because of the follow ng
regi stration of the mark shown bel ow for “software

devel opnment and consulting services” in International C ass

42:

= Eureka Software

The registration contains a disclainmer of the word
"software” and a statenent that the stippling is a feature
of the mark and does not represent color. Additionally, we
note that affidavits under Section 8 and 15 pertaining to
this registration have been accepted and acknow edged,
respectively, by the Office. 15 U.S.C. §§ 1058 and 1065.7

After the Exam ning Attorney nmade the refusals final
t hese appeals followed. Both applicant and the Exam ning

Attorney filed briefs. Oal hearings were not requested.

! The present Exanmining Attorney was not the original Exam ning
Attorney in these cases.
2 Regi stration No. 1,913,902, issued August 22, 1995.
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Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

| nasmuch as the records and the issue in all six
applications are simlar, we will consolidate the appeal s
and issue a single opinion for all marks on appeal. In
this opinion, when we refer to portions of the record that
are comon to all the applications, we will refer to
Application No. 75/788, 509.

According to the Exam ning Attorney, “eureka” is a
“unique/arbitrary terni (Exam ning Attorney’'s Br. at 9).
The Exam ning Attorney argues that it is the dom nant
portion of applicant’s mark, which is identical to the
dom nant portion of the registered mark. The Exam ni ng
Attorney points out that the word “software” is disclained.
He al so maintains that the words in applicant’s nark are
suggestive of an ingredient, quality, characteristic,
function, feature, purpose, or use of the rel evant goods,
and these words do not distinguish the marks in those
applications fromthe cited registration.

The Exam ning Attorney also found that the goods and
services are “highly related.” Exam ning Attorney’s Br. at
9. As evidence of this rel atedness, the Exam ning Attorney
made of record numerous copies of registrations for the
pur pose of show ng that “one mark [was] used for both the

goods of conputer software/ conputer prograns and the
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Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

servi ces of devel opnent and/or consulting of conputer
software.” Office Action dated Decenber 6, 2000, p. 3 n.1.
The Exam ning Attorney concluded that there would be a

i keli hood of confusion.

On the other hand, applicant argues that “there are no
visual or aural simlarities whatsoever between the marks,
and the conmercial inpression engendered by each mark is
substantially different.” Applicant’s Br. at 5. Applicant
al so mai ntains that the Exam ning Attorney “is straining to
create a relationship between the Registrant’s services and
Applicant’s goods, while the record (and comobn sense)
dictate otherwise.” Applicant’s Br. at 7. Applicant
concludes that its services “sinply do not nove in the sane
channel s of trade as Applicant’s goods, and they are not
offered or sold to the sanme classes of purchasers,” and it
submits that the refusal should be reversed. Applicant’s
Br. at 11.

After considering the records and the argunments of the
applicant and the Exam ning Attorney, the Exam ning
Attorney’s refusals to register applicant’s nmarks for the
i dentified goods because they would be likely to cause
confusion with registrant’s nmark for its services are

af firned.
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