To: ZAIKOWSKI, RICHARD (richzaik@gmail.com)

Subject: U.S. Trademark Application Serial No. 87554778 - TRUMPINOCCHIO - N/A
Sent: August 01, 2020 11:39:12 AM
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Correspondence
Address:
RICHARD
ZAIKOWSKI
60-14 56TH
AVENUE, APT 2
RGT

QUEENS, NY
11378

Applicant:
ZAKOWSKI,
RICHARD

Refer ence/Docket
No. N/A

Correspondence
Email Address:

richzajk@gmail.com

FINAL OFFICE ACTION
Issuedate: August 01, 2020
THISISA FINAL ACTION.

On November 19, 2019, the Trademark Trial and Appeal Board (Board) suspended applicant’s appeal and remanded the application to the
trademark examining attorney for further examination. Subsequently, the trademark examining attorney issued a new non-final Office action on
December 19, 2019, refusing registration pursuant to Trademark Act Section 2(a) because the applied-for mark consists of or includes matter
which may falsely suggest a connection with Donald Trump, requesting information regarding the relationship between the applicant and
President Trump, and maintaining all the issuesin the final Office action. On June 26, 2018, applicant filed a response addressing the Section
2(a) refusal and the issuesin the final Office action.

The trademark examining attorney has carefully reviewed applicant’s most recent response. In the response, applicant addresses the new refusal
by stating that consumers would understand the applied-for mark as a“portmanteau,” aword formed by blending the meaning of two different
terms to create a new identity and thus would not associate applicant’s goods with Donald Trump. However, this does not resolve the new issue
because applicant (1) has submitted no evidence in support of its assertions in this regard and, as such, its arguments amount to little more than
unsubstantiated rhetoric, and (2) has not responded to the request for information regarding the relationship between the applicant and Donald
Trump. Applicant has only cited dictionary definitions for “trump” and “Pinocchio” with no citation attached.  Applicant’ sinternet materials
have not been properly made of record and are objected to. Although applicant has discussed the contents of webpages as evidence against the
refusal, applicant provided only the names of the websites, which is not sufficient to introduce the underlying webpages into the record. Inre
Olin, 124 USPQ2d 1327, 1331 n.15 (TTAB 2017) (citing In re Powermat Inc., 105 USPQ2d 1789, 1791 (TTAB 2013); In re HSB Solomon
Assocs,, LLC, 102 USPQ2d 1269, 1274 (TTAB 2012)); TBMP §1208.03; TMEP §710.01(b).

To properly introduce Internet evidence into the record, an applicant must provide (1) an image file or printout of the downloaded webpage, (2)
the date the evidence was downloaded or accessed, and (3) the complete URL address of the webpage. Seelnrel-Coat Co., LLC, 126 USPQ2d
1730, 1733 (TTAB 2018); TBMP §1208.03; TMEP §710.01(b). Accordingly, the underlying webpages associated with the web addresses and/or
links will not be considered.

Applicant’s argument is analogous to the parody defense concerning Section 2(d) Likelihood of Confusion Refusals. The fact that amark is
intended to be a parody of another trademark is not, by itself, sufficient to overcome alikelihood of confusion refusal, because "[t]here are
confusing parodies and non-confusing parodies.” J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, 831.153 (4th ed.
2010); see also Nike, Inc. v. Maher, 100 USPQ2d 1018, 1023 (TTAB 2011) ("[P]arody is not a defense if the marks would otherwise be
considered confusingly similar."). "A true parody actually decreases the likelihood of confusion because the effect of the parody isto create a
distinction in the viewer’s mind between the actual product and the joke." Mutual of Omaha Ins. Co. v. Novak, 648 F. Supp. 905, 910, 231
USPQ 963, 965 (D. Neb. 1986), aff'd, 836 F.2d 397, 5 USPQ2d 1314 (8th Cir. 1987). Thus, "[w]hile a parody must call to mind the actual
product to be successful, the same success also necessarily distinguishes the parody from the actual product.” TMEP81207.01(b)(x).



Applicant’s contentions regarding its First Amendment rights are unpersuasive. Indeed, neither the statute nor the case law carves out a“First
Amendment” exception to the right of privacy and publicity. Moreover, applicant has not submitted any legal basis for its assertionsin this
regard.

Applicant additionally argues that Sections 2(a) and 2(c) of the Trademark Act violate the Free Speech Clause of the First Amendment. The
Trademark Trial and Appea Board is an administrative tribunal, not an Article 111 court, and is empowered to determine only the right to register
amark. TBMP 8102.01. As such, the Board has no authority to declare provisions of the Trademark Act unconstitutional. Inre District of
Columbia, 101 USPQ2d 1588, 1602 (TTAB 2012) (no authority to declare provisions of the Trademark Act unconstitutional), aff' d sub nom. In
re City of Houston, 731 F.3d 1326, 108 USPQ2d 1226 (Fed. Cir. 2013); Blackhorse v. Pro-Football Inc., 98 USPQ2d 1633, 1638 (TTAB 2011)
(no authority to rule on the constitutionality of the Trademark Act on its face or as applied); Harjo v. Pro-Football, Inc., 50 USPQ2d 1705, 1710
(TTAB 1999) (no authority to declare provisions of the Trademark Act unconstitutional no to determine whether Trademark Act 2(a) is
overbroad or vague), rev'd on other grounds, 284 F. Supp. 96, 68 USPQ2d 1225 (D.D.C. 2003).

In the present case, the evidentiary record aptly demonstrates the fame of President Trump and the wide variety of goods in the marketplace that
bear the TRUMP mark:

Donald Trump Campaign Website

Apparel: https://shop.donal djtrump.com/collections/apparel

Buttons, Flags & Megaphones: https:.//shop.donal djtrump.com/collections/rally

Buttons, Signs & Stickers: https.//shop.donal djtrump.com/collections/rally ?page=2

Hat — Make America Great Again: https://shop.donal djtrump.com/collections/headwear

Mugs, Coin, Medal, Leash, Cup, Pin, Ornament: https://shop.donal djtrump.com/collections/gifts

Swimsuits, Towels, Coolers, Hats, Pint Glass, Sweatband, Sunglass Holder: https://shop.donal djtrump.com/coll ections/summer

Trump Home Collection
Home Caollection: https://trumphomecollection.com/

Trump Store

Chargers, Umbrella, Bags, Luggage & Tumblers: https.//www.trumpstore.com/collectiong/gifts-travel

Glasses, Cups & Mugs: https://www.trumpstore.com/coll ections/gifts-home

Hats: https.//www.trumpstore.com/coll ections/trump-headwear

Pet Accessories: https.//www.trumpstore.com/collections/gifts-pets

Playing Cards, Stuffed Animals, Coin Banks, Key Chains, Chargers, Medallions, Golf Ball Canisters, Luggage Tags:
https://www.trumpstore.com/coll ections/qifts-collectibles

Spa Products and Robes: https://www.trumpstore.com/collections/home

Trump Winery
Wine, Glassware, Apparel, Picnic Bag, Champagne Stopper, & Wine Boxes: http://trumpwinery.orderport.net/merchandise/Gifts

Here, the evidence of record establishes the fame of Donald Trump and shows that consumers are well accustomed to seeing the TRUMP mark
used on awide variety of goodsin the marketplace. Accordingly, upon encountering the applied-for mark used in connection with the subject
goods, consumers would be misled into making a false connection of sponsorship, approval or support with President Trump. See, e.g., Inre
Nieves & NievesLLC, 113 USPQ2d 1639, 1647-48 (TTAB 2015) (holding ROY AL KATE used with applicant’s consumer products, including
fashion products, suggested a connection with Kate Middleton would be inferred because evidence showed that Kate Middleton, by virtue of
being the wife of Prince William of the British Royal family, has become a celebrity and fashion trend-setter the media reports on, including the
clothes she wears, what she does, and what she buys).

For all of the foregoing reasons, and those submitted in the previous Office actions (incorporated herein by reference), all four of the relevant
factorsweigh in favor of finding that the applied-for mark consists of or includes matter which may falsely suggest a connection with Donald
Trump, President of the United States. Accordingly, the refusal pursuant to Trademark Act Section 2(a) is maintained and now made FINAL.

In addition, applicant’ s response does not resolve the other issuesin final status because applicant has merely provided arguments and analysis
that were raised previously. Therefore, all issuesraised in the final Office action that issued on October 16, 2017 remain outstanding.

Because applicant’s response does not resolve all outstanding refusals and/or requirements nor otherwise put the application in condition for
publication or registration, the trademark examining attorney is holding all issues final, including the Section 2(a) refusal and request for
information raised in the previous Office action dated March 30, 2018. See 37 C.F.R. 882.63(b), 2.142(d); TMEP 8§715.04(b).

Thefollowing issues arein fina status:


https://shop.donaldjtrump.com/collections/apparel
https://shop.donaldjtrump.com/collections/rally
https://shop.donaldjtrump.com/collections/rally?page=2
https://shop.donaldjtrump.com/collections/headwear
https://shop.donaldjtrump.com/collections/gifts
https://shop.donaldjtrump.com/collections/summer
https://trumphomecollection.com/
https://www.trumpstore.com/collections/gifts-travel
https://www.trumpstore.com/collections/gifts-home
https://www.trumpstore.com/collections/trump-headwear
https://www.trumpstore.com/collections/gifts-pets
https://www.trumpstore.com/collections/gifts-collectibles
http://trumpwinery.orderport.net/merchandise/Gifts

o Section 2(a) refusal — False Suggestion of an Association
o Section 2(c) refusal — Name Identifying a Particular Living Individual
¢ Request for Information Regarding Relationship between Applicant and Donald Trump

The Board has been notified to resume the appeal. See TMEP §715.04(b).

How torespond. Click tofileareguest for reconsideration of thisfinal Office action that fully resolves al outstanding requirements and
refusals and/or click tofile atimely appeal to the Trademark Trial and Appeal Board (TTAB) with the required filing fee(s).

/Kapil K. Bhanot/
Examining Attorney
Law Office 108
571.270.1516
Kapil.Bhanot@uspto.gov

RESPONSE GUIDANCE
e Missing the response deadline to this letter will cause the application to abandon. A response or notice of appeal must be received by
the USPTO before midnight Eastern Time of the last day of the response period. TEAS and ESTTA maintenance or unforeseen
circumstances could affect an applicant’ s ability to timely respond.

o Responses signed by an unauthorized party are not accepted and can cause the application to abandon. If applicant does not have an
attorney, the response must be signed by the individual applicant, al joint applicants, or someone with legal authority to bind a juristic
applicant. If applicant has an attorney, the response must be signed by the attorney.

o If needed, find contact information for the supervisor of the office or unit listed in the signature block.



http://teas.uspto.gov/office/rfr/
http://estta.uspto.gov/
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information
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MAGA Mama Tee Asian Pacific Americans for Trump Tee | HEART Trump Tee
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Shipping & Retums Terms and Conditions

By providing your phone numbar, you ars consanting to rae cluding autodialed and automated calls and taxts, o that numbar from sach of the participating

committees in the Trump Make America Great Azain Committee, Donald J. Trump for President Inc. and the Republican National Committee. Msg & data rates may apply. Participating
Commillns’ lursms & condil vacy pulivies apply. bilp /88022 iafo.com (DITE), bitp. 0-iafir.comm (RNC)

Copyright © 2020, Trump Make America Great Again Committee.
Paid for by Trump Make Amcrica Great Again Committec, a joint fandraising committee authorized by and compescd of Denald J. Tramp for President, Inc. and the

Republican National Committee.
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Asian Pacific Americans for Trump | HEART Trump Straws - Pack of 10 Workers for Trump Hard Hat Decals -
Buttons - Set of 2 $15.00 Pack of 10
$5.00 $10.00
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Policy Shipping & Refurns Terms and Condiions

By providing your phone aumber, you are ct ive calls mnd SMS/MM ges, including autodizled and automated calls and texts, to that number from each of the participating
committees in the Trump Make America Great Azain Committee, Donald J. Trump for President Inc. and the Republican National Commitiee. Msg & data rates may apply. Participating

committees’ terms & conditions/pr olicies apply: hitp://88013-info.com (DITE); hitp://80810-info_com (RNC).

Copyright € 2020, Trump Make America Great Again Committee.

Taid for by Trump Make America Great Again Committee, a joint fondr: mittee authorized by and composed of Donald J. Trump for President, Inc. and the

Republican National Committee.
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