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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Netpay Plus+, Inc.

Granted to Date 07/22/2012

of previous

extension

Address 2600 Foothill Boulevard, Suite 208

Glendale, CA 91214
UNITED STATES

Attorney Belinda K. Orem

information Paul Hastings LLP

515 South Flower Street Twenty-Fifth Floor

Los Angeles, CA 90071

UNITED STATES

belindaorem@paulhastings.com, joelhernandez@paulhastings.com
Phone:213-683-6202

Applicant Information

Application No 85241921 Publication date 01/24/2012
Opposition Filing 07/20/2012 Opposition 07/22/2012
Date Period Ends

Applicant Netpay Payroll Inc.

suite 601 367 Van Ness Way,
Torrance, CA 91803
UNITED STATES

Goods/Services Affected by Opposition

Class 035.

All goods and services in the class are opposed, namely: Accounting services; Administrative
accounting; Employee administration services; Employee relations information services; Human
resources consultancy; Insurance lead collection and matching services, namely, matching consumer
requests for insurance policy quotes collected over the internet to pre-qualified insurance brokers,
agents and agencies interested in those requests; Promotion of financial and insurance services, on
behalf of third parties

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Application/ NONE Application Date NONE
Registration No.

Registration Date NONE



http://estta.uspto.gov

Word Mark NETPAY

Goods/Services Marketing and providing a variety of employment and human
resources services, including without limitation, employee leasing,
human resources management outsourcing, employee administration
services, employee health and benefits administration, workers'
compensation administration, payroll and tax services, accounting,
bookkeeping services, and collection of third party quotations and
evaluation of quotes - including without limitation for health (medical,
dental, vision) insurance, general liability insurance, life insurance,
errors and omission policies, and workers' compensation insurance -
provided by vendors for recommendation to clients

U.S. Application/ NONE Application Date NONE
Registration No.

Registration Date NONE

Word Mark NETPAY PLUS+

Goods/Services Marketing and providing a variety of employment and human

resources services, including without limitation, employee leasing,
human resources management outsourcing, employee administration
services, employee health and benefits administration, workers'
compensation administration, payroll and tax services, accounting,
bookkeeping services, and collection of third party quotations and
evaluation of quotes - including without limitation for health (medical,
dental, vision) insurance, general liability insurance, life insurance,
errors and omission policies, and workers' compensation insurance -
provided by vendors for recommendation to clients

Attachments Notice of Opposition - NETPAY.pdf ( 5 pages )(172571 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Belinda K. Orem/
Name Belinda K. Orem
Date 07/20/2012




IN THE UNIIED STATES PATENT AND TR.ADEMARK OFFICEE
BEFORE THE TRADEMARI TRIAT AND APPEAL BOARD

In the Matter of Application Serial No. 85/241,921
Published in the Official Gazcette on January 24, 2012
Matk: NETPAY A

NETPAY PLUS+, INC.,
Opposer,
V. ‘ Opposition No.
NETPAY PAYROLL, INC, |

Applicant.

NOTICE OF OPPOSITION

NetPay Plust, Inc. (“Netpay Plus+” or “Opposer”) believes that it will bé damaged -
by registration of the mark NETPAY. by Applicant Netpa}r Paytoll, Tnc. (“Applicant”) for |
“Accounting services; Administrative accounting; Employee administra.tion service;; Employce
telétions information services; Human resources consultancy; Insurancé lead collection and
matching services, namely, matching consumer réquests for insurance policy quotes collected over
the iﬁtetnct to pre<qualified insurance btokets,'agent.s and agendes interested in those requests;
Promotion of financial and insutance services, on behalf of third parties” in Intemationai Class 35as
shown in Application Serial No. 85/241,921, and heteby opposes same on the following grounds:

| 1. | Netpay Plus+ is a Califotnia § éorporatioxi with a principal plgce of business at Suite
- 208, 2600 Foothill Boulevard, Glendale, California 91214-4579.
| 2. Netpay Plus+ is a proféssional employer organization thaf is now and fot mﬁny years

has been engaged in the business of marketing and providing a variety of employment and human

TEGAL US W # 721893531



tesoutces sexrvices, including without limitation, employee leasing, huﬁan resources management
outsourcing, employee admin.isﬁaﬁon scrvices, e.mployee health and benefits ﬁdmjnisttédon,
workets’ compensﬁﬁon administration, payro]l_ahd téx services, accounting, bookkeeping services,
and collection of third patty quotations and evaluation of quotes —including without limitation fot
health (medical, dental, vision) insurance, general liability insurance, life insurance, errots and
omnission po]i;ies, and workets” compensation insurance — provided ﬁy vendors for reco-ﬁmcndation
to clents (&1& “Netpay Plus+ Services”). Netpéy Plus+ conducts business throughout the State of
California and other states. 7 |

3. Netpay Plus+ is the owner of common law fights in the NETPAY and NETPAY
PLUSH service martks (co]lact'ﬁr:ly, the “NETPAY Marks™) in connection with the Netpay Plus+
Services.

4. Netpay Plus+’s rights in the NETPAY Matké predate and are supetior to any
ptiority dafc that may properlﬁr be asserted By Applicant with IespeL;t,to the subjc;:t intent-to-use
app].icaﬁon. | |

5.- Netpay Plus+, including its related ﬁompanies and predecessors-in-interest, has used |
the NETPAY Marks in the United States at least as eatly z;s 1996, long ptiot to the February 14,

2011 filing date of the subject intent-to-use application.l

6. For sixteen years, Netbay P1u§+, including its related companies and ptedecessbrs-lin—
interest, continuously has used and currently is using the NETPAY Marks in the United States in
(l:onnﬁctioﬁ with providing, selling, advertising, aﬁd promoting the Netpay Plus+ Services.

7. Netpay Plus+ has excrcised gieat care, skill, and di]jge-nce in providing high quality
employment and human re#outces services, and other related services in connection Wi‘th its

NETPAY Marks.
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8. | Netpay Plus+ has expeﬁded considerable time, effort, and resources, to develop,
advertise, maﬂ;et, sell and othetwise promote its setvices under its NETPAY Marks ovet many
years. As a tesult, Netpay Plus+ has developed substantial consumet tecognition and val@ble
good\#ﬂl in its NETPAY Marks, and consumers have come to recognize the services offered in
connéctipn with the NETPAY Marks as originating only with Opposer, and its tclated comﬁ:aﬂies
and ptedeces.sors in mrerest.

9. On informa tion and belief, Applicant is a California limited ]iabi]ity. compa.nir with a

~ ptincipal place of business at Suite 601, 367 Van Ness Wéy, Torrance, California 91803,

10.  On February 14, 2011, Applicant filed the intenﬁto—usé application at issue herein,
Selfial No. 85/241,921, seeking to register the mark NETPAY for “Aécounting setvices;
Administrative accounting; Employee administration services; Employee relations hl.fomaﬁon
services; Hutnan resources consultancy; ingurance lead collection and ma{chmg services, namcly,
match;iﬁg consmﬁer requests for insuraﬁce po].icy quotes collected over the internet to pre-qualified
insurance brokers, agents and ageﬁcies ‘i_nterested in those requests; Promotion of financial and
inslutancc services, on behalf of third parﬁeé” in Intetnational Class 35 (“Applicant’s Mark”).

11. The services identified in .the subject application ate the same as or closely related ;co
the Netpay Plﬁs-I- Services provided by Opposet. under its NETPAY Marks.

12, Applicant’s Matk so reserﬁbles Opposer’ $ NETPAY Marks and ﬁﬁde name as to be
likely, when applied to Applicant’s services, to cause co.nfusion or mistake ot to deceive as to source,
affiliation, connection, ot association with, or approval, endorsement, or sponsorship by, Netpay

' Plus+. As such, Applicant’s Mark is not entitled to tegistration pursuant to 15 U.S.C. § 1052(d;.
13. For the foregoing reasons, Netpay Plus+ believes it will be damaged by the
registration of the mark NETPAY shown in Application Setial No. 85/241,921 for the services

identified therein.
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14. = Netpay Phis+ requested and received extensions of time to oppose,_ to and including

July 22, 2012

15. This Opposition is timely filed and accompanied with a filing fee of $300.00.

16. WHEREFORE, Netpay Plus+ requests that the registration sought by Applicant be

refused, that the Notice of Op?osition he sustained, and that the Trademark Trial and Appeal Board |

grant such other relief as it deems just and proper.

Dated:  July 20, 2012 Respectfully submitted,

PAUT, HASTINGS LLP

ey
By:/ Z?@f@dé %ﬁﬂ
" Belinda K. Orem
515 South Flower St.
Twenty-Fifth Floor
Los Angeles, CA 90071
213-683-6202
belindaorem@paulhastings.com
Attorneys for Opposer
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CERTIFICATE OF SERVICE

I hereby certify that on July 20, 2012, a true and comlilete copy of the forégoing NOTICE

OF OPPOSITION has been served on Applicant by mailing said copy, via U.S. Mail to:

J. Curtis Edmondson
J. Curtis Edmondson Attorney at Law
15490 NW Oak Hills Dr.
Beaverton OR 97006
Phone Number: (503) 336-3749

e LIS

e Edith R. Lopez ‘ g
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