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I. INTRODUCTION 

To attack the distinctiveness and strength of the CAT mark1, Tigercat relies upon three distinguishable third-

party registrations, which cannot diminish the fame of the seventy-year-old CAT word and logo mark with billions in 

sales and advertising, widespread recognition that it is one of the strongest brands in the world in the relevant market 

and among the general public, and Board and federal court decisions finding the mark to be famous based on less 

evidence than has been submitted in this case. Tigercat contorts the standards for analyzing the relatedness of the 

parties’ goods and trade channels, while ignoring the clear overlap in Caterpillar’s registrations and the TIGERCAT 

Application, marketplace uses, and trade channels. Tigercat’s urging of the Board to downplay the marks’ shared 

dominant element, CAT, and focus on the “TIGER” (which conveys the same meaning—a type of cat) does little to 

deemphasize that the parties’ marks are highly similar. And Tigercat’s prior registration defense—which should have 

been pled almost 10 years ago in Tigercat’s Answer (4 TTABVUE) or at many points before submitting Tigercat’s 

trial brief—fails because Tigercat falls far short of its burden to establish that Caterpillar implicitly consented to this 

defense.2  It was not Caterpillar’s obligation to flag or object to the deficiencies in Tigercat’s case and it raised 

objections to this defense and supporting testimonial evidence in a timely manner.  

II. CATERPILLAR HAS ESTABLISHED A LIKELIHOOD OF CONFUSION 

 

A. Factor Five - Tigercat’s Attempts to Undercut Caterpillar’s Fame Evidence Fail  

1. Caterpillar Has Proven Fame in the Relevant Market 

To assess fame for likelihood-of-confusion purposes, the correct standard is to evaluate a mark’s fame within 

the relevant market. Joseph Phelps Vineyards, LLC v. Fairmont Holdings, LLC, 857 F.3d 1323, 122 USPQ2d 1733, 1735 

(Fed. Cir. 2017) (citing Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 1375, 73 

USPQ2d 1689, 1694 (Fed. Cir. 2005)) (“Fame for confusion purposes arises as long as a significant portion of the 

relevant consuming public . . . recognizes the mark as a source indicator,” and “a mark’s renown within a specific 

product market is the proper standard.”). The “relevant market” consists of purchasers of Opposer’s asserted goods 

and services. Palm Bay Imps., Inc., 396 F.3d at 1375, 73 USPQ2d at 1694.  

 
1 While Caterpillar asserted its distinct CATERPILLAR and CAT marks and corresponding registrations in the 

Notice of Opposition (1 TTABVUE), its trial briefs focus only on the CAT marks.     
2 Tigercat does not contest that Caterpillar’s has a statutory cause of action and priority over Tigercat’s 
Application.  Caterpillar’s response to Tigercat’s evidentiary objections is attached as Appendix A. Even if the 
Board were to sustain Tigercat’s objections, the testimony and evidence on fame to which Tigercat has not 
objected is overwhelming and establishes beyond a doubt that the CAT mark is strong and famous. 
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