
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA1103943

Filing date: 12/23/2020

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name New Prime, Inc., d/b/a Prime Inc.

Granted to Date
of previous ex-
tension

12/23/2020

Address 2740 NORTH MAYFAIR AVENUE
SPRINGFIELD, MO 65803
UNITED STATES

Attorney informa-
tion

AMY BROZENIC
LATHROP GPM LLP
10851 MASTIN BOULEVARD
BUILDING 82, SUITE 1000
OVERLAND PARK, KS 66210-1669
UNITED STATES
Primary Email: internalip@lathropgpm.com
Secondary Email(s): timothy.hadachek@lathropgpm.com, trav-
is.mccallon@lathropgpm.com, luke.meriwether@lathropgpm.com,
amy.brozenic@lathropgpm.com, maggie.jiles@lathropgpm.com,
terry.mueller@lathropgpm.com, eric.sidler@lathropgpm.com
913-451-5100

Docket Number 588217

Applicant Information

Application No. 88671191 Publication date 08/25/2020

Opposition Filing
Date

12/23/2020 Opposition Peri-
od Ends

12/23/2020

Applicant Amazon Technologies, Inc.
410 TERRY AVE N
SEATTLE, WA 98109
UNITED STATES

Goods/Services Affected by Opposition

Class 039. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Transport of goods; Shipping, delivery,and
storage of goods; Goods warehousing; Merchandise packaging for others; Courier services; Coordin-
ating transportation, shipping, and delivery services of parcel containers and goods of others; Provid-
ing transportation, shipping, and delivery information; providing transportation, shipping, and delivery
consultancy and advisory services; vehicle rental; truck rental

Applicant Information

http://estta.uspto.gov


Application No. 88671197 Publication date 08/25/2020

Opposition Filing
Date

12/23/2020 Opposition Peri-
od Ends

Applicant Amazon Technologies, Inc.
410 TERRY AVE N
SEATTLE, WA 98109
UNITED STATES

Goods/Services Affected by Opposition

Class 039. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Transport of goods; Shipping, delivery,and
storage of goods; Goods warehousing; Merchandise packaging for others; Courier services; Coordin-
ating transportation, shipping, and delivery services of parcel containers and goods of others; Provid-
ing transportation, shipping, and delivery information; providing transportation, shipping, and delivery
consultancy and advisory services; vehicle rental; truck rental

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

No bona fide intent to use mark in commerce for
identified goods or services

Trademark Act Section 1(b), 44(e) or 66(a)

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Trademark Act Section 2(a)

Marks Cited by Opposer as Basis for Opposition

U.S. Application
No.

85497826 Application Date 12/16/2011

Registration Date NONE Foreign Priority
Date

NONE

Word Mark PRIME INC.

Design Mark

Description of
Mark

The mark consists of stylized outliningof the word "PRIME" in capital letters and
the word "inc." in lower case letters.

Goods/Services Class 039. First use: First Use: 1980/01/30 First Use In Commerce: 1980/01/30

Transportation services by truck

U.S. Application
No.

87575242 Application Date 08/18/2017

Registration Date NONE Foreign Priority
Date

NONE

Word Mark PRIME INC.

Design Mark

Description of
Mark

NONE

Goods/Services Class 039. First use: First Use: 1980/01/30 First Use In Commerce: 1980/01/30

Transportation services by truck

Attachments 2020-12-23 New Prime Ntc of Opp_BUSINESS PRIME.pdf(160608 bytes )



Ex A_Final_Ps 01-18.pdf(2417370 bytes )
Ex A_Final_Ps 19-34.pdf(4656759 bytes )
Ex A_Final_Ps 35-46.pdf(2892920 bytes )
Ex B.pdf(1225486 bytes )
Ex C.pdf(24579 bytes )
Ex Dr.pdf(1571260 bytes )
Ex E1_1-40.pdf(2235864 bytes )
Ex E2r_41-50.pdf(461911 bytes )
Ex E3_51-60.pdf(4372587 bytes )
Ex E4_61-103.pdf(3877652 bytes )
Ex F.pdf(16965 bytes )
Ex G.pdf(15092 bytes )
Ex H_88671191.pdf(2373677 bytes )
Ex I_88671197.pdf(2373679 bytes )

Signature /Amy Brozenic/

Name AMY BROZENIC

Date 12/23/2020



1 
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In Re:  Application Serial No. 88/671,191 
For the Mark: BUSINESS PRIME (Standard Character Mark) 
Filed: October 28, 2019 
Published in the Official Gazette:  August 25, 2020 
 
In Re:  Application Serial No. 88/671,197 

For the Mark:  
Filed:  October 28, 2019 
Published in the Official Gazette:  August 25, 2020 
 
 
 
NEW PRIME, INC.,  
 
  Opposer, 
 
 v. 
 
AMAZON TECHNOLOGIES, INC.,   
 
  Applicant. 
       

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
 

 
 
 
 
 
Opposition No.  
 
 
  

NOTICE OF OPPOSITION 

 New Prime, Inc., d/b/a Prime Inc., a corporation organized and existing under the laws of 

the State of Nebraska, with its principal place of business located at 2740 North Mayfair Avenue, 

Springfield, Missouri 65803 (“Opposer”), believes that it will be damaged by the registration of 

the marks shown in Application Serial Nos. 88/671,191 and 88/671,197 (referred to collectively 

as the “Accused Marks”) and hereby opposes the same.  As grounds for its Opposition, Opposer 

alleges as follows: 
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Opposer’s PRIME INC. Marks 

1. Opposer is a leading transportation company founded in 1970 that provides 

refrigerated, flatbed, tanker, and intermodal transportation, trucking, and shipping services 

throughout the United States and internationally. 

2. Opposer currently has more than 14,500 remotely-monitored, temperature-

controlled trailers in service throughout the United States and internationally and projects growth 

of at least 1,500 to 3,000 additional trailers per year. 

3. Opposer is one of the largest and most successful freight carriers in the United 

States.  Opposer distributes and provides its transportation, trucking, and shipping services in all 

48 contiguous U.S. states, as well as in Canada and Mexico, through its network of approximately 

7,000 trucks and more than 14,500 trailers operated by thousands of drivers. 

4. Since at least as early as January 30, 1980, Opposer has continuously used the mark 

PRIME INC.—in both standard characters and stylized lettering—throughout the United States 

and internationally in connection with its transportation, trucking, and shipping services (the 

“PRIME INC. Marks”).   

5. Since at least as early as January 1, 1990, Opposer has continuously used the 

PRIME INC. Marks in commerce throughout all 48 contiguous U.S. states, as well as in Canada 

and Mexico. 

6. Opposer prominently displays the PRIME INC. Marks, for example, on its website, 

on various social media platforms, in written advertisements and promotional materials, and on 

each of its approximately 7,000 trucks and more than 14,500 trailers operated throughout all 48 

contiguous U.S. states, as well as in Canada and Mexico.  Representative specimens of Opposer’s 

use of the PRIME INC. Marks in commerce are attached collectively as Exhibit A. 
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7. Opposer has extensively marketed, advertised, and promoted its transportation, 

trucking, and shipping services under the PRIME INC. Marks throughout the United States and 

internationally.     

8. Every year since at least 2009, Opposer’s trucks have traveled over 500 million 

miles throughout all 48 contiguous U.S. states.  Every year since at least 2015, Opposer’s trucks 

and trailers have traveled over 700 million miles throughout all 48 contiguous U.S. states.  These 

trucks and trailers operate not only as vessels to transport goods, but also as traveling “billboards” 

for Opposer and its services—billboards prominently and conspicuously placed before the eyes of 

drivers and passengers on interstates, highways, and roads throughout all 48 contiguous U.S. states 

every single day for at least the last 30 years.  

9. In addition to advertising its services through the display of the PRIME INC. Marks 

on its thousands of trucks and trailers traveling throughout all 48 contiguous U.S. states, Opposer 

also advertises its services through direct consultation and solicitation by its network of sales 

representatives throughout the United States, Canada, and Mexico.  

10. Opposer also uses more traditional methods of advertising, including print media 

(e.g., Opposer’s Prime Ways magazine) and other written advertisements and promotional 

materials disseminated to consumers and the general public throughout the United States for at 

least the last forty years.  

11. In addition, Opposer has prominently displayed the PRIME INC. Marks on its 

website since at least 1996, and on various social media platforms (including Facebook, Instagram, 

Twitter, YouTube, and LinkedIn) since at least 2011.  Opposer has also advertised its services 

under the PRIME INC. Marks via the nationwide sale of branded apparel and accessories through 

its online store located at www.primeincstore.com since at least 2012. 
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12. Every year since at least 2013, and in addition to its ubiquitous advertising on its 

trucks and trailers, Opposer has spent multiple millions of dollars on U.S. advertising to promote 

its services. 

13. Opposer’s annual revenue on sales of goods and/or services offered under the 

PRIME INC. marks is in the billions of dollars, and has been for each year since at least 2011.  

14. Opposer employs more than 8,500 drivers nationwide. 

15. Opposer has operated a network of more than 4,500 trucks and more than 7,000 

trailers throughout all 48 contiguous U.S. states every year since at least 2011.  

16. Opposer has operated facilities throughout the United States, including in 

Springfield, Missouri; Pittston, Pennsylvania; Salt Lake City, Utah; Denver, Colorado; Laredo, 

Texas; Sherwood, Oregon; Oxnard, California; Auburndale, Florida; Miami, Florida; Pierson, 

Florida; Reed City, Michigan; Lewiston, Maine; Olney, Illinois; Decatur, Indiana; Port 

Wentworth, Georgia; Bellingham, Washington; and Duke, Oklahoma. 

17. The PRIME INC. Marks are arbitrary in that their dominant component—the word 

“prime”—has a meaning that has no direct relation to Opposer’s services.  Thus, the PRIME INC. 

Marks are inherently distinctive identifiers of Opposer and its services.  

18. At the very least, as a result of Opposer’s continuous use of the PRIME INC. Marks 

in connection with its transportation, trucking, and shipping services throughout the United States 

and internationally for more than forty years, the PRIME INC. Marks have acquired secondary 

meaning as distinctive identifiers of Opposer and its services. 

19. As a result of Opposer’s extensive and continuous use and promotion of the PRIME 

INC. Marks in connection with its transportation, trucking, and shipping services throughout the 

United States and internationally for more than four decades, the PRIME INC. Marks have become 
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well and favorably known, and famous, to consumers and the general public throughout the United 

States as associated with Opposer, its services, and its widespread recognition and reputation as a 

leader in the transportation, trucking, and shipping industry.  Opposer therefore has established 

substantial and valuable goodwill in the PRIME INC. Marks, which have become valuable assets 

of Opposer. 

20. For all of the foregoing reasons, Opposer has established significant common law 

rights throughout the United States in the PRIME INC. Marks. 

21. On December 16, 2011, Opposer filed Application Serial No. 85/497,826 for the 

stylized PRIME INC. Mark, depicted below, covering “[t]ransportation services by truck” in Class 

39 based on first use anywhere and first use in interstate commerce as early as January 30, 1980: 

 

22. The USPTO examining attorney assigned to Application Serial No. 85/497,826 

refused to register the stylized PRIME INC. Mark, citing Applicant Amazon Technologies, Inc.’s 

(“Applicant”) U.S. Registration No. 3,234,643 for the standard character mark PRIME covering, 

inter alia, an “[e]xpedited shipping service for others” in Class 39, and finding a likelihood of 

confusion as between these two marks based on the presumptive overlap in services offered in 

connection with the marks and the “identical” nature of the dominant component of the marks.  

Copies of the examining attorney’s Office Actions dated March 31, 2012, October 29, 2012, and 

May 23, 2013, are attached as Exhibits B, C, and D, respectively. 

23. Application Serial No. 85/497,826 abandoned on April 2, 2014. 
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24. On August 18, 2017, Opposer filed Application Serial No. 87/575,242 for the 

standard character PRIME INC. Mark covering “[t]ransportation services by truck” in Class 39 

based on first use anywhere and first use in interstate commerce as early as January 30, 1980. 

25. In an Office Action dated October 31, 2017, the USPTO examining attorney 

assigned to Application Serial No. 87/575,242 cited, inter alia, certain applications owned by 

Applicant that were filed before Application Serial No. 87/575,242—including U.S. Application 

Serial Nos. 87/394,793, 87/394,812, 87/177,080, and 87/033,547—as bases for the refusal of 

registration of the standard character PRIME INC. Mark “because of a likelihood of confusion 

with” these PRIME-formative marks.  A copy of this Office Action is attached as Exhibit E. 

26. On January 24, 2018, Opposer filed a Notice of Opposition in the USPTO’s 

Trademark Trial and Appeal Board, Opposition No. 91239114, in which it opposed Applicant’s 

U.S. Application Serial Nos. 87/394,793 and 87/394,812 on the grounds of likelihood of confusion 

under § 2(d) of the Lanham Act, 15 U.S.C. § 1052(d), false suggestion of connection under § 2(a) 

of the Lanham Act, 15 U.S.C. § 1052(a), and no bona fide intent to use under § 1 of the Lanham 

Act, 15 U.S.C. § 1051. 

27. Also on January 24, 2018, Opposer filed a Petition for Cancellation in the USPTO’s 

Trademark Trial and Appeal Board, Cancellation No. 92067774, in which it sought cancellation 

of Applicant’s U.S. Registration No. 3,234,643 on the grounds of fraud under § 14(3) of the 

Lanham Act, 15 U.S.C. § 1064(3), and false suggestion of connection under § 2(a) of the Lanham 

Act, 15 U.S.C. § 1052(a). 

28. On May 22, 2018, the USPTO examining attorney suspended action on U.S. 

Application Serial No. 87/575,242 in view of, inter alia, Opposer’s Opposition No. 91239114.  As 

another basis for suspension, the examining attorney stated that “action on [U.S. Application Serial 
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No. 87/575,242] is suspended until the earlier-filed referenced application(s) [including those 

referenced in paragraph 25 above] is either registered or abandoned.” A copy of the examining 

attorney’s Suspension Notice is attached as Exhibit F. 

29. On December 3, 2018, Opposer filed a Notice of Opposition in the USPTO’s 

Trademark Trial and Appeal Board, Opposition No. 91245113, in which it opposed Amazon 

Technologies’ U.S. Application Serial Nos. 87/033,547 and 87/033,480 on the grounds of 

likelihood of confusion under § 2(d) of the Lanham Act, 15 U.S.C. § 1052(d), false suggestion of 

connection under § 2(a) of the Lanham Act, 15 U.S.C. § 1052(a), and no bona fide intent to use 

under § 1 of the Lanham Act, 15 U.S.C. § 1051. 

30. On February 6, 2019, Opposer filed a Notice of Opposition in the USPTO’s 

Trademark Trial and Appeal Board, Opposition No. 91246273, in which it opposed Amazon 

Technologies’ U.S. Application Serial No. 87/177,080 on the grounds of likelihood of confusion 

under § 2(d) of the Lanham Act, 15 U.S.C. § 1052(d), false suggestion of connection under § 2(a) 

of the Lanham Act, 15 U.S.C. § 1052(a), and no bona fide intent to use under § 1 of the Lanham 

Act, 15 U.S.C. § 1051. 

31. On August 8, 2019, the USPTO examining attorney further suspended action on 

U.S. Application Serial No. 87/575,242 in view of, inter alia, Opposer’s Opposition Nos. 

91239114, 91245113, and 91246273.  A copy of the examining attorney’s Suspension Notice is 

attached as Exhibit G. 

Applicant’s BUSINESS PRIME Marks 

32. On October 28, 2019, Applicant filed Application Serial No. 88/671,191 and 

Application Serial No. 88/671,197 (the “Opposed Applications”) to register the standard character 

mark BUSINESS PRIME and   (the “Accused Marks”), on the 
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Principal Register for the following Class 39 services: “Transport of goods; Shipping, delivery, 

and storage of goods; Goods warehousing; Merchandise packaging for others; Courier services; 

Coordinating transportation, shipping, and delivery services of parcel containers and goods of 

others; Providing transportation, shipping, and delivery information; providing transportation, 

shipping, and delivery consultancy and advisory services; vehicle rental; truck rental.” 

33. Applicant filed the Opposed Applications under § 1(b) of the Lanham Act, 15 

U.S.C. § 1051(b), alleging an intent to use the Accused Marks as trademarks and/or service marks 

in the United States in connection with the Class 39 services recited above. 

34. The USPTO examining attorney assigned to the Opposed Applications, in Office 

Actions dated January 22, 2020, required that Applicant amend its applications to state that “[n]o 

claim is made to the exclusive right to use “BUSINESS” apart from the mark as shown.”  The 

examining attorney determined that the term “business” was unregisterable as not inherently 

distinctive and merely descriptive of Applicant’s services.  Applicant amended the Opposed 

Applications consistent with the examining attorney’s requirement on July 21, 2020.  Thus, 

“prime” is the dominant component of both the Accused Marks and Opposer’s PRIME INC. 

Marks.  Copies of these Office Actions are attached at Exhibits H and I.  

35. The Opposed Applications published on August 25, 2020. 

36. On September 11, 2020, Opposer timely filed a request for a ninety-day extension 

of time to oppose the Opposed Applications.  The Board granted this request the same day, 

extending the opposition deadline to December 23, 2020. 

COUNT I 
Likelihood of Confusion 

 
37. Opposer realleges and incorporates by reference all preceding allegations as though 

set forth in full here. 
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38. Opposer’s use of the PRIME INC. Marks in commerce has priority over and 

precedes Applicant’s use of the Accused Marks. 

39. The Accused Marks so resemble Opposer’s PRIME INC. Marks as to be likely, 

when used in connection with services identical or closely related to the transportation, trucking, 

and shipping services offered by Opposer under the PRIME INC. Marks, to cause consumer 

confusion, mistake, or deception under § 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). 

40. The Accused Marks are identical or substantially similar in appearance, sound, 

meaning, and commercial impression when compared to the PRIME INC. Marks.  The dominant 

component of each of these marks—the word “prime”—is the same.  Indeed, the USPTO 

examining attorney assigned to the Opposed Applications required disclaimers of the word 

“business,” just as the USPTO examining attorneys assigned to Prime Inc.’s Application Serial 

Nos. 85/497,826 and 87/575,242 required disclaimers of the word “inc.” 

41. The Accused Marks are, will be, or could be used by Applicant in connection with 

Class 39 services—including those recited in the Opposed Applications—that are identical or 

closely related to the services offered by Opposer under the PRIME INC. Marks.   

42. Indeed, the Class 39 services recited in the Opposed Applications contain no 

limitation as to their nature, type, channels of trade, or class of purchasers, and so it is presumed 

that these services are, will be, or could be offered by Applicant through the same channels of 

trade and to the same consumers as the services offered by Opposer under the PRIME INC. Marks. 

43. If Applicant is permitted to register the Accused Marks for Class 39 services, 

including those recited in the Opposed Applications, consumer confusion is likely to result due to 

the similarity between the Accused Marks and PRIME INC. Marks and the similarity of the 

services provided by Opposer and Applicant under their respective marks.  Persons familiar with 
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the parties’ services offered under their respective marks would be likely to be confused, mistaken, 

and/or deceived as to whether some affiliation, connection, or association exists between Applicant 

and Opposer, and/or as to the origin, sponsorship, or approval of the parties’ services offered under 

their respective marks, including by erroneously believing that services provided by Applicant 

under the Accused Marks are provided, authorized, or endorsed by or in some manner associated 

with Opposer, and/or that services provided by Opposer under the PRIME INC. Marks are 

provided, authorized, or endorsed by or in some manner associated with Applicant, and/or that 

Opposer is somehow infringing the Accused Marks.  In addition, such persons would likely 

associate any defect, objection, or fault found with Applicant’s Class 39 services offered under the 

Accused Marks with Opposer’s transportation, trucking, and shipping services offered under the 

PRIME INC. Marks.  Such confusion is likely to cause the wrongful appropriation of Opposer’s 

valuable goodwill associated with the PRIME INC. Marks, causing damage and injury to Opposer. 

44. If Applicant is permitted to register the Accused Marks for Class 39 services, 

including those recited in the Opposed Applications, it would thereby obtain at least a prima facie 

exclusive right to use the Accused Marks for this purpose, causing further damage and injury to 

Opposer. 

45. For all of the foregoing reasons, the Opposed Applications should be refused under 

§ 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). 

COUNT II 
False Suggestion of Connection 

 
46. Opposer realleges and incorporates by reference all preceding allegations as though 

set forth in full here. 
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47. Opposer’s name and identity are reflected in and symbolized by the PRIME INC. 

Marks, which Opposer has continuously used in connection with its transportation, trucking, and 

shipping services throughout the United States and internationally for at least 40 years.   

48. The Accused Marks are the same as or a close approximation of Opposer’s name 

and identity reflected in and symbolized by the PRIME INC. Marks.  The dominant component of 

the Accused Marks and PRIME INC. Marks—the word “prime”—is the same, and therefore the 

marks are identical in appearance, sound, meaning, and commercial impression. Indeed, the 

USPTO examining attorney assigned to the Opposed Applications required disclaimers of the 

word “business,” just as the USPTO examining attorneys assigned to Prime Inc.’s Application 

Serial Nos. 85/497,826 and 87/575,242 required disclaimers of the word “inc.” 

49. The Accused Marks, when used in connection with services identical or closely 

related to the transportation, trucking, and shipping services offered by Opposer under the PRIME 

INC. Marks, including the Class 39 services recited in the Opposed Applications, point uniquely 

and unmistakably to Opposer and its services, and is likely to be recognized by consumers as such.  

As a result of Opposer’s continuous use of the PRIME INC. Marks throughout the United States 

and internationally in connection with its transportation, trucking, and shipping services for more 

than 40 years, consumers have come to view the word “prime” as pointing uniquely and 

unmistakably to Opposer when used in connection with services of this type. 

50. Opposer is not connected with Applicant or any of its goods or services, including 

those recited in the Opposed Applications.  Neither Opposer nor Applicant has any ownership 

interest in the other, nor has Opposer ever endorsed or sponsored Applicant or any of its goods or 

services. 
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51. As a result of Opposer’s longstanding reputation as a leader in the transportation, 

trucking, and shipping industry and its continuous use of the PRIME INC. Marks throughout the 

United States and internationally in connection with its business for nearly four decades, Opposer’s 

name and identity, and the PRIME INC. Marks which reflect and symbolize Opposer’s name and 

identity, have become well-known throughout the industry, including among Opposer’s 

competitors and consumers.  Thus, any use by Applicant of the Accused Marks in connection with 

services identical or closely related to the transportation, trucking, and shipping services offered 

by Opposer under the PRIME INC. Marks, including the Class 39 services recited in the Opposed 

Applications, would lead consumers to falsely presume a connection between Opposer and 

Applicant. 

52. Thus, the Accused Marks, as used or intended to be used by Applicant, falsely 

suggest a connection with Opposer and its services. 

53. If Applicant is permitted to register the Accused Marks for Class 39 services, 

including those recited in the Opposed Applications, it would thereby obtain at least a prima facie 

exclusive right to use the Accused Marks for this purpose, causing further damage and injury to 

Opposer. 

54. For all of the foregoing reasons, the Opposed Applications should be refused under 

§ 2(a) of the Lanham Act, 15 U.S.C. § 1052(a). 

COUNT III 
No Bona Fide Intent to Use 

 
55. Opposer realleges and incorporates by reference all preceding allegations as though 

set forth in full here. 

56. For an activity to constitute a separately registrable service under the Lanham Act, 

it must be done primarily for the benefit of others and be qualitatively different from anything 
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necessarily done in connection with the sale of the applicant’s goods or the performance of another 

service.   

57. On information and belief, as of October 28, 2019, the date on which the Opposed 

Applications were filed, Applicant had no bona fide intent to use the Accused Marks in connection 

with Class 39 services to be offered primarily for the benefit of the public at large and separate 

from Applicant’s principal activities of providing retail store or online retail store services and/or 

offering a related loyalty program.  Nor has Applicant had any such bona fide intent at any time 

since that date.   

58. On information and belief, as of October 28, 2019, the date on which the Opposed 

Applications were filed, even if Applicant intended to offer any Class 39 services in connection 

with the Accused Mark, it intended to do so only to support its principal activities of providing 

retail store or online retail store services and/or offering a related loyalty program.  Thus, whatever 

Class 39 services Applicant may have intended to offer in connection with the Accused Marks as 

of the date of the Opposed Applications is mainly for Applicant’s own benefit, not the benefit of 

others.   

59. Further, and relatedly, whatever Class 39 services Applicant may have intended to 

offer in connection with the Accused Marks as of the date of the Opposed Applications are not 

qualitatively different from anything necessarily done in connection with Applicant’s retail store, 

online retail store, and loyalty program services.  At most, the Class 39 services Applicant may 

have intended to offer in connection with the Accused Marks as of the date of the Opposed 

Applications are routine or expected activities to support Applicant’s retail store, online retail 

store, and loyalty program services. 
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60. Thus, whatever Class 39 services Applicant may have intended to offer in 

connection with the Accused Marks as of the date of the Opposed Applications are not separately 

registrable services under the Lanham Act. 

61. Because Applicant had no bona fide intent to use the Accused Marks in connection 

with separately registrable Class 39 services as of the date of the Opposed Applications, the 

Accused Marks are not properly registrable for Class 39 services. 

62. For all of the foregoing reasons, the Opposed Applications should be refused under 

§ 1 of the Lanham Act, 15 U.S.C. § 1051. 

WHEREFORE, Opposer requests that the Trademark Trial and Appeal Board sustain its 

Opposition and refuse registration of the Accused Marks. 

 
Dated: December 23, 2020 

 

Respectfully submitted, 

LATHROP GPM LLP 

 /Amy Brozenic/   

Amy Brozenic  
10851 Mastin Boulevard 
Building 82, Suite 1000 
Overland Park, KS 66210-1669 
T: (913) 451-5103 
F: (913) 451-0875 
 
Travis W. McCallon 
Eric D. Sidler 
2345 Grand Boulevard 
Suite 2200 
Kansas City, MO 64108 
T: (816) 292-2000 
F: (816) 292-2001 
ipdocketing@lathropgpm.com  
amy.brozenic@lathropgpm.com 
 
Attorneys for Opposer 
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CERTIFICATE OF ONLINE SUBMISSION 

 I hereby certify that a true and correct copy of this NOTICE OF OPPOSITION was filed 
online with the Trademark Trial and Appeal Board using the ESTTA on December 23, 2020. 

      /Amy Brozenic/   
      Amy Brozenic 

33579643v.4 
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Documentation

-> Alcohol Permits.
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Home About Us: Companv [nFormation

Company Information

Prime Inc., North America‘s nlost successful refrigerated,

flatbed, and tanker carrier, provides safe, reliable and

continuous on-time service to its expanding international
customer base.

Independent contractors routinely benefit from Prime's

exceptional lease plan which offers virtually unlimited earning

potential. Experienced contractors can get into a late-model

EDD-horsepower Freightliner with no money down and no
credit check.

For more information about Prime. customers should call
1-800-348-4550. Drivers should call our

Flatbed Division at J-BDD-fidZ-SQD?, our

Refrigerated Division at I-BDfl-221-4535 or our
Tanker Division at 1-800-232-?085.
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Accessories & More

Safety I Hi Vis

Headwear

Footwear

Womens Clothing

Outerwear

Mens Shirts

Mens Pants

Store Locations
2740 N, Mayfair
Springfield, M05550:

130 Armstrong Road
Pinsmn, PA mm

450 Orange Sues:
Salt Lake my, UT 3mm

PRIME inc.» driven b,- Ihe hm
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Accessories & More

Footwear
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Mens Shirts

30
Men‘s Coioghe

$22.00

Cupyrigm 201 7 e Prime inc" All Rights Reserved Prime Stove um- : l MI T_ermsand Conditions

ch rome-extension://mcbpbIocgmgfnpjjppndjkmgjaogfceg/fsCaptu red .html

Prime Stole Hmne| Comm Us| Terms and Comm-ms

Safety I Hi Vis

FireShot Capture 201 - Prime Inc Trucking Men & Women's Apparel Acc_ - http_www.primeincstore.com_

Headwear E. More

Headwear

‘3‘
Womens Clothing

Mens Pants

Women's Perfume

$20.00

Outerwear 
1/1
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Cheriiable Contribution Prim e N eWS

Cc-mpanyHistory « Prime ind, Honored by Department of Defense for

Extraordinary Support of Employees who Serve in the

Cc-mpanyeore National Guard and Reserves

  
Contact Us

Documentation

aciiities

Key Personnel

Our Frame Familyr

Prime News

Prime eiees

Success Leasing

Ethnology

Privacy Policy

Terms 5': Conditions

Contact US Today! Springfield — MO Employer Support at the Guard and Reserve (ESGRJ, an agency of the Department of
Defense. announced today that Darren Rook. Fieet Manager. Prime |nc., Springfield Terminal and company

“3111913 Add FEES headquarters. was honored with .1 Patriot Award in recognition of extraordinary support or its employees and

P-D- Box 42 08 family members of those that. serve in the Missouri National Guard and Reserve.
Springfield. MO 65808

At 8:30 am. on January 19. 2018 the ‘Patriot Award' ceremony was concluded during the employee staff and

Physical Address safety meeting at THE North Mayfair Ave. Springfield. MO 65803. Col. [Re-t: Steven Vanderhoof. Area 4

27'40 North Mayfair Chairman. ESGR. made opening remarks and thanked the employer for providing jobs for Guard and Reserve

Springfield. MO 55303 members The official award preseneitr'on was conducted by 1LT Jeremy Idieman. 5—1. 935th
Aviation Support

Battalion. 1400 N. Fremont. Springfield. Mo. Missouri Army National Guard.

Driver Recruitin
S The award presentation was attended by Robert Low. President and Founder. Prime Inc.. and several

1-83-34-6358 . . .employees Low accepted and Signed the Statement of Support for the firm. Dennis Davis. Safety Supervisor.

coordinated the meeting to include the awarcl presentation ceremony.
General Switchboard

1-300.321.4552 The company was nominated for being highly supportive of its military Reserve Component members
by employee Joseph Jacoby. Jaeoby t5 .1 driver for the Firm and a Sergeant with the 1-955H uniL 7901 Nebraska

Switchboard (Cellular) Ave, Etuiiding 1350, Fort Leonard Wood. Mo._ US Anny Reserve Jacoby wanted his employer recognized

1_41?_523_3200 because of the support they provide by overcoming the scheduling difficulties of getting an aver-the—road truck
drrver home for drill periods and other military training requirements. Because or their extraordinary

cooperation and support he nominated them for the award and asked it be presented in a formal presentation
General Fax

ceremony.
i-4i?-521-68?8

According to Rear Admiral {Perl Lee Metcalf. ESGR Missouri Chair. ”The Patriot Award was created by £562 to

Driver Personnel Fax publicly recognize individrrals who provide outstanding patriotic supDort and cooperation to their employees.

1'-41?-52t'8861 who like the citizen warriors before them. have answered their nation's cali to serve. Supportive supervisors are

chrome-extension://mcbpbIocgmgfnpjjppndjkmgjaogfceg/fsCaptu red.htm| 1/2
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critical lo maintaining the strength and readiness ofthe nation's National Guard and Reserve units.‘

Flatbed Division Sales
As the 1.3 million members of the National Guard and Reserve continue to perform an increasing number of

1*800~49!-12?3
unique missions with America's borders and beyond. ESGR will continue to be the resource for the employers of

citizen warriors. ESGR advocates relevant initiatives. recognizes oulstandrng suppon. increases awareness of
Flatbed Sales Fax
14115216853

applicable iaws. and resolves conflict between employers and service members. More Information about ESGR

Employer Outreach Programs and volunteer opportunities is available at wmvesgrmil. or by calling (James

Ca rver at 316-33 ?—Bl?5l.
Intermodal Ser vices

l-v888-7'45-il46 Employer Support of the Guard and Reserve

4890 Marie Center Dnve- Suite (BE 25. Arlington. vA 22390-1200

Logistics Services
1-800-321-3354 800-336—4590

www.esgr.mil

Refrigerated Sales Januarv19, 2018l-SOO~84 8-4560

Refrigerated Sales Fax
140—521-6854

Tanker Divis ion Sales
1—800-493-1273

Tanker Sales Fax

moo—52143853

.i' MEET THE PRIMERECRUITED-5
GNP. 15

 
Prime Ways Volume 2 Issue 3
December 28, 2017'Ir

ch rome-extension://mcbpbIocgmgfnpjjppndjkmgjaogfceg/fsCaptu red .html 2/2
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seafood, dryr aged certified angus steaks,

and a variety of delicious entrees, -*

sandwiches, salads, appetizers and desserts.
. RESTAURANT s;- BAR1..1

You can also build your own thin crust or double crust , F 1” I? ‘4‘pizza, or choose from one of our gourmet or classic pizzas. V V
offered at Bella’s Pizzeria {located inside Fire 8: Ice,

in—room delivery or carry out only}. 03.5 is fi rear] d ice _ Com

 
 

secee 17.522. 11game» 4 77 --.

.t-xlzrzztiiiaki,‘ f- —~—-._—-
 

. Over 30,000 sq ft of meeting space 6 o e o 6including our 26,000 sq ft (
Oasis Convention Center

- 173 well—appointed guestrooms.

including five lavish suites Springfield 333 is .com
- Poolside. Poolview and Courtyard Rooms

0 Complimentary hot breakfast buffet 4 1 7' 866' 5 2 5 3
. A tropical inspired Atrium with hot tub

. Salt water indoor and outdoor pools

a Fire 8: Ice Restaurant 8 Bar

HOTEL AND CONVENTION CENTER

 - Bella’s Pizzeria

 
E3 2546 N. Glenstone - Springfield, MO 65803 . 1.888.532.4338
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SPOTLIGHT LATELY?
Yes! Prime Inc. has been highlighted in recent segments of CBS News and Good
Morning America that focus on worldwide health. CBS News reported on a recent
study on the global impact of obesity published by The New England Journal of Medi—
cine. Driver Carlos Lazos shared his story ofgaining weight after starting driving and his
journey to a healthier lifestyle. On Good Morning America, Lazos and fellow Driver Tom
Suchobokow shared their success with Siphiwe Baleka's 4—Minute Fit plan.

YWhat’s the status of the expansion at the Springfield,

Missouri terminal?

The site improvements, including driver parking improvements and increased access to the
driver personal lot, the driver training pad expansion and the office expansion, should be
complete in late September. Visit primeinprogress.com to see updates on the construction in
Springfield and at terminals across the country.

 
What is our partnership
with Good Dads?
Prime Inc. recently part-
nered with Good Dads, a
foundation in Springfield
aiming to inspire fathers to
be more involved in their

children‘s lives and giving
them the resources to be

engaged. The partnership
will allow Prime to reach
out to fathers on the road

and provide education on
improving communication
with children while they‘re
on the road. Keep an eye
out for bimonthly programs

for kids and parents at our I
Springfield terminal. K .a 1

PhotoscourtesyPrime;IllustrationscourtesyShutterstock,byRyanSaunders
 

 

PRIME FAMILY

EHHT
Whether you've worked for Prime Inc. for

decades or only a few months, it's natural

to be curious about company happenings.

Here, people in the know answer your

burning questions.

  
WHO IS SOMEONE

HERE WHI] HHS

IMPFIETEI] YUU?
“Cheryl Lane, a fleet manager in Denver, Colora—
do. She is phenomenal in so many ways. The fact
that she’s been there 20 years says something
about Prime as well as Cheryl’s passion. She con—
tinually looks out for her drivers in every regard
from safety to fairness. She is very black—and—
white and tells it like it is. In retrospect, she has
the utmost compassion for her drivers and her
colleagues! I have worked for other companies
and never had the same dispatcher for my em—
ployment. On one occasion, I had three different
dispatchers in a matter of seven days. Nobody
comes close to her integrity on a consistent basis.
She, as well as other dispatchers, have to com—
municate with planners and such and then turn
around and have to deal with drivers. I haven’t

met anyone who does it better!”
—Linda Morris, Refrigerated Company Driver
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������������	�
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The truck, named Squad 343, is painted Seminole Red and decked out
with a 9/11 tribute theme. “Through my years as a volunteer firefighter, I
felt that we were all connected in brotherhood,” Keyek says. “Alicia and
| feel that too many people have forgotten what happened on that day.”
Keyek is speaking of the 343 firefighters who lost their lives on 9/11, and
that’s why the couple decided to dedicate their truck to them. 
 
 
 

 

 
 
 
 

 
 
 
 

 

 
 
 
 
 

 
 

A fireman‘s helmet was delivered to Keyek from Mickey Mouse on
one of the family‘s many trips to Disney World. “We love Disney,"
Keyek says. Tozer arranged the delivery as a surprise to Keyek soon
after he retired from the fire service. The helmet sits in the dash of
the truck.

<
Keyekjoined the US. Air Force at age 21. He spent 2 and a halfyears
in the service and worked a variety ofjobs, including as a firefighter
and a driver operator.

<
Custom mud flaps featuring a shield from the New York City Fire
Department are one of the truck‘s newest additions. Stripes & Stuff
Graphics in Springfield, Missouri, made the custom mud flaps, as well
as all the truck‘s graphics.

Y
As the ultimate tribute, Keyek and Tozer have the names of the 343
firefighters who lost their lives on 9/11 displayed on both sides of their
truck. “We‘ve had people here come up to us and talk to us about
how they have relatives who were there," Tozer says. “They‘ll find
someone‘s name on the truck."

:--:= JEFFRET WALZ
- .dTHnN' lElJ“! MICHAEL HARCHULK _

WILLIAM JOHNSTON. _ FflTHICK WATERS _.
- I'M'BREH“ JORDAN ' - KENNETH WHT‘SEIH.'_ ' Kim. JOSEPH” .MICHAEL' WElNBERQ

, , , . 'mam JW .1; mm M..wi:is. '3 _ ‘
A photo of two trucks from the New York CIty FIre Department's Ten House, thch . 'ANBEUJUAR _: TIMOTHT=WELTY-
includes Engine Co. 10 and Ladder Co. 10, was made into a decal that takes over I " afifigfiflflfir '. ' . .
the truck‘s hood. “They‘re headquartered across from the World Trade Center ' " .. .. ”Wis ”ASP“? fiwflfimflfiflsfifln
site," Keyek says. “They were the first to respond on 9/11." Keyek got permission 3: - _ _ __ "UUHN .WlLLlNSOH?‘
to use the photograph from both the photographer and the firehouse. ' " ' ' - -: " WILIJAM‘XEWRENEI :
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SMOKE FREE
CASINO

Palace Casino Resort is the only smoke free casino resort on the Mississippi Gulf Coast!

Play your favorite slot machines and table games in a fresh, smoke free environment.

Relax in one of our sleek, modern hotel rooms and suites and enjoy resort amenities,

including PURE the Palace Spa, fitness center, a picturesque marina, our restaurants and

lounges and The Preserve Golf Club, an 18 hole championship course designed by Jerry Pate.

From the casino to our restaurants and our rooms, smoke free is a better way to play!

 
Contact Nancy Winters, Corporate Travel Coordinator at Prime, Inc.

for special hotel rates available to Prime Associates!
Based on availability. Holidays excluded.

 
BILOXI, MISSISSIPPI

i58 HOWARD AVE, BILOXI, MS - I—SOOSPALACE—s . WWWPALACECASINORESORTCOM fl ()
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To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85497826 - PRIME INC. - 523223

Sent: 3/31/2012 11:20:08 AM

Sent As: ECOM109@USPTO.GOV

Attachments: Attachment - 1

Attachment - 2

Attachment - 3

Attachment - 4

Attachment - 5

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.       85497826

 

    MARK: PRIME INC.         

 

 

        

*85497826*
    CORRESPONDENT ADDRESS:

          JOSEPH L. JOHNSON 

          LATHROP & GAGE, LLP        

          1845 S NATIONAL AVE

          SPRINGFIELD, MO 65804-2217

           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT:           New Prime, Inc.         

 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  

          523223        

    CORRESPONDENT E-MAIL ADDRESS: 

           ipdocketing@lathropgage.com

 

 

 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S COMPLETE

RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.

 

ISSUE/MAILING DATE: 3/31/2012

 

 

The assigned trademark examining attorney has reviewed the referenced application and has determined the following:

 

 

SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION

Registration of the applied-for mark is refused because of a likelihood of confusion with the mark in U.S. Registration No. 3234643.  Trademark

Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.  See the enclosed registration.

 

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark that it is likely that a potential consumer

would be confused or mistaken or deceived as to the source of the goods and/or services of the applicant and registrant.  See 15 U.S.C. §1052(d). 

The court in In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) listed the principal factors to be considered

when determining whether there is a likelihood of confusion under Section 2(d).  See TMEP §1207.01.  However, not all the factors are

necessarily relevant or of equal weight, and any one factor may be dominant in a given case, depending upon the evidence of record.  Citigroup

Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1355, 98 USPQ2d 1253, 1260 (Fed. Cir. 2011); In re Majestic Distilling Co., 315 F.3d 1311,

1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont, 476 F.2d at 1361-62, 177 USPQ at 567.

 

In this case, the following factors are the most relevant:  similarity of the marks, similarity of the goods and/or services, and similarity of trade
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channels of the goods and/or services.  See In re Dakin’s Miniatures Inc. , 59 USPQ2d 1593 (TTAB 1999); TMEP §§1207.01 et seq.

Taking into account the relevant du Pont factors, a likelihood of confusion determination in this case involves a two-part analysis.  See In re E. I.

du Pont de Nemours & Co., 476 F.2d 1357, 1361-62, 177 USPQ 563, 567 (C.C.P.A. 1973); In re 1st USA Realty Prof’ls Inc. , 84 USPQ2d 1581,

1584 (TTAB 2007); see also In re Dixie Rests. Inc., 105 F.3d 1405, 1406-07, 41 USPQ2d 1531, 1533 (Fed. Cir. 1997).  The marks are compared

for similarities in their appearance, sound, connotation and commercial impression.  TMEP §§1207.01, 1207.01(b).  The goods and/or services

are compared to determine whether they are similar or commercially related or travel in the same trade channels.  See Herbko Int’l, Inc. v.

Kappa Books, Inc., 308 F.3d 1156, 1164-65, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002); Han Beauty, Inc. v. Alberto-Culver Co., 236 F.3d 1333,

1336, 57 USPQ2d 1557, 1559 (Fed. Cir. 2001); TMEP §§1207.01, 1207.01(a)(vi).

 

Similarity of the Marks

 

The applicant’s mark is PRIME INC.   The registrant’s mark is PRIME.

 

The applicant’s mark is similar to the registrant’s mark because the dominant portion of the applicant’s mark is identical in sound, appearance

and meaning to the registrant’s mark.   The differences in the marks are minor and do not change the commercial impression of the marks.

 

Relatedness of the Services

 

The applicant’s services are:

 

“Transportation services by truck.”

 

The registrant’s relevant services are:

 

“Expedited shipping service for others.”

 

The applicant’s services are related to the registrant’s services because both consist of shipping services.

 

Additionally, in a likelihood of confusion analysis, the comparison of the parties’ goods and/or services is based on the goods and/or services as

they are identified in the application and registration, without limitations or restrictions that are not reflected therein.  In re Dakin’s Miniatures,

Inc., 59 USPQ2d 1593, 1595 (TTAB 1999); see Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 1261, 1267-68, 62 USPQ2d 1001, 1004-05

(Fed. Cir. 2002); In re Thor Tech, Inc., 90 USPQ2d 1634, 1638-39 (TTAB 2009); TMEP §1207.01(a)(iii). 

 

In this case, applicant’s goods and/or services are identified broadly.   Therefore, it is presumed that the application encompasses all goods

and/or services of the type described, including those in the registrant’s more specific identification, that the goods and/or services move in all

normal channels of trade, and that they are available to all potential customers.  Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344,

1356, 98 USPQ2d 1253, 1261 (Fed. Cir. 2011); In re La Peregrina Ltd., 86 USPQ2d 1645, 1646 (TTAB 2008); In re Jump Designs LLC, 80

USPQ2d 1370, 1374 (TTAB 2006); TMEP §1207.01(a)(iii).

 

Accordingly, because confusion as to source is likely, registration is refused under Trademark Act Section 2(d).

 

Although the trademark examining attorney has refused registration, applicant may respond to the refusal to register by submitting evidence and

arguments in support of registration.  If applicant chooses to respond to the refusal to register, then applicant must also respond to the following

requirement.

 

 

DISCLAIMER REQUIRED

 

Applicant must disclaim the descriptive wording “INC.” apart from the mark as shown because it merely describes an ingredient, quality,

characteristic, function, feature, purpose or use of applicant’s goods and/or services.   See 15 U.S.C. §§1052(e)(1), 1056(a); In re

Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005); In re Gyulay, 820 F.2d 1216, 1217-18, 3 USPQ2d 1009, 1010

(Fed. Cir. 1987); TMEP §§1213, 1213.03(a).  Please see the attached definition from the Merriam-Webster Online Dictionary.

 

In this case, the wording is merely an entity designation.

 

Business entity designations such as “Corporation,” “Inc.,” “Company,” and “Ltd.” must be disclaimed because they merely indicate

applicant’s entity type and generally do not function to indicate the source of goods or services.   TMEP §1213.03(d); see, e.g., Goodyear’s

India Rubber Glove Mfg. Co. v. Goodyear Rubber Co., 128 U.S. 598, 602-03 (1888); In re Patent & Trademark Servs., Inc., 49 USPQ2d 1537,

1539-40 (TTAB 1998); In re The Paint Prods. Co., 8 USPQ2d 1863, 1866 (TTAB 1988).

 

A “disclaimer” is a statement that applicant does not claim exclusive rights to an unregistrable component of a mark; it does not affect the



appearance of the mark.  TMEP §1213.  An unregistrable component of a mark includes wording and designs that are generic of the goods

and/or services, and is wording or an illustration that others would need to use to describe or show their goods and services in the marketplace. 

15 U.S.C. §1052(e); see TMEP §§1209.03(f), 1213.03 et seq.

 

The following is the accepted standard format for a disclaimer:

 

No claim is made to the exclusive right to use “INC.” apart from the mark as shown.

 

TMEP §1213.08(a)(i).

 

Failure to comply with a disclaimer requirement can result in a refusal to register the entire mark.  TMEP §1213.01(b).

 

 

RESPONSE GUIDELINES

 

For this application to proceed toward registration, applicant must explicitly address each refusal and/or requirement raised in this Office action. 

If the action includes a refusal, applicant may provide arguments and/or evidence as to why the refusal should be withdrawn and the mark should

register.  Applicant may also have other options for responding to a refusal and should consider such options carefully.  To respond to

requirements and certain refusal response options, applicant should set forth in writing the required changes or statements. 

 

If applicant does not respond to this Office action within six months of the issue/mailing date, or responds by expressly abandoning the

application, the application process will end, the trademark will fail to register, and the application fee will not be refunded.  See 15 U.S.C.

§1062(b); 37 C.F.R. §§2.65(a), 2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.  Where the application has been abandoned for failure to

respond to an Office action, applicant’s only option would be to file a timely petition to revive the application, which, if granted, would allow

the application to return to live status.  See 37 C.F.R. §2.66; TMEP §1714.  There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6,

2.66(b)(1).

 

 

If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark examining attorney.  All relevant e-

mail communications will be placed in the official application record; however, an e-mail communication will not be accepted as a response to

this Office action and will not extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§304.01-.02, 709.04-.05.  Further,

although the trademark examining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s) in this Office

action, the trademark examining attorney may not provide legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.

 

 

 

/Robert J. Struck/

Robert J. Struck

Trademark Examining Attorney

Law Office 109

Phone - (571) 272-1513

robert.struck@uspto.gov

 

TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the

issue/mailing date before using TEAS, to allow for necessary system updates of the application.  For technical assistance with online forms, e-

mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned trademark examining attorney.  E-mail

communications will not be accepted as responses to Office actions; therefore, do not respond to this Office action by e-mail.

 

All informal e-mail communications relevant to this application will be placed in the official application record.

 

WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an

applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the

response. 

 

PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official

notices, check the status of the application every three to four months using Trademark Applications and Registrations Retrieval (TARR) at

http://tarr.uspto.gov/.  Please keep a copy of the complete TARR screen.  If TARR shows no change for more than six months, call

1-800-786-9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/teas/eTEASpageE.htm. 

 

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tarr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/teas/eTEASpageE.htm


 

 

 

 



Print: Mar 24, EH12 78559116

DESIGN MARK

Serial Number
18559146

Status
REGISTERED

Word Mark
PRIME

Standard Character Mark
Yes

Registration Number
3234643

Date Registered
2OOTKO4HZ4

Type of MarkSERVICE MARI-C

Register
PRINCIPAL

Mark Drawing Code
[4] STANDARD CHARACTER MARK

Owner

Amazon Technologies, Inc. CORPORATION NEVADA Attn: Trademarks PO Box
8102 Reno NEVADA 89507

GoodsISe-wices
Class Status —— ACTIVE. IC 035. US 100 101 102. G a 3: Customer

loyalty program services featuring rewards in the form of discounted
shipping services; retail services, namely, administration of a

discount program for enabling participants to obtain discounts on
shipping services through use of a discount membership card. First
Use: ZOOEHUZHOZ. First Use In Commerce: 2005f02f02.

GoodsiServices

Class Status —— ACT Vh. C 039. US 100 105. G & S: Expedited
shipping service for others. First Use: 2005f02f02. First Use In
Commerce: ZDDEIOZIOZ.

 
  
 

Filing Date
ZOOEHOZHOE

Examining Attorney
THOMPSON, HEATHER



PRIME



httn WWW merriam-wehster oomi‘dlotionar lino 0333132012 M'DS'SD AM

 

I’lN ENCYCLOPEDIA
BHITANNlCA COMPANY

9 ' Quiz
Test Your Vocabulary
Take Our “II-Question Quiz
 

New Trick

i_n

Virglnia   

2 complimentary gifts

Word Games Word uflhe Day New Words 8 Slang Videu

 
 
  

 

Dictionary Thesaurus

inc

inc

ZENTl—YIEE FOUND

inc (abbrewatlon)
C in C (abbreviation)

Whole Grain Poptart
Ge: [he Whole Gram Tasla You Love Wfli] tile llmritlon You Want!
W.gogtarts.com

IiIlC abbr

Definition of [NC

1 incomplete

2 often capitalized Incorporated

 

* My Favorites

SpanistLEnglish Medical Enwclo

Dopularrty
I {'n

 

rm ruiJlealtiun ~..- " 

TransUnion.
 

amazoncom

‘8 is
' s GHJSDH L95 Paul

Studlo SU‘S Trlhute Wlth
Dark BECK afld Hum...
$4—‘399-99 $849.00

pwacy 

HUME QUIZZES

Jam, Name That Thing 



httn WWW merriam-wehsler comfdiclionar fine 0333132012 ii'DS'SD AM

Name 1113! 1 rung
Take ourwsual vocab quiz
Test Your Knowledge »

3 increase

Browse
True or False?
A quick quiz about stufiworth knowmg
Take It Now »

' Ne><t Word in the Dictionary: Inca
' Previous Word in the Dictionary: ihbye (noun)

 
If you dere ' All Words Hear: me

25 mI/day or a S is; H d 99
less you een ear Join Us on PB 8: TwitterGelthe Word ofthe Day and More

better read What made you want to look up inc? Please tell us where you Facehookliwmerth|S___ read or heard It (including the quote, it possmle)‘

[March 20 I2] Get Our F1199 AppsView Seen & Heard highlights from around the site )0 Voice Search, Favorites‘
Word oflhe Dav. ahd More

Insurance-camparimnsW9 Merriam-Webster on Facebook iphnne ”pad I Android | Mote

  
 

Top 10 Words for Unusual
Colors Worth Looking At
Paintings. Flowers. Fleas & More

 
4 How Dare You Call Me a

Snollygoster, You Mooncalf
- Top 1 El Rare &Amusmg lhsults 

o b

get to a better 



httn WWW merriam-wehster Cdmi‘dlctionar Jinc 033313209 ll'DS'SD AM

The Merriam-Webster Learning English?
Unabridged Dictionary We can help.

in: Online access to a
legendary resource
Log in or Sign Up »  

Visit odrfree site designed
espocially‘for learners and
teachers ofEnglish
LearnersDiclionary.com :2  

 

ddler

Our Dictionary. Visit Our Store
On Your Devices > Mugs
Merriam-Webster. ' T—Shii‘ts
With llama Search ' Baby 3-1.0

'Getthe Free Appsl.» ' F91 BUW‘SI Tutu-:5
o &More  

 
Join Us Bookstore: Digital and Print

g Merriam-Webster Merriam-Webster Merriam-Webster references for Mobile,

1:! on Twmer w on Facobook a Kindle print, and more. See all :9

Home Help About Us Shop Browser Tools
Privacy Policy About Our Ads Contact Us
(5 2012 Merriam-Webster, Incorporated

Advertising lrllo

Other Merriam-Webster Di
Web'eter's Unabridged Dictionary :0
WDI'UCEHU'EI‘ for Kids >9

ctionaries
Learner's ESL Dictionary )0
Visual Dictionary x

Browsethe Dictionary
Browse the Thesaurus

Browse the Spanish-English Dictionary
Browse the Medical Dictionary

Browse the Concise Encyclopedia



To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85497826 - PRIME INC. - 523223

Sent: 3/31/2012 11:20:10 AM

Sent As: ECOM109@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION
 

USPTO OFFICE ACTION HAS ISSUED ON 3/31/2012 FOR

SERIAL NO. 85497826
 

Please follow the instructions below to continue the prosecution of your application:

 

 

TO READ OFFICE ACTION: Click on this link or go to http://portal.uspto.gov/external/portal/tow and enter the application serial

number to access the Office action.

 

PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24 hours of this e-mail notification.

 

RESPONSE IS REQUIRED: You should carefully review the Office action to determine (1) how to respond; and (2) the applicable response

time period. Your response deadline will be calculated from 3/31/2012 (or sooner if specified in the office action).

 

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the USPTO does NOT accept e-mailed

responses.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System Response

Form.

 

HELP: For technical assistance in accessing the Office action, please e-mail

TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office action. 

 

        WARNING
 

Failure to file the required response by the applicable deadline will result in the ABANDONMENT of your

application.
 

 

 

mailto:ipdocketing@lathropgage.com
http://tdr.uspto.gov/view.action?sn=85497826&type=OOA&date=20120331#tdrlink
http://portal.uspto.gov/external/portal/tow
http://www.uspto.gov/ebc/trademark/access.htm
http://www.uspto.gov/ebc/trademark/responsetime.htm
http://www.uspto.gov/ebc/trademark/responsetime.htm
http://www.uspto.gov/teas/eTEASpageD.htm
http://www.uspto.gov/teas/eTEASpageD.htm
mailto:TDR@uspto.gov
http://www.uspto.gov/ebc/trademark/abandonment.htm
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To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85497826 - PRIME INC. - 523223

Sent: 10/29/2012 12:45:29 PM

Sent As: ECOM109@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.         85497826

 

    MARK: PRIME INC.          

 

 

        

*85497826*
    CORRESPONDENT ADDRESS:

          JOSEPH L. JOHNSON  

          LATHROP & GAGE, LLP         

          1845 S NATIONAL AVE

          SPRINGFIELD, MO 65804-2217

           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT:            New Prime, Inc.         

 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  

          523223        

    CORRESPONDENT E-MAIL ADDRESS: 

           ipdocketing@lathropgage.com

 

 

 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S COMPLETE

RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.

 

ISSUE/MAILING DATE: 10/29/2012

 

 

This Office action is in response to applicant’s communication filed on October 29, 2012.

 

 

In the Office action dated March 31, 2012, the Examining Attorney refused registration under Section 2(d) of the Trademark Act because of a

likelihood of confusion with the mark in U.S. Registration No. 3234643.  Trademark Act Section 2(d), 15 U.S.C. §1052(d).  In addition, the

Examining Attorney required applicant to submit a disclaimer.  In its response, applicant argued against the refusal to register and provided a

disclaimer.  The disclaimer is accepted and added to the record.  The likelihood of confusion refusal is continued and maintained.

 

 

Applicant, however, must respond to the following new issue.

 

 

ADDITIONAL INFORMATION REQUIRED

 

To permit proper examination of the application, applicant must submit additional information about the services.  See 37 C.F.R. §2.61(b); In re

Planalytics, Inc., 70 USPQ2d 1453, 1457-58 (TTAB 2004); TMEP §814.  The requested information should include fact sheets, brochures,

and/or advertisements.  If these materials are unavailable, applicant should submit similar documentation for services of the same type,

explaining how its own services will differ.  If the services feature new technology and no information regarding competing services is available,

applicant must provide a detailed factual description of the services.

mailto:ipdocketing@lathropgage.com
http://www.uspto.gov/trademarks/teas/response_forms.jsp


 

The submitted factual information must make clear what the services are and how they are rendered, their salient features, and their prospective

customers and channels of trade.  Conclusory statements regarding the services will not satisfy this requirement for information.

 

Failure to respond to a request for information is an additional ground for refusing registration.  See In re Cheezwhse.com, Inc., 85

USPQ2d 1917, 1919 (TTAB 2008); In re DTI P’ship LLP, 67 USPQ2d 1699, 1701-02 (TTAB 2003).  Merely stating that information about the

services is available on applicant’s website is an inappropriate response to a request for additional information and is insufficient to make the

relevant information of record.  See In re Planalytics, 70 USPQ2d at 1457-58.

 

 

RESPONSE GUIDELINES

 

For this application to proceed toward registration, applicant must explicitly address each refusal and/or requirement raised in this Office action. 

If the action includes a refusal, applicant may provide arguments and/or evidence as to why the refusal should be withdrawn and the mark should

register.  Applicant may also have other options for responding to a refusal and should consider such options carefully.  To respond to

requirements and certain refusal response options, applicant should set forth in writing the required changes or statements. 

 

If applicant does not respond to this Office action within six months of the issue/mailing date, or responds by expressly abandoning the

application, the application process will end, the trademark will fail to register, and the application fee will not be refunded.  See 15 U.S.C.

§1062(b); 37 C.F.R. §§2.65(a), 2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.  Where the application has been abandoned for failure to

respond to an Office action, applicant’s only option would be to file a timely petition to revive the application, which, if granted, would allow

the application to return to live status.  See 37 C.F.R. §2.66; TMEP §1714.  There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6,

2.66(b)(1).

 

 

If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark examining attorney.  All relevant e-

mail communications will be placed in the official application record; however, an e-mail communication will not be accepted as a response to

this Office action and will not extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§304.01-.02, 709.04-.05.  Further,

although the trademark examining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s) in this Office

action, the trademark examining attorney may not provide legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.

 

 

 

/Robert J. Struck/

Robert J. Struck

Trademark Examining Attorney

Law Office 109

Robert.Struck@uspto.gov

571-272-1513

 

TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the issue/mailing

date before using TEAS, to allow for necessary system updates of the application.  For technical assistance with online forms, e-mail

TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned trademark examining attorney.  E-mail

communications will not be accepted as responses to Office actions; therefore, do not respond to this Office action by e-mail.

 

All informal e-mail communications relevant to this application will be placed in the official application record.

 

WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an

applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the

response. 

 

PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or

official notices, check the status of the application every three to four months using Trademark Applications and Registrations Retrieval (TARR)

at http://tarr.uspto.gov/.  Please keep a copy of the complete TARR screen.  If TARR shows no change for more than six months, call

1-800-786-9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/teas/eTEASpageE.htm. 

 

 

 

 

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tarr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/teas/eTEASpageE.htm


 



To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85497826 - PRIME INC. - 523223

Sent: 10/29/2012 12:45:29 PM

Sent As: ECOM109@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION

 

USPTO OFFICE ACTION HAS ISSUED ON 10/29/2012 FOR

SERIAL NO. 85497826
 

Please follow the instructions below to continue the prosecution of your application:

 

 

TO READ OFFICE ACTION: Click on this link or go to http://portal.uspto.gov/external/portal/tow and enter the application serial

number to access the Office action.

 

PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24 hours of this e-mail notification.

 

RESPONSE IS REQUIRED: You should carefully review the Office action to determine (1) how to respond; and (2) the applicable

response time period. Your response deadline will be calculated from 10/29/2012 (or sooner if specified in the office action).

 

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the USPTO does NOT accept e-mailed

responses.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System Response
Form.

 

HELP: For technical assistance in accessing the Office action, please e-mail

TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office action. 

 

        WARNING
 

Failure to file the required response by the applicable deadline will result in the ABANDONMENT of your

application.
 

 

 

mailto:ipdocketing@lathropgage.com
http://tdr.uspto.gov/view.action?sn=85497826&type=OOA&date=20121029#tdrlink
http://portal.uspto.gov/external/portal/tow
http://www.uspto.gov/ebc/trademark/access.htm
http://www.uspto.gov/ebc/trademark/responsetime.htm
http://www.uspto.gov/teas/eTEASpageD.htm
http://www.uspto.gov/teas/eTEASpageD.htm
mailto:TDR@uspto.gov
http://www.uspto.gov/ebc/trademark/abandonment.htm


  

EXHIBIT D  EXHIBIT D



 

To:

Subject:

Sent:

Sent As:

Attachments:

 

New Prime, Inc. (igdocketing@lathropgage.com)

U.S. TRADEMARK APPLICATION NO. 85497826 - PRIME INC. - 523223

5/23/2013 3:03:18 PM

ECOM109@USPTO.GOV
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Attachment - 7

Attachment - 8

Attachment - 9

Attachment - 10

Attachment - 11
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Attachment - 16

Attachment - 17

Attachment - 18

Attachment - 19

Attachment - 20

Attachment - 21

Attachment - 22

Attachment - 23

Attachment - 24

Attachment - 25

Attachment - 26

Attachment - 27

Attachment - 28

Attachment - 29

Attachment - 30

Attachment - 31

Attachment - 32

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL N0.

MARK: PRIME INC,

CORRESPONDENT ADDRESS:
JOSEPH L. JOHNSON
LATHROP & GAGE. LLP
910 E. St. Louis, Ste. 100
SPRINGFIELD MO 65806

85497826

*85497826*

CLICK HERE TO RESPOND TO THIS LETTER:
hmum.u_anto.gv_vlhdemarlulteulmue formsq'sn



APPLICANT: New Prime. Inc.

CORRESPONDENT‘S REFERENCE/DOCKET
NO:

523223

CORRESPONDENT E—MATL ADDRESS:

ipdocketing@lathmpgage.com

OFFICE ACTION

STRICT DEADLINE T0 RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANTS
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.

ISSUE/MAILING DATE: 5/23/2013

THIS IS A FINAL ACTION.

This letter responds to the applicant's communication filed on April 29. 2013.

FINAL ACTION

Registration was refused under Trademark Act Section 2(d). 15 U.S.C. Section 1052(d). because the mark for which registration is sought so
resembles the mark shown in U.S. Registration No. 3234643 as to be likely. when used in connection with the identified services, to cause
confusion. or to cause mistake. or to deceive. In addition. in the previous office action, the examining attorney required applicant to submit
additional information.

In its response. the applicant maintained its objection to the refusal and provided additional information. The additional information is acceptedand made of record.

SECTION 2(d) REFUSAL — LIKELIHOOD OF CONFUSION

The examining attorney has considered the applicant's arguments carefirlly but has found them unpersuasive. For the reasons below. the refusal
under Section 2(d) is maintained and made FINAL. '

Trademark Act Section 2(d) bars registration ofan applied-for mark that so resembles a registered mark that it is likely that a potential consumer
would be confused. mistaken. or deceived as to the source ofthe goods and/or services ofthe applicant and registrant. See 15 U.S.C. §1052(d).
In the seminal decision In re E. I ah: Pant de Nemaurs & Co.. 476 F.2d 1357. 177 USPQ 563 (C.C.P.A. 1973). the court listed the principal
factors to be considered when determining whether there is a likelihood ofconfusion under Section 2(d). See TMEP §1207.01. However. not all
the factors are necessarily relevant or of equal weight. and any one of the factors may control in a given case. depending upon the evidence of
record. Cirigroup Inc. v. Capital City Bank Gm. Inc.. 637 F.3d 1344. 1355. 98 USPQ2d 1253. 1260 (Fed. Cir. 2011); In re Majestic Distilling
Ca.. 315 F.3d 1311. 1315. 65 USPQZd 1201. 1204 (Fed. Cir. 2003); see In re E. I. du Pant de Nemours & Co.. 476 F.2d at 1361-62. 177 USPQat 567.

In this case. the following factors are the most relevant: similarity ofthe marks. similarity and nature ofthe goods and/or services. and similarity
of the trade channels of the goods and/or services. See In re Virerra Inc.. 671 F.3d 1358. 1361-62. 101 USPQZd 1905. 1908 (Fed. Cir. 2012): In
re Dakin ’s Miniatures Inc. , 59 USPQZd 1593. 1595-96 (TTAB 1999): TMEP §§1207.01 et seq.

Similarity oft/12 Marks

Marks are compared in their entireties for similarities in appearance. sound. connotation. and commercial impression. In re I’iterra Inc.. 671
F.3d 1358. 1362. 101 USPQ2d 1905. 1908 (Fed. Cir. 2012) (quoting In re E, I. du Port! de Nemaurs & Ca. 476 F.2d 1357. 1361. 177 USPQ
563. 567 (C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v). Similarity in any one ofthesc elements may be sufficient to find the marks confusingly
similar. In re White Swan Ltd, 8 USPQ2d 1534. 1535 (TTAB 1988): see In re 1.9! USA Realty Prafls. Inc.. 84 USPQZd 1581. 1586 (TTAB
2007): TMEP §1207.01(b).



The applicant’s mark is PRIME INC.

The registered mark is PRIME.

Applicant argues that the addition ofthe disclaimed term INC. is enough to distinguish the marks.

This argument, however, is not persuasive. The addition of a generic term like the entity designator, INC., does not change the commercial
impression of the mark. Although marks are compared in their entireties, one feature of a mark may be more significant or dominant in creating
a commercial impression. See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Nat ’1 Data Corp. , 753
F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii). Disclaimed matter is typically less significant or less
dominant when comparing marks. See In re Dixie Rests, Inc, 105 F.3d 1405, 1407, 41 USPQ2d 1531, 1533-34 (Fed. Cir. 1997); In re Nat ’1
Data Corp, 753 F.2d 1056, 1060, 224 USPQ 749, 752 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii).

In this case, the dominant portion in the applicant’s mark, the wording PRIME, is identical in sound, appearance and meaning to the registrant’s
mark. Although marks are compared in their entireties, one feature of a mark may be more significant or dominant in creating a commercial
impression. See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Nat ’1 Data Corp: , 753 F.2d 1056,
1058, 224 USPQ 749, 751 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii). Greater weight is often given to this dominant feature when
determining whether marks are confirsingly similar. See In re Nat ’I Data Corp. , 753 F.2d at 1058, 224 USPQ at 751.

Lastly, the stylization in the applicant’s mark does not prevent a determination that the marks are similar as the registered mark is in standard
characters and may be displayed in any stylization. A mark in typed or standard characters may be displayed in any lettering style; the rights
reside in the wording or other literal element and not in any particular display or rendition. See In re Viterra Inc., 671 F.3d 1358, 1363, 101
USPQ2d 1905, 1909 (Fed. Cir. 2012); In re Mighty LeafTea, 601 F.3d 1342, 1348, 94 USPQ2d 1257, 1260 (Fed. Cir. 2010); 37 CPR. §2.52(a);
TMEP §1207.01(c)(iii). Thus, a mark presented in stylized characters and/or with a design element generally will not avoid likelihood of
confusion with a mark in typed or standard characters because the marks could be presented in the same manner of display. See, e.g., In re
Viterra Inc, 671 F.3d at 1363, 101 USPQ2d at 1909; Squirtco v. Tomy Corp, 697 F.2d 1038, 1041, 216 USPQ 937, 939 (Fed. Cir. 1983) (stating
that “the argument concerning a difference in type style is not viable where one party asserts rights in no particular display”).

Relatedness ofthe Services

The goods and/or services of the parties need not be identical or even competitive to find a likelihood ofconfusion. See On-line Careline Inc. v.

Am. Online Inc, 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d
1894, 1898 (Fed. Cir. 2000) (“[E] ven if the goods in question are different from, and thus not related to, one another in kind, the same goods can
be related in the mind of the consuming public as to the origin of the goods”); TMEP §1207.01(a)(i).

The respective goods and/or services need only be related in some manner or the conditions surrounding their marketing be such that they will
be encountered by the same consumers under circumstances that would lead to the mistaken belief that the goods and/or services originate from
the same source. Gen. Mills Inc. v. Fage Dairy Processing Indus, 100 USPQ2d 1584, 1597 (TTAB 2012); TMEP §1207.01(a)(i); see On—line
Careline Inc. v. Am. Online Inc, 229 F.3d at 1086, 56 USPQ2d at 1475; In re Martin’s Famous Pastry Shoppe, Inc. , 748 F.2d 1565, 1566-68,
223 USPQ 1289, 1290 (Fed. Cir. 1984).

The applicant's services are “Transportation services by truck.”

The registrant's relevant services are “Expedited shipping service for others."

The applicant asserts that the services are not related because the registrant provides express shipping of small volumes ofgoods while applicant
ships large truck loads. Applicant contends that it operates as a major trucking company catering to business and that registrant provides goods
for sale and shipping of those goods for consumers.

The applicant’s arguments, however, are not persuasive. First, neither identification contains any limitations on the channels of trade. The
presumption under Trademark Act Section 7(b), 15 U.S.C. §1057(b), is that the registrant is the owner of the mark and that use of the mark

extends to all goods and/or services identified in the registration. The presumption also implies that the registrant operates in all normal
channels oftrade and reaches all classes of purchasers ofthe identified goods and/or services. In re Melville Corp, 18 USPQ2d 1386, 1389
(TTAB 1991); McDonald ’s Corp. v. McKinley , 13 USPQ2d 1895, 1899 (TTAB 1989); RE/MAX ofAm., Inc. v. Realty Mart, Inc, 207 USPQ
960, 964-65 (TTAB 1980); see TMEP §1207.01(a)(iii).

In this case, the presumption is that applicant and registrant are providing their services in all normal channels of trade. As shown by the attached
definitions from the Collins English Dictionary Online, the MacMillan Dictionary Online, and Yahoo.com, the term shipping encompasses the
transportation of goods and freight by truck.

Next, the attached evidence from UPS.com, FedEx.com and DHL.com shows that entities that provide shipping services also provide



transportation by truck, including transportation ofgoods and freight. Indeed, the attached evidence from the applicant’s website shows that
applicant is providing truck transportation and shipping services.

The overriding concern is not only to prevent buyer confusion as to the source ofthe goods and/or services, but to protect the registrant from
adverse commercial impact due to use of a similar mark by a newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690
(Fed. Cir. 1993). Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor ofthe registrant. TMEP
§1207.01(d)(i); see Hewlett-Packard Co. v. PackardPress, Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper
Shoppes (Ohio), Inc, 837 F.2d 463, 464-65, 6 USPQ2d 1025, 1025 (Fed. Cir. 1988).

Third, the application uses broad wording and encompasses all types of transportation by truck, including the registrant’s shipping services.
With respect to applicant’s and registrant’s goods and/or services. the question of likelihood of confusion is determined based on the
description ofthe goods and/or services stated in the application and registration at issue, not on extrinsic evidence ofactual use. See, e.g.,
Coach Semis, Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-70, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012); Octocom Sys. Inc. v. Hous.
Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990).

Absent restrictions in an application and/or registration, the identified goods and/or services are “presumed to travel in the same channels of
trade to the same class ofpurchasers.” In re Viierra Inc, 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-
Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)). Additionally, unrestricted and broad
identifications are presumed to encompass all goods and/or services ofthe type described. See In re Jump Designs, LLC, 80 USPQ2d 1370, 1374
(TTAB 2006) (citing In re Elbaum, 211 USPQ 639, 640 (TTAB 1981)); In re Linkvest SA, 24 USPQ2d 1716, 1716 (TTAB 1992).

In this case, the identification set forth in the application and registration(s) has no restrictions as to nature. type, channels of trade, or classes of
purchasers. Therefore, it is presumed that these goods and/or services travel in all normal channels of trade, and are available to the same class
of purchasers. Further, the application uses broad wording to describe the services and this wording is presumed to encompass all services of the
type described, including those in registrant’s more narrow identification.

Lastly, where the marks of the respective parties are identical or virtually identical, the relationship between the relevant goods and/or services
need not be as close to support a finding of likelihood of confusion. See In re Shell Oil Co., 992 F.2d 1204, 1207, 26 USPQ2d 1687, 1689 (Fed.
Cir. 1993); In re Davey Prods. Pty Ltd, 92 USPQ2d 1198, 1202 (TTAB 2009); In re Thor Tech, Inc, 90 USPQ2d 1634, 1636 (TTAB 2009);
TMEP §1207.01(a).

For all of the reasons outlined above, and based on the evidence of record, the refusal to register under Section 2(d) of the Trademark Act is
hereby continued and is made FINAL.

 

OPTIONS

Applicant must respond within six months of the date of issuance ofthis final Office action or the application will be abandoned. 15 U.S.C.
§1062(b); 37 C.F.R. §2.65(a). Applicant may respond by providing one or both of the following:

(1) A response that fully satisfies all outstanding requirements;

(2) An appeal to the Trademark Trial and Appeal Board, with the appeal fee of $100 per class.

37 C.F.R. §2.64(a); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.

In certain rare circumstances, an applicant may respond by filing a petition to the Director pursuant to 37 C.F.R. §2.63(b)(2) to review
procedural issues. 37 C.F.R. §2.64(a); TMEP §714.04; see 37 C.F.R. §2.146(b); TBIVH’ §1201.05; TMEP §1704 (explaining petitionable
matters). The petition fee is $100. 37 C.F.R. §2.6(a)(15).

RESPONSE GUIDELINES

For this application to proceed toward registration, applicant must explicitly address each refiisal and/or requirement raised in this Office action.
If the action includes a refusal, applicant may provide arguments and/or evidence as to why the refiisal should be withdrawn and the mark should

register. Applicant may also have other options for responding to a refusal and should consider such options carefully. To respond to
requirements and certain refiisal response options, applicant should set forth in writing the required changes or statements.

If applicant does not respond to this Office action within six months of the issue/mailing date, or responds by expressly abandoning the



application. the application process will end. the trademark will fail to register. and the application fee will not be refunded. See 15 U.S.C.
§l062(b); 37 C.F.R. §§2.65(a). 2.68(a). 2.209(a); TMEP §§405.04, 718.0]. 7l8.02. Where the application has been abandoned for failure to
respond to an Office action. applicant’s only option would be to file a timely petition to revive the application. which. if granted. would allow
the application to return to live status. See 37 CPR. §2.66: TMEP §l714. There is a $100 fee for such petitions. See 37 CPR. §§2.6.
2.66(b)( l ).

If applicant has questions regarding this Office action. please telephone or e-mail the assigned trademark examining attorney. All relevant e-
mail communications will be placed in the official application record: however, an e-mail communication will not be accepted as a response to
this Office action and will not extend the deadline for filing a proper response. See 37 CPR. §2.l91; TMEP §§304.0l-.02, 709.04—.05. Further.
although the trademark examining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s) in this Office
action. the trademark examining attorney may not provide legal advice or statements about applicant’s rights. See TMEP §§705.02. 709.06.

/Robert J. Struck/
Robert J. Struck

Trademark Examining Attorney
Law Office 109

Robert.Struck@uspto.gov
571-272-1513

TO RESPOND TO THIS LETTER: Go to ht_tp://wnw.u_spto.gov/nademnrks/teuslrcsponse fonns.jsp. Please wait 48-72 hours fi’om the

issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates ofthe application.
For technical assistance with online forms, e—mail “Asmptogov. For questions about the Ofiice action itself, please contact the assigned
trademark examining attorney. E—tnail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.

All informal e-mail communications relevant to this application will he placed in the official application record.

WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (Le, a corporate officer, a general partner, alljoint applicants). If an applicant is represented by an attorney, the attorney must sign the
response.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss crucial deadlines or
official notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval ('1‘SDR)
system at ligpd/tsdrpsltogng Please keep a copy of the TSDR status screen. Ifthe status shows no change for more than six months. contact
the Trademark Assistance Center by e-mail at TrademarkAssistanceCentg@uspto.gov or call 1-800-786-9199. For more information on
checking status, see hgpz/lwww.t_i_spto.gov/nadcmarks/proccss/stamsl.

TO UPDATE CORRESPONDENCE/Emu. ADDRESS: Use the TEAS form at ..... 
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To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85497826 - PRIME INC. - 523223

Sent: 5/23/2013 3:03:19 PM

Sent As: ECOM109@USPTO.GOV

Attachments:
a

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION

 

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 5/23/2013 FOR US. APPLICATION SERIAL NO. 85497826

Please follow the instructions below:

(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov, enter the US. application serial number, and click on“Documents.”

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours ofthis e-mail notification.

(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Oflicc action to determine (1) how to respond, and (2) the applicable
response time period. Your response deadline will be calculated from 5/23/2013 (or sooner Vspecified in the Ofiice action). For information
regarding response time periods, see http://www.uspto.gov/trademarks/process/stams/resmnsetime.isp.

Do NOT‘hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions. Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System
(TEAS) response form located at hgpzl/www.usptogov/uademarks/Ieas/response formsisp.

(3) QUESTIONS: For questions about the contents of the Oflice action itself, please contact the assigned trademark examining attorney. For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

WARNTNG

Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see ht_tp://www.uspto.gov/trademarks/basics/abandon.js2.

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document. Many solicitations require that you pay“fees.”

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an ofiicial document
from the USPTO rather than a private company solicitation. All ofiicial USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail fiom the domain “@uspto.gov.” For more information on how to handle
private company solicitations, see http://wmv.uspto.nov/tradcmarltslsolicitation warnings.isp.
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OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 

U.S. APPLICATION
SERIAL NO.  87575242

 

MARK: PRIME INC.

 

 

        

*87575242*

CORRESPONDENT

ADDRESS:
       JOSEPH L. JOHNSON

       LATHROP GAGE LLP

       910 EAST ST. LOUIS
STREET

       SUITE 100

       SPRINGFIELD, MO
65806-2523

 
CLICK HERE TO RESPOND TO THIS
LETTER:

http://www.uspto.gov/trademarks/teas/response_forms.jsp

 

VIEW YOUR APPLICATION FILE

 

APPLICANT: New Prime,
Inc.

 

 

 

CORRESPONDENT’S
REFERENCE/DOCKET
NO:  

       594085

CORRESPONDENT E-
MAIL ADDRESS: 

      
ipdocketing@lathropgage.com

 

 

 

OFFICE ACTION

 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.  A RESPONSE
TRANSMITTED THROUGH THE TRADEMARK ELECTRONIC APPLICATION SYSTEM (TEAS) MUST BE RECEIVED BEFORE
MIDNIGHT EASTERN TIME OF THE LAST DAY OF THE RESPONSE PERIOD.

 

 

ISSUE/MAILING DATE: 10/31/2017

 

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to
the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

 

SUMMARY OF ISSUES:

 

Likelihood of confusion;

Prior pending applications; and,

Disclaimer required

A.    SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION

http://www.uspto.gov/trademarks/teas/response_forms.jsp
http://tsdr.uspto.gov/#caseNumber=87575242&caseType=SERIAL_NO&searchType=documentSearch


 

Registration of the applied-for mark is refused because of a likelihood of confusion with the mark in U.S. Registration No. 5221886.  Trademark
Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.  See the attached registration.

 

Applicant has applied for the mark “PRIME INC.” in standard character form in International Class 39 for:   “Transportation services by truck.”

 

Registrant’s mark is “PRIME CARGO” in standard character form, (with “CARGO” disclaimed), in International Class 35 for a variety of
transportation business logistics services and in International Class 39 for:  “Freight forwarding services; Supply chain logistics and reverse
logistics services, namely, storage, transportation and delivery of documents, packages, raw materials, and other freight for others by air, rail,
ship or truck; Warehousing services.”

 

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark that it is likely a consumer would be
confused, mistaken, or deceived as to the source of the services of the applicant and registrant(s).  See 15 U.S.C. §1052(d).  Determining
likelihood of confusion is made on a case-by-case basis by applying the factors set forth in In re E. I. du Pont de Nemours & Co., 476 F.2d 1357,
1361, 177 USPQ 563, 567 (C.C.P.A. 1973).  In re i.am.symbolic, llc, 866 F.3d 1315, 1322, 123 USPQ2d 1744, 1747 (Fed. Cir. 2017).  However,
“[n]ot all of the [ du Pont] factors are relevant to every case, and only factors of significance to the particular mark need be considered.”   Coach
Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1366, 101 USPQ2d 1713, 1719 (Fed. Cir. 2012) (quoting In re Mighty Leaf Tea, 601. F.3d
1342, 1346, 94 USPQ2d 1257, 1259 (Fed. Cir 2010)).  The USPTO may focus its analysis “on dispositive factors, such as similarity of the
marks and relatedness of the services].”   In re i.am.symbolic, llc, 866 F.3d at 1322, 123 USPQ2d at 1747 (quoting Herbko Int’l, Inc. v. Kappa
Books, Inc., 308 F.3d 1156, 1164-65, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002)); see TMEP §1207.01. 

 

Comparison of the Marks

 

Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial impression.  Stone Lion Capital
Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve
Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005)); TMEP §1207.01(b)-(b)(v). 
“Similarity in any one of these elements may be sufficient to find the marks confusingly similar.”   In re Davia, 110 USPQ2d 1810, 1812 (TTAB
2014) (citing In re 1st USA Realty Prof’ls, Inc. , 84 USPQ2d 1581, 1586 (TTAB 2007)); In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB
1988)); TMEP §1207.01(b).

 

When comparing marks, the test is not whether the marks can be distinguished in a side-by-side comparison, but rather whether the marks are
sufficiently similar in terms of their overall commercial impression that confusion as to the source of the services offered under the respective
marks is likely to result.  Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046, 1053, 103 USPQ2d 1435, 1440 (Fed.
Cir. 2012); In re Bay State Brewing Co., 117 USPQ2d 1958, 1960 (TTAB 2016) (quoting Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d
1356, 1368, 101 USPQ2d 1713, 1721 (Fed. Cir. 2012)); TMEP §1207.01(b).  The proper focus is on the recollection of the average purchaser,
who retains a general rather than specific impression of trademarks.  In re Bay State Brewing Co., 117 USPQ2d at 1960 (citing Spoons Rests.
Inc. v. Morrison Inc., 23 USPQ2d 1735, 1741 (TTAB 1991), aff’d per curiam , 972 F.2d 1353 (Fed. Cir. 1992)); In re C.H. Hanson Co., 116
USPQ2d 1351, 1353 (TTAB 2015) (citing Joel Gott Wines LLC v. Rehoboth Von Gott Inc., 107 USPQ2d 1424, 1430 (TTAB 2013)); TMEP
§1207.01(b).

 

 

 

Although marks are compared in their entireties, one feature of a mark may be more significant or dominant in creating a commercial
impression.  See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp. , 753 F.2d 1056,
1058, 224 USPQ 749, 751 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii).  Disclaimed matter that is descriptive of or generic for a party’s
services is typically less significant or less dominant when comparing marks.  See In re Dixie Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d
1531, 1533-34 (Fed. Cir. 1997); In re Nat’l Data Corp. , 753 F.2d at 1060, 224 USPQ at 752; TMEP §1207.01(b)(viii), (c)(ii).  The same rule
applies to terms that are descriptive and/or generic.  See Anheuser-Busch, LLC v. Innvopak Sys. Pty Ltd., 115 USPQ2d 1816, 1824-25 (TTAB
2015).

 

In registrant’s mark, “CARGO” is accorded lesser weight as a disclaimed descriptive word, resulting in “PRIME” being dominant.   In
applicant’s mark, the term “INC.” is a designation for an incorporated business entity.   (See:
https://www.collinsdictionary.com/dictionary/english/inc).   Entity designations are not capable of acting as a source identifier.    TMEP
§1213.03(d); see, e.g., Goodyear’s India Rubber Glove Mfg. Co. v. Goodyear Rubber Co. , 128 U.S. 598, 602-03 (1888); In re Piano Factory
Grp., Inc., 85 USPQ2d 1522, 1526 (TTAB 2006); In re Patent & Trademark Servs., Inc., 49 USPQ2d 1537, 1539-40 (TTAB 1998).    Thus, in



applicant’s mark, “INC.” is accorded little to no weight.

 

Both marks share the term “PRIME” and incorporate this term into the first word-dominant position where it focuses consumer attention.  
Consumers are generally more inclined to focus on the first word, prefix, or syllable in any trademark or service mark.  See Palm Bay Imps., Inc.
v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005) (“VEUVE . . . remains a
‘prominent feature’ as the first word in the mark and the first word to appear on the label”); In re Integrated Embedded, 120 USPQ2d 1504,
1513 (TTAB 2016) (“[T]he dominance of BARR in [a]pplicant’s mark BARR GROUP is reinforced by its location as the first word in the
mark.”); Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (“it is often the first part of a mark which is most
likely to be impressed upon the mind of a purchaser and remembered” when making purchasing decisions).   Thus, the wording’s dominance is
reinforced.

 

As the marks share dominant wording paired with disclaimed and/or non-source identifying terms, consumers are likely to find that they are
similar in sound, appearance and overall commercial impression.

 

Comparison of the Services

 

The compared services need not be identical or even competitive to find a likelihood of confusion.  See On-line Careline Inc. v. Am. Online Inc.,
229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir.
2000); TMEP §1207.01(a)(i).  They need only be “related in some manner and/or if the circumstances surrounding their marketing are such that
they could give rise to the mistaken belief that[the services] emanate from the same source.”   Coach Servs., Inc. v. Triumph Learning LLC, 668
F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)); TMEP
§1207.01(a)(i).

 

 

 

When analyzing an applicant’s and registrant’s services for similarity and relatedness, that determination is based on the description of the
services stated in the application and registration at issue, not on extrinsic evidence of actual use.  See Stone Lion Capital Partners, LP v. Lion
Capital LLP, 746 F.3d 1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918
F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)). 

 

The application uses broad wording to describe generalized trucking transportation services, which presumably encompasses all services of the
type described, including registrant’s more narrow transportation services for documents, packages and raw materials by truck.   See, e.g., Sw.
Mgmt., Inc. v. Ocinomled, Ltd., 115 USPQ2d 1007, 1025 (TTAB 2015); In re N.A.D., Inc., 57 USPQ2d 1872, 1874 (TTAB 2000).  Additionally,
the services of the parties have no restrictions as to nature, type, channels of trade, or classes of purchasers and are “presumed to travel in the
same channels of trade to the same class of purchasers.”   In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012)
(quoting Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)).  Thus, these services are
similar by encompassment.

 

Registrant’s logistics services, warehousing services, and freight forwarding services are also relatedly similar to those of applicant’s
transportation services as the attached evidence demonstrates that they originate together from the same source and in the same channels of
trade.   See, e.g., In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202-04 (TTAB 2009); In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266,
1268-69, 1271-72 (TTAB 2009).  See, e.g.:

 

·       Ryder, www.ryder.com;
 

·       Unigroup, www.unigrouplogistics.com; and,
 

·       GW Transportation Services, www.gwtransportation.com
 

Evidence obtained from the Internet may be used to support a determination under Section 2(d) that services are related.  See, e.g., In re G.B.I.
Tile & Stone, Inc., 92 USPQ2d 1366, 1371 (TTAB 2009); In re Paper Doll Promotions, Inc., 84 USPQ2d 1660, 1668 (TTAB 2007).  The
Internet has become integral to daily life in the United States, with Census Bureau data showing approximately three-quarters of American
households used the Internet in 2013 to engage in personal communications, to obtain news, information, and entertainment, and to do banking
and shopping.  See In re Nieves & Nieves LLC, 113 USPQ2d 1639, 1642 (TTAB 2015) (taking judicial notice of the following two official
government publications:  (1) Thom File & Camille Ryan, U.S. Census Bureau, Am. Cmty. Survey Reports ACS-28, Computer & Internet Use in



the United States:  2013 (2014), available at http://www.census.gov/content/dam/Census/library/publications/2014/acs/acs-28.pdf, and (2) The
Nat’l Telecomms. & Info. Admin. & Econ. & Statistics Admin., Exploring the Digital Nation:  America’s Emerging Online Experience  (2013),
available at http://www.ntia.doc.gov/files/ntia/publications/exploring_the_digital_nation_-_americas_emerging_online_experience.pdf).  Thus,
the widespread use of the Internet in the United States suggests that Internet evidence may be probative of public perception in trademark
examination.

 

The trademark examining attorney has attached evidence from the USPTO’s X-Search database consisting of a number of third-party marks
registered for use in connection with the same or similar services as those of both applicant and registrant in this case.  This evidence shows that
the services listed therein, namely truck transportation services and transportation logistics services, are of a kind that may emanate from a single
source under a single mark.  See In re Aquamar, Inc., 115 USPQ2d 1122, 1126 n.5 (TTAB 2015) (citing In re Mucky Duck Mustard Co., 6
USPQ2d 1467, 1470 n.6 (TTAB 1988)); In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); TMEP §1207.01(d)(iii).

 

Thus, the services at issue are either similar by encompassment and/or relatedly similar in that the evidence establishes that they are found to
originate under the same brand and are marketed to the same general class of consumers.  For these reasons, the services underlying the marks
are similar.

 

Conclusion

 

In sum, the marks are similar in sound, appearance and overall commercial impression.  The marks share the term “PRIME” in the first word
dominant position and pair this wording with either disclaimed descriptive matter or an entity designation which does not show origination of
source.  The underlying services are similar by encompassment or are relatedly similar as shown by the attached evidence and third-party
registrations.  Further, the similarity between the services diminishes differences between the marks in the minds of consumers.  In re J.M.
Originals Inc., 6 USPQ2d 1393, 1394 (TTAB 1987); see Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1242, 73 USPQ2d 1350, 1354 (Fed.
Cir. 2004); TMEP §1207.01(b).

 

Lastly, the overriding concern is not only to prevent buyer confusion as to the source of the services, but to protect the registrant from adverse
commercial impact due to use of a similar mark by a newcomer.  See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed.
Cir. 1993).  Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the registrant.  TMEP §1207.01(d)(i);
see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio),
Inc., 837 F.2d 463, 464-65, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988).

 

Taking all of these factors into account, consumers encountering both marks in the marketplace are likely to incur confusion as to source. 
Therefore, registration of the applied-for mark is refused under Section 2(d) of the Trademark Act.

 

Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by submitting evidence and arguments in
support of registration.

 

PRIOR PENDING APPLICATIONSB.
 

The filing dates of pending U.S. Application Serial Nos. 87562203, 87544177, 87394812, 87394793, 87177080 and 87033547 precede
applicant’s filing date.  See attached referenced applications.  If one or more of the marks in the referenced applications register, applicant’s
mark may be refused registration under Trademark Act Section 2(d) because of a likelihood of confusion with the registered mark(s).  See 15
U.S.C. §1052(d); 37 C.F.R. §2.83; TMEP §§1208 et seq.  Therefore, upon receipt of applicant’s response to this Office action, action on this
application may be suspended pending final disposition of the earlier-filed referenced applications.

 

In response to this Office action, applicant may present arguments in support of registration by addressing the issue of the potential conflict
between applicant’s mark and the marks in the referenced applications.  Applicant’s election not to submit arguments at this time in no way
limits applicant’s right to address this issue later if a refusal under Section 2(d) issues.

 

Applicant should note the additional requirement below.

 

DISCLAIMER REQUIREDC.
 

http://www.census.gov/content/dam/Census/library/publications/2014/acs/acs-28.pdf
http://www.ntia.doc.gov/files/ntia/publications/exploring_the_digital_nation_-_americas_emerging_online_experience.pdf


Applicant must disclaim the abbreviation “INC.” because it designates the legal character or family business structure of an entity and does not
indicate the source of applicant’s services; thus, it is an unregistrable component of the mark.   See 15 U.S.C. §§1051-1053, 1056(a), 1127; In re
Piano Factory Grp., Inc., 85 USPQ2d 1522, 1526 (TTAB 2006); In re Patent & Trademark Servs., Inc., 49 USPQ2d 1537, 1539-40 (TTAB
1998); TMEP §1213.03(d).

 

Business type designations and abbreviations such as “Corporation,” “Inc.,” “Company,” “LLC,” and “Ltd.” or family business designations
such as “& Sons” or “Bros.” must be disclaimed, because they merely indicate applicant’s business type or structure and generally have no
source-indicating capacity.  TMEP §1213.03(d); see, e.g., Goodyear’s India Rubber Glove Mfg. Co. v. Goodyear Rubber Co. , 128 U.S. 598,
602-03 (1888); In re Piano Factory Grp., Inc., 85 USPQ2d at 1526; In re Patent & Trademark Servs., Inc., 49 USPQ2d at 1539-40. 

 

The examining attorney incorporates by reference the arguments and evidence from Section A infra showing that this term is shorthand for an
incorporated business entity.  Therefore, “INC.” must be disclaimed because is designates the legal nature of applicant’s business.

 

An applicant may not claim exclusive rights to an unregistrable component of a mark, such as matter that designates an applicant’s business
type or structure.  See 15 U.S.C. §1056(a); TMEP §1213.03(a), (b), (d).  A disclaimer of unregistrable matter does not affect the appearance of
the mark; that is, a disclaimer does not physically remove the disclaimed matter from the mark.  See Schwarzkopf v. John H. Breck, Inc., 340
F.2d 978, 978, 144 USPQ 433, 433 (C.C.P.A. 1965); TMEP §1213. 

 

If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire mark.  See In re Stereotaxis Inc., 429 F.3d
1039, 1040-41, 77 USPQ2d 1087, 1088-89 (Fed. Cir. 2005); TMEP §1213.01(b).

 

Applicant should submit a disclaimer in the following standardized format:

 

No claim is made to the exclusive right to use “INC.” apart from the mark as shown.

 

For an overview of disclaimers and instructions on how to satisfy this disclaimer requirement online using the Trademark Electronic Application
System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/disclaimer.jsp.

 

RESPONSE GUIDELINES

 

For this application to proceed further, applicant must explicitly address each refusal and/or requirement raised in this Office action.  If the
action includes a refusal, applicant may provide arguments and/or evidence as to why the refusal should be withdrawn and the mark should
register.  Applicant may also have other options specified in this Office action for responding to a refusal and should consider those options
carefully.  To respond to requirements and certain refusal response options, applicant should set forth in writing the required changes or
statements.  For more information and general tips on responding to USPTO Office actions, response options, and how to file a
response online, see “ Responding to Office Actions” on the USPTO’s website.

 

If applicant does not respond to this Office action within six months of the issue/mailing date, or responds by expressly abandoning the
application, the application process will end and the trademark will fail to register.  See 15 U.S.C. §1062(b); 37 C.F.R. §§2.65(a), 2.68(a); TMEP
§§718.01, 718.02.  Additionally, the USPTO will not refund the application filing fee, which is a required processing fee.  See 37 C.F.R.
§§2.6(a)(1)(i)-(iv), 2.209(a); TMEP §405.04.

 

When an application has abandoned for failure to respond to an Office action, an applicant may timely file a petition to revive the application,
which, if granted, would allow the application to return to active status.  See 37 C.F.R. §2.66; TMEP §1714.  The petition must be filed within
two months of the date of issuance of the notice of abandonment and may be filed online via the Trademark Electronic Application System
(TEAS) with a $100 fee.  See 37 C.F.R. §§2.6(a)(15)(ii), 2.66(a)(1), (b)(1).

 

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application.  See 37 C.F.R. §§2.22(b),
2.23(b); TMEP §§819, 820.  TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of

http://www.uspto.gov/trademarks/law/disclaimer.jsp
http://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
http://www.uspto.gov/trademarks/teas/petition_forms.jsp
http://www.uspto.gov/trademarks/teas/petition_forms.jsp


$125 per class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04.  However, in certain situations,
TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-mail without
incurring this additional fee.  

 

 

/Robert Andrew Cohen/

Trademark Examining Attorney

Law Office 103

(571) 270-1389

robert.cohen@uspto.gov

 

TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 
For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.

 

All informal e-mail communications relevant to this application will be placed in the official application record.
 

WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response.  

 

PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.

 

 

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp
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DESIGN MARK

serial Number
8T1952T4

Status
REGISTERED

Word Mark
PRIME CARSC

Standard Character Mark
Yes

Registration Number
5221886

Date Registered
zolixcsxls

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
[4] STANDARD CHARACTER MARK

Owner

Prime Cargo AIS aktieselskab [afs] DENMERK Profilvej 4 Kolding DENMARK
6000

GoodsfServiees
Class Status -- ACTIVE. IC 035. US 100 101 102. G d E: Business

consulting services relating to product distribution, operations
management services, logistics, reverse logistics, supply chain, and

production systems and distribution solutions; Transportation

logistics services, namely, arranging the transportation of goods for
others; Business consulting services relating to product distribution,

operations management services, logistics, reverse logistics, supply

chain, and production systems and distribution solutions. First Use:
1998H04Hfll. First Use In Commerce: 2000/l2f31.

GoodsFServices

Class Status —— ACTIVE. IC 039. US 100 105. G & S: Freight

forwarding services; Supply chain logistics and reverse logistics

services, namely, storage, transportation and delivery of documents,

packages, raw materials, and other freight for others by air, rail,

ship or truck; Warehousing services. First Use: 1998H04j01. First
Use In Commerce: 2000fl2f31.

.1.
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Disolaimer Statement
NO CLAIM IS MADE TO THE EXCLUSIVE: RIGHT TO USE "CARGO" APART FROM THE
MARK AS SHOWN.

Filing Date
ZOlfijlofOE

Examining Attorney
ERAEIER, TAMARA

Attorneyr of Record
Alan B. Samlan
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About Us

Our People

2:35: About Us
Commas Ryder operates behind the scenes, managing critical fleet, transportation
Giving and suppiy chain functions for over 50.000 customers. many of which make

pmc'ples of the products that consumers use every Eta-Jr. When you choose. Ryder, you
Business get access to industry-teading technology, one of North Amer

Gandu‘“ fleet of trucks, an expansive infrastructure of maintenance faciiii s and
Sustainability warehouses, and some of the most talented peopie in the industry. 
Wm 99% 7,700 80+

. _ on-time delivery rate professionai drivers years of experiencePrincrples of
Business
Cond ucl
n .- <-i-. nnn- I I I H I' I
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Sustainabiiity 800+ Industry RSIIed
maintenance facilities leader in safety and security upon by more than half of the

Fortune 500

5,900 234,100 44M
trained technicians vehicles managed sq. ft of warehouse space

Liming

Principles of
Business

Conduct GET TO KNOW US MORE51: stainahiiity

a? History
We've been growing our cumpany for over 80 years. but we aiways stay true to the values

 
we sei when we began in 1934.

LE»’-\F{N MORE
 Ljiwng

Principles of
Business
Conducl

Sustainabitity

- - Leadership Team
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At the head of our company. we have some 01 the most knwedgeable and experienced
leaders in the industry. an dedicated to growing customers' business in the most effective
way possiblc.

Liming  
Printipies 01'
Busin e s s
Cnnd ucl

 

Sustainabiiit‘,r

Sustainability
By investing in the latest infun'rlalion and technulugy, we shine to make business safer.
mare efficient. and as environmentally responsible as possible.

(swing

Pfinciples of
Business
Cond ucl  
Sustainability
 

OUR VISION, MISSION & VALUESUIVIHQ



timilfryéfirfWMMIF. lflf’mflflfii'lifi PM
.. . m,

Principles of
Business Vision Mission Values
Conduct

Sustainability At Ryder. our vlsion is to brlng At Ryder. our mission is to provide Ryder's people embody our corecompelling value through innovative supply chain and fleet values of trust. innovation.
outsourcing. solutions that are reliable. safe and collaboration. expertise. and safety.

efficient, enabling our customers to
deliver on their promises.

Gluing

Pnncim, or Suppliers Employees Carriers Fleet Products Global Offices 'Business.
Conduct

Sustainability _
Follow Us: Sign up for the Ryder Blog:

HEIBCEH nI 9 r.»
n I: affilegs n

W Ryder and Ryder Logo are regisiered irademarirs of Ryder System. Inc. Ever better I:Mum‘ a trademark of Ryder System Inc. 1:: Copy-wont 1995 - 201? Ryder System. Inc

Privacy Policy Sitemap Termsoste
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SULU [FONS

lee-t Leases;
Fuel Services

N atural Ga 5.

Ryder ChoiceLeaseProtection
Plans

Fleet LeasingCompliance _ _
We knew that no two bustnesses are the same, so when it comes to your

Telematics fleet, you should have options. We have one of the most flexible leasing
options in the industry to meet all of your transportation needs. regardless

of your size or business. 
   Plans . '|.'..‘ I 5'”- 1a .. r' .-’ .4,

Safely 8. ' a k
Compliance The most flexible leasing and With 95% uptime‘ Keep a branded

_ maintenance solutions in the look for your trucksTelemattcs Industry
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Our Flexible Lease Options

FfOIeCIIOn

Plans Ryder ChoiceLease Full Service Ryder ChoiceLease Preventive Ryder ChoiceLease On—Demand

Safely &
Compliance
Telemalica

Bumper-to-bumper maintenance coverage for your new and pre-

owned tractors and trailers. All maintenance is always covered;

even tires and brakes, which often are considered wear and tear

equipment.

Hrorecuon
Plans
 

Safely &
C om pl i an: e

  
BUILD YOUR. LEASE TODAY

eLease to git-s you the flexnlirrity' and _ w h your !'_: u::e of rrrsintensrits est fit your

Tefematics

START BUrLDING
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Your Choice of Lease Features

 
 
 
 

 

Safely &
Compliance
Telematics

. _ Maintenance Delivery

Equupmem Finsncmg Lease Terms Options——

"mm” Choose from new or pre—owned vans, light and heavy duty trucks,

”“1“ tractors and trailers sourced from a variety of manufacturers. Ryder
Safety 3.

will customize vehicles to meet your specific needs.Compliance
Talematics

FIND OUT HOW WE CAN HELP YOUR BUSINESS

CONNECT WITH US
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bdlel)‘ 01
Compliance

Teie matics

Protection
Plans

Safety &
C orrl pl i a nc e
Tale matics

 
Our Fleet Management Solutions:

Ryder SelectCal-e Maintenance Fuel ServiCes
\Nm’l mrco leS U! maintenance Ryder SHOCK-43H) F U” SGWJCC. _ Wlm Ryder “IN SONICOS. YOU can Dt‘ COHTIUCHI "131 you‘ll have a
Ryder Sewclcare Prevenlwe and Ryder SSISCECHIB Urn-Demand — reliable luel supply. get ruullrw lrsspeutlons. and experience more

mans and three delivery nlelhods — a Ryder snap mobile. and tun-sub? - you accurate fuel reporting and Dltling.«house. :he nlazmenanrze thal Ills your business best
Safely &
Compliance
Telematlcs

Protection Plans Safety and Compliance
We help ollmrnale Dusmoss disruutlons bv offering mumDIe coverage ‘ Rvders employee tralnrnq. saiotv products. and relalefi sewaccs take
aollons. fillL‘ Ilabrilly, pnysrcai damage. and gap coverage. that way 1m: madame out or complex compliance rcqmrcnlcnte
you keep your vellsclss. cargo. and Insurance rscofd Ill [he has!
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Safety 8.
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Tate matics

Plans

Safety 3
C om p! ia no e

Tale malice
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limidslimi. witlmill all the worn: and innssum

Telemalics Truck Rental
RydeSmar! telemalsns lachnolngy connects you wflh real-lime _ With almofil 40.000 renlals in choose from. You‘ll be sure In get me
information aboul vehicle location. speed. Iolo time. and direction. exact vehicles you need
giving you [he hacking location arid Derlun‘iiancs Gala you used to
keep 3mm Heel sale amt yuui costs undei curlliol.

Natural Gas Vehicles
Tl'IH flaivu {or a more HIL'IiillllelI-l Heel begins will] concerns abuul
volatile. {ilel pme‘i omissions regulations. and a smaller carbon
footprint It you aio roadiiI to make the move to a oioomx fleet. we can
link).

SPEAK TO A RYDER FLEET LEASING EXPERT

CALL 1-338-29247-6?

 

Real-World Example: Ice Cream Club
 

Ryder's relationship with The ice Cream Club began in 1995 with one teased Iruck and has since
grown along with this successful small business to eight Class B 26-footers Ryders ChoioeLease Full
Service program solution was a game changer for the company because il provided trucks with. nunlnmiwnfl truinI/n n-in" .m:mm (AI-Iluunn niiitnd tn ina nrnflm tilriliunru a.» ..m.|i an mmmminn Mninlnnnnnn
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Plans

Safety 81
C orri pl ianc e
Tele matios

r'rmecrlon
Pia n5

Satay 8.
Compliance
Teiernatics

Protecuon
Plans

Safety &
Compliance

Telematics

 2m :34 1.3.0.3 PM

I CLUE I

We Offered:

- HeavilyI insulated trucks that can keep optimum
temperature for frozen products

- Trucks with driver-fnendly features to support driver
comfort and retention

- Maimenance performed on a schedute that works tor a
busy fleet

- Replacement vehicles when needed in any location and
equipped to accommdate frozen products at required
temperatures

- 24.“? response time for vehicle emergencies

customized trucks with unique features suited to ice cream delivery. as well as preventive maintenance
to keep Ihe fleet delivering products without breakdowns or interruptions.

The Results:

In! rte-livery of $11 million "‘-'I.‘-l'1l'l of ' ' or am per

- Preventive maintenance performed on slow deti'very days
maximizes customer service time

'n - -- - _. _ :rtnvers
can focus -r m- -

. Heart-,- immediate access to temporary vehicles
eliminates aeli _ terrut‘alions

READ CASE STUDY 
Submit 3 Fleet Management Inquiry

Every mess is unmeanu we muse love to tail: man now we can new yours. Please tell us a little-tart mymIl-so we can make sure [no right person glues you altail
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What is your fleet size (Class 3-8 trucks)? Questions or comments?

 Protecraon
Plans

r-:-.--.
Safely '2 J‘u'.‘ hams market! mm an asterisk {'J an: mowedCompliance
TElEITIaUES Filip-M”

Helpful Resources

RYDER CHOKE. ..

Plans

Safely E
Compliance
Telematics

Re-evaluating the Total Diaz Foods and Ryder
Cost of Truck Fleet

Ownership
Die: F mils. a leading disintmtol of Hispanic This ia a first in the lianspofiatien induel .
produsts in the Iurned to Ryder and its You def You one 9 “IE!
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Plans

Safely 3.
Compiiance
Telematics

PFOIECYIDH
Plans

Safely &
Compliance
Telematics

 

Escalating costs are :ausin fieelo' ners to
take a closer look at their lola of
ownership. But are they t- nto account
the EDITED! expenses? This L'Cl‘lé KPMG study
shows the expenses that need to be looked at
and how overlooking them can cost you more
than you think.

company's growing commercial fleet. Ryder
also ped to pro ' reintene eand

fuel services as well as satetgr lrainang For its
drivers. and substitute vehicles in the event of
a breakdown.

method you prefer. You choose the we of
true ,a'o want. And uu choose from many
financing options. The only commitments you
make in this lease are the ones you want —
the ones you choose - because the;r are right
for {mur business. 

'Appiies to full service tease and lull service maintenance product lines. on average across a varietyr of customer-
operaied applications. and calculated by Ryder's maintenance systems: individual performance may vary.

Suppliers Employees

Follow Us:

Carriers Fleet Products Global Offices '

Sign up for the Ryder Blog:

fimvnae  
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Fleet Leasing
Fuel Services

Natural Gas.
Vehicles

RydeSmartPlans

With RydeSmart, Ry‘der’s turnkeyI telematics proqram, you benefit fromSafety 3. _ _ __ _ _ _ __
chaice and fiexability as well as increased real—time '» Ility and control.Compliance

Most importantly, RydeSn‘rart solutions help your fleet ensure compliance to
federal regulations, including the Electronic Logging Device (ELD'J mandate

and driver vehicle inspection reports.

Telemams

Pia ns
ELD Mandate: What You Need to Know

Do you have everything you need to be in full compliance with the new ELD Mandate
before itgoes into efieclon December 18. 201?? Law. raa‘e

Safety 8.
Compliance
Ts-Eernat :5
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Productivity Fuel Idle Time

Expense 20—30% decreasa20—25% reduction

10-15% increase 
Plans

Through RydeSmart. you benefit from an all-inclusive integrated teiematics experience with your Ryder ChniceLease or
SelectCare Maintenance soiutiom RydeSmart iets yet: take full advantage of the capabilities of your fleet white
streamlining fleet operations. Key benefits include:

Safety &
Compliance
Telematics

- Consolidation of telemalics billing into your Ryder hitl
- Ability to monitor key vehicle real—time metrics such as location. speed. and heading
' Expand analytics and reporting capabiiilies
- Convenience of servicing your tetematics system at Ryder facilities
- Extended equipment and service warranties

__ CONTACT YOUR RYDER REPRESENTATIVE TO LEARN
Plans MORE

Safely 5 Find out n .tdESlt'lai'i can take yourffeet and your busmess to the next ie'u'el.
Compliance

Telematics
CAL: 1-300-RYDER-58

RydeSmart Resources
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Plans

Safely 8‘
Compiiance

Smarter GPS-Based Innovative GPS-Based Innovative Solutions for

Tracking with Teletrac Tracking from Better Fleet Insights

Navman PeopleNet With HydeSrnarI. Ryder s lurnkeytelemalics
pmgr n. you canWit at mndri .rsately.cu5£

and “EXIDIIIW

Plans tracking _ _ _. . _. pox red by'Peopier-iel.isthe implvehicle: in a? C.DUIIleP_‘J. - - achic'u'ethesr: goals.
Safely 8.
Compliance
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Pians

Safely 8
Compliance

 
Ryder ChoiceLease Fuel Services
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TEIEmBllES We are llle anly company In offer a llaxlbia lease lilal lets you uhousa Nu mailer whal lype 0! fuel you use: wu have llle ploduuls. package's:
lhe type of malnlennnca. Vanna financing. and added value ssrvlces lscannns melhods of lalelian and a dwerse rfinqe nf \rfihscles lhal

correspond dImclh.I to your needs.

Protection Plans Safety and Compliance
\Nltl'l Ryder. prolocleon 9085 DWGHG ll'lSUlal'ICE‘ Plans COln'E‘I' 5810!? and cnwronmonlal togulaltons haw: become even more
ewwlhlng from lepalrs lo llmd pally properly damage We also slmlgenl. slgmllcmllly lrnureelslng lhe admllllstmirvs burden [l'elill'llg
[JJLWII‘JP covemqe (splinns lm \mur ”(Ill-RVLIEI vehlcllee. Hml «(dawn and unnlplianne DflHIS-i for all Heel uwnth‘

Plans

Safely &
Compliance

Natural Gas Vehicles
The dime {or a more suslamablo fleet scams wllh concerns about
valatllc lut‘l prgces, cmssswns :cguiulsons. and a smaller carbon
loolprenl ll you ale ready to make me moms lo a QIEBIM lleel. we can
help.

Telematlcs 
Submit 3 Fleet Management Inquiry

Hrmecuon Every WS'EHDSS '5 unique and W would love l9 talk aboul how we can hell) yours Please tell us a llllle b'n aboul voursnllso we can malls sum lhe nuhl Dmn gains i'Dil a call
Plans

Safely &
Compliance
Telematacs

What is your fleet size (Class 3-8 trucks)? Questions or comments?
|-IOPuwsrl.lnlrs . . __.., I

11-3L‘rl’mer lJ-‘lns
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Industries

Automolive

C on so mer
Packaged
Goods

Food &

Beverage

Transportation &H ea Ithc a re

Industrial - I

Manufacturing 09 I S I CS
Metats With consumer demand rising and the speed of commerce increasing,
oil a: Gas having a well-oiled transportation and logistics operation is paramount. As a

Retail strategic partner. Ryder provides a one-stop resource for comprehensive
transportation management, distribution management. and global togistTechnotogy &

Electronics services all from a single 5r)t_it'r_.t:.

Transportallon
& Logistics
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Manufactun'ng L/USIOITIIZBU D|n1pllClIy V ISlDllliy
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3rd Party Logisitics Provider For Your Shipping

(3w Transporahon is a am Party Lugisitics Provider based out oflhe Minneapoiis Minnesola area and providing shipping services to an 50 states and Canada

What Is A 3rd Party Logistics Provider?
A thirdroany iogistics proVioer (aborevrated SPL) is a company that proVioes outsourced or "third pany" iogistics services to companies for pan. or sometimes at ottneir suppiy chain
management function Third party iogistics prowders typicaiiy soeciaiize in integrated operation and treighttransoonation sewices that can be scaled and customized to customers needs
based on market conditions and the demands and deiivery sen/ice requirements tor their products and materials shipping
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Why Use A 3rd Party Logistics Provrder? ‘3 imminen-Hi sieivai. Lauid iaii piease 59nd iiie mi or iiiimmi<endv

 
   simply put. a 3PL BEFEI’S yuu the best shipping and freight servioe based on your needs. As a transporation broker, GW Transportation is not tied to mimiling our own P‘ X WV "‘9"?

out is oniy tied to finding you the best shipping suiution
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As a nonfassel based provrder we perroml lunclrons such as cohsu‘tamn on packagmg and lransponanon frerghlquovmg‘ finanma‘ sememem audmng. Lracng :usiomer serwce and \ssueresomilon,

6W Transpunallon doesn‘t emp‘oy any truck dnvers or warehouse personne‘. and we don‘t own anv pnysrca‘ frelgm drslrloulron assets of our own , no trunks. no storage Iraners no paHets.
and no warehousmg

Whai we offer as a smppmg and frergnl pmvldev s a learn or transponanon experts wrln acrumulated Trergm mousiry expense and \nfonnaiwon Iennnomgy assets We are a rmlrservrce
smppmg and frelghi adwsor and mamraln a swgnmcanuy mgner degree or “hands on‘ \nvmvemenr \n melransponanon ofyour products
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Shipping Experts & Customer Service

As a iogslcs company win over an years in me rreigm induslry we undersland the top need m
commercial shipping is customer service Our star! ottransooralion expens nasihe experrerice.
Knowiedge and laiemlo soive your shipping needs.

Regardiess or using GW Transponatrun [or a pnelime shipment or n you are in need of a
complete. iongelemr shipping provider we pul your needs first

Singie source contact and daiiy shipment tracking are Key components or making sure your
snipmenl needs are me! We strive to offer LiVE slaw on your phone caiis and give you access
to our experienced shall
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Ready To Provide Shipping Expertise To You
it you are reauylo iel SW Transporaiinn lake care ufyour shipping needs compieie our Quick Freight Hunter chEari us or :aii one or our Iranspuralion experts an (577) 26071595

GW Transportation Trucking Capabilities Freight Services

Phone' an zen-1535
( J Cumpieie Capabliiiies Fuii Service LogisticsLogislii. Luiiipdiiy uul ur [he Minneapoiis / Sl
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service. bring and shipmeniiracking we are
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sw Transportalion Services has been serving the Transportation induslry since 1983 With oulslanding freighl services Imcking Eapabiilties and customer service
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DESIGN MARK

Serial Number
86239045

Status
REGISTERED

Word Mark
ARCEEST CORPORATION

Standard Character Mark
No

Registration Number
485200?

Date Registered
zcisxiixic

Type of Mark
SERvICE MARK

Register
PRINCIPAL

Mark Drawing Code
[3] DESIGN PLUS WORDS, LETTERS ANDxOR NUMBERS

Owner

ARCSEST IP HOLDINGS, LLC LIMITED LIABILITY COMPANY DELAWARE SSOI OLD
GREENWOOD ROAD FORT SMITH ARKANSAS T2903

GoodsfServiees
Class Status -- ACTIVE. IC 035. US 100 101 102. G d S:

Transportation logistics services and freight logistics management,
namely, arranging the transportation of goods for others as well as

planning, scheduling and coordinating shipments for users of

transportation services: business management advisory and consultation
in the field of transportation logistics; relocation services in the

nature of online retail store services featuring boxes and moving

supplies: moving and relocation services, namely, planning and

implementing moves of homes and offices; relocation services, namely,

freight logistics management services related to the provision of

labor assistance in the loading and unloading Of goods: relocation

labor assistance in the loading and unloading of goods, namely,

employment staffing for labor assistance in the field of loading and

unloading of goods; logistics management consulting services in the

field Of delivery vehicles; business management consulting services in
the field of transportation logistics related to delivery vehicles.
First Use: 20l4f05f01. First Use In Commerce: 2014H05f01.

 

.1.
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GoodsiServices
Class Status -- ACTIVE. IC 03?. US 100 103 106. G a 8: Vehicle

maintenance and repair services. First Use: 2014f05f01. First Use In
Commerce: 2014f05f01.

GoodSIServices

Class Status -- ACTIVE. IC 039. US 100 105. G & S: Freight

transportation services by truck, airplane, train, ship or a
combination thereof; supply chain logistics and reverse logistics

services, namely, storage, transportation and delivery of goods for

others by air, rail, ship or truck or a combination thereof; freight
transportation brokerage and consultation in the field of

transportation by truck, rail, air and ocean; providing global

transportation of freight for others by all available means; moving
company services for household and commercial purposes, and

transportation services which include the freight forwarding of the

goods of others by truck, rail, air or ocean; rental of containers for
storage and transportation of goods for others; providing a website

featuring information in the field of transportation; relocation

services, namely, transportation and storage of goods: supply chain
logistics consulting services, namely, storage, transportation and

delivery of goods for others by delivery vehicle; relocation services,

namely, freight loading services in the nature of loading and

unloading goods by means of assisted labor. First Use: 2314f05/Ol.
First Use In Commerce: 2014H05f01.

 
 

 

Disclaimer Statement
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "CORPORATION" APART

FROM THE MARK AS SHOWN.

Description of Mark
The mark consists of the word "ARCBEST" with a solid line underneath

the "ARCH" portion of the word mark; next to the solid line is the
word "CORPORATION".

Colors Claimed
Color is not claimed as a feature of the mark.

Filing Date
20:4x04x01

 
Examining Attorney
MCCAULEY, BRENDAN

Attflmey of Record
Floyd A. Mandell



 



 
 
 
 
 
 
 
 
 
 
 
 
 
 

EXHIBIT E.4 EXHIBIT E.4
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DESIGN MARK

Serial Number
8618185?

Status
REGISTERED

Word Mark
CELADON

Standard Character Mark
No

Registration Number
4987683

Date Registered
2016H06j28

Type of Mark
SERvICE MARK

Register
PRINCIPAL

Mark Drawing Code
[3] DESIGN PLUS WORDS, LETTERS ANDjOR NUMBERS

Owner

CELADON GROUP, INC. CORPORATION DELAWARE ONE CETADON DRIvE, 9503 E

BBRD ST Indianapolis INDIHNR 46235

GoodsiServiees
Class Status -- ACTIVE. IC 035. US 100 101 102. G a S: Business

management services, namely, supply chain logistics, reverse logistics
and liquidation of goods of others; Freight logistics management;

Freight management services, namely, shipment processing, preparing
shipping documents and invoices, tracking documents, packages and

freight over computer networks, intranets and the internet for

business purposes; Transportation logistics services, namely,

arranging the transportation of goods for others; Transportation

logistics services, namely, planning and scheduling shipments for

users of transportation services. First Use: lBBEHOBHOl. First Use
In Commerce: 1986f08f01.

GoodsfServices

Class Status -- ACTIVE. IC 039. US 100 105. G a 8: Delivery of

goods by truck; Freight and transport brokerage; Freight brokerage;

Freight forwarding; Freight forwarding services; Freight loading

services; Freight transportation brokerage; Freight transportation by

.1.
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truck; Freighting services; Goods warehousing; Supply chain logistics

and reverse logistics services, namely, storage, transportation and

delivery of documents, packages, raw materials, and other freight for
others by airIr raillIr ship or truck; Supply chain logistics and reverse

logistics services, namely, storage, transportation and delivery of

goods for others by air, rail, ship or truck; Transport of goods by
truck; Truck hauling; Truck transport; Warehousing services;

Warehousing services, namely, storage, distribution, pick-up, and

packing for shipment of documents, packages, raw materials, and other
freight for others. First Use: lBBEXOBXOl. First Use In Commerce:
lSBEHUBIUl.

Descriplion of Mark
The mark consists of the word "CELADON" in stylized blue italics to

the right of designs forming a stylized letter "C". The "C" is
composed of an outer blue band and an inner light blue band. At the

center of the "C" design is a blue circle with line extending from it

such that the overall letter design resembles a needle in a gauge
meter.

Colors Claimed

The colorlsl blue and light blue isfare claimed as a feature of the
mark.

Filing Date
2015flflfl4

Examining Attorneyr
MURRAX,GEORGE W JR

Attorney of Record
Kristen J. Davee
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DESIGN MARK

Serial Number
81052829

Status
REGISTERED

Word Mark
T FW

Standard Character Mark
No

Registration Number
5113910

Date Registered
201Tf01j10

Type of Mark
SERvICE MARK

Register
PRINCIPAL

Mark Drawing Code
[3] DESIGN PLUS WORDS, LETTERS RNDjoR NUMBERS

Owner

TransforwardingIr S.L. LIMITED PARTNERSHIP SPAIN Avda. DrassanesIr no 6,

planta 1?, Oficina 2, Edificio Colon Barcelona SPAIN 08001

GoodsIServiees
Class Status -- ACTIVE. IC 035. US 100 101 102. G S S: Customs

clearance services; Transportation logistics services, namely,
arranging the transportation of goods for others; Transportation

logistics services, namely, planning and scheduling shipments for
users of transportation services; Freight logistics management. First
Use: 2015/08X25. First Use In Commerce: 2015f08f25.

GoodsiServices

Class Status —— ACTIVE. IC 039. US 100 105. G & S: Transport of

merchandise and cargo by airIr sea and road; Transportation and

delivery services by air, road, rail and sea: Transportation of goods:

Air transportation; Air charter transportation services; Cargo ship

transport; Freight transportation consultation in the field of freight

transportation by truck, rail, air and ocean; Packing articles for

transportation; Providing ocean transportationIr storage and delivery

services; Sailboat transportation services; Supply chain logistics and

reverse logistics services, namely, storage, transportation and

.1.
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delivery of documents, packages, raw materials, and other freight for

others by air, rail, ship or truck; Supply chain logistics and reverse

logistics services, namely, storage, transportation and delivery of

goods for others by air, rail, ship or truck. First Use: 2015f08f25.
First Use In Commerce: 2015H08f25.

Description of Mark
The mark consists of an abstract gray design with five blue lines and

the letters "TFW" in blue stylized letters at the right side. 

Colors Claimed

The oolorls] gray and blue isfare claimed as a feature of the mark.

Filing Date
2016H05f27

Examining attorneyr
FALK, ERIN

Attorney of Record
Arturo Perez-Guerrero
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DESIGN MARK

Serial Number
81108929

Status
REGISTERED

Word Mark

UNA | ART LCGISTICS

Standard Character Mark
No

Registration Number
5179933

Date Registered
201THO4I11

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
[5] WORDS, LETTERS, ANDXOR NUMBERS IN STYLIZED FORM

Owner

Venn Corporation DEA UNA Art Logistics CORPORATION VIRGINIA 1945 Old
Gallows Rd Suite 20? Vienna VIRGINIA 22182

GoodsiServiees
Class Status -- ACTIVE. IC 035. US 100 101 102. G S S:

Transportation logistics services, namely, arranging the
transportation of goods for others; Transportation logistics services,

namely. planning and scheduling shipments for users of transportation
services; Transportation management services, namely, planning and

coordinating transportation of people for others; Arranging for

pickup, delivery, storage and transportation of documents, packages,

freight and parcels via ground and air carriers; Arranging the

transport of vehicles of insured parties on behalf of their insurance

companies for resolution of insurance claims; Business management

consultancy in the field of transport and delivery: Business

management consultation in the field of art logistics and

transportation; Providing transportation documentation for others.
First Use: 2016f04222. First Use In Commerce: 2016f04/22.

GoodsfServices

Class Status -- ACTIVE. IC 039. US 100 105. G a 8: Transport and

.1.
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delivery of goods; Transport brokerage; Transport by aircraft;

Transport by land: Transport of goods; Transport of valuables;

Transport of art work by truck, van, train, airplane; Transport
services, namely, local, interstate and international moving services;

Transport, delivery, packaging, and storage of art work;

Transportation and delivery services by air, road, rail and sea;
_ransportation and delivery services, namely, same day shipment

services; Transportation consulting; Transportation consulting

services: Transportation information; Transportation of goods;
Transportation of household goods of others; Transportation services,

namely, providing shuttle services by van, truck; Air transportation;

Freight transport by ship; Freight transportation brokerage; Freight
transportation by truck, van, train, airplane; Freight transportation

consultation in the field of freight transportation by truck, rail,

air and ocean; Freight and transport brokerage; Freight brokerage:

Guarded transport of valuables; Guarded transportation of valuables;

Making reservations and bookings for transpor_a_ion for museums, art

galleries, auction houses, private collections; Moving van transport;

Packing articles for transportation; Product container consolidation

for transportation purposes; Product palletization services for

transportation purposes; Providing ocean transportation, storage and
delivery services; Shipping and delivery services, namely, pickup,

transportation, and delivery of packages and letters by various modes

of transportation; Supply chain logistics and reverse logistics

services, namely, storage, transportation and delivery of documents,
packages, raw materials, and other freight for others by air, rail,

ship or truck; Supply chain logistics and reverse logistics services,

namely, storage, transportation and delivery of goods for others by
air, rail, ship or truck; Truck transport. First Use: 2016/04f22.
First Use In Commerce: 2016f04f22.

 

 
      

Disclaimer Statement
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "ART LOGISTICS" APART
FROM THE MARK AS SHOWN.

Description of Mark
The mark consists of the term "UNA" capitalized and in the color
orange; to the right of "UNA" is a vertical pipe in the color dark

blue that is tapered on the ends and separates "UNA" from the other

terms in the mark. Those term are to the right of the dark blue pipe
with the term "ART" in the color dark blue appearing above the wording
"LOGISTICS", which is also in the color dark blue.

Colors Claimed

The colorls] orange and dark blue isfare claimed as a feature of the
mark.

Filing Date
EDIEHOTKIQ

Examining Attorney



Print: Oct 30, 2017 BHBBSZS

BLAME r SUZANNE
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DESIGN MARK

Serial Number
81154211

Status
REGISTERED

Word Mark
MIDWEST CARGC SYSTEMS

Standard Character Mark
Yes

Registration Number
5185320

Date Registered
2011H04j18

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
[4] STANDARD CHARACTER MARK

Owner

Midwest Cargo SystemsIr Ino. CORPORATION ILLINOIS 9T50 W. T5th Street

Hodgkins ILLINOIS 60525

GoodsiServiees
Class Status -- ACTIVE. IC 035. US 100 101 102. G S S:

Transportation logistics services, namely, arranging the

transportation of goods for others. First Use: 1982H04/06. First Use
In Commerce: 1982f04f06.

GoodsJ'Serviees

Class Status -- ACTIVE. IC 039. US 100 105. G S S: Freight

transportation by truck: Transportation and storage of goods in

refrigerated conditions. First Use: 1982f04f06. First Use In
Commerce: 1982f04f06.

Disclaimer Statement
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "CARGO SYSTEMS" APART

FROM THE MHRK AS SHOWN.

Section 2f Statement

2 [F] ENTIRE MARK



Print: Oct 30, 2017

Filing Date
2016H08i29

Examining .Itttt'lrntyyr
HLVHREZ, COURTNEY

Attorney of Record
Judith L. Grubner

SHE-271
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DESIGN MARK

Serial Number
8154411?

Status
NEW APPLICATION — ASSIGNED TO EXAMINER

Word Mark
PRIME INC. HIGHWAY DIAMONDS STRONG. DRIVEN. WOMEN.

Standard Character Mark
No

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
[3] DESIGN PLUS WORDS, LETTERS ANDxOR NUMBERS

Owner

New PrimeIr Inc. DBA PrimeIr Inc. CORPORATION MISSOURI 2T40 N. Mayfair

Avenue Springfield M"SSOURI 65803  
 

GoodsfServices

Class Status -- ACTIVE. IC 035. US 100 101 102. G & S: Conducting

awards, recognition and achievement programs for the promotion and
recognition of women in the commercial truck driving and freight

shipping industry; awarding excellence in the field of transportation

and commercial truck driving. First Use: 2016f01f21. First Use In
Commerce: 20lfiffllf2l.

Description of Mark
The mark consists of A stylized diamond outlined in blackIr having a

pink forward facing facet and two partial facets in red on either side

of the pink facet.r a stylized star at the upper left portion adjacent

the left partial facet and front facing facetIr the words PRIME inc. at

the top right slightly above the diamond shapeIr the words HIGHWAY

UIAMONDS in large font presented horizontally and intersecting the

diamond shape with the words STRONG. DRIVEN. WOMEN. in smaller font
underneath the words HIGHWAY DIAMONDS.

 

Colors Claimed

The colorls] blacklIr pink and red isfare claimed as a feature of the
mark.

Filing Date
2011f01f26



Print: Oct 30, 2017

Examining tlluttnrne}:r
COHEN, ROBERT A

Attorney of Record
Joseph L. Johnson

81544177



 
HIGHWAY DIAMONDS

STRONG. DRIVEN. W07
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DESIGN MARK

Serial Number
81562203

Status
NEW APPLICATION — RECORD INITIALIEED NOT ASSIGNED TO EXAMINER

Word Mark
PRIME INTERMODAL INC

Standard Character Mark
No

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
[3] DESIGN PLUS WORDS, LETTERS ANDxOR NUMBERS

Owner

Prime Intermodal Inc CORPORATION CALIFORNIA 5492 Rath Drum Way Antioch
CALIFORNIA 94531

GoodsfSenrioes

Class Status -- ACTIVE. IC 039. US 100 105. G & S: Trucking

Service and Transportation.

Description of Mark
The mark consists of the wording PRIME INTERMODAL INC in stylized
lettering. The word PRIME appears in red and INTERMODAL in white

inside a red rectangle underneath. A red five point star with two red

red curved lines below it appears to the left. The word INC appears in

red with a white border inside the bottom of the right curved line.

 

Colors Claimed

The colorisl red and white is/are claimed as a feature of the mark.

Filing Date
2017/08/09

Examining Attorney
UNKNOWN
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Pfint:0m130,2fl17 BT394793

DESIGN MARK

Serial Number
81394193

Status
REQUEST EoR EXTENSION oE TIME TO FILE oPPoSITIoN

Word Mark
PRIME

Standard Character Mark
No

Type of Mark
TRADEMARK; SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
[3] DESIGN PLUS woRDS, LETTERS ANonR NUMBERS

Owner

Amazon Technologies, Inc. CORPORATION NEVADA ATTN: Trademarks 410

Terry Ave N Seattle WASHINGTON 98109 

GoodsfServices
Class Status -- ACTIVE. IC 009. US 021 023 026 036 038. G & 8:

Computer software for streaming, broadcasting, transmitting,
distributing, reproducing, organizing and sharing music, audio, video,

games and other data; computer software for use in authoring,

downloading, transmitting, receiving, editing, extracting, encoding,

decoding, playing, viewing, storing and organizing text, data, images,

and audio and video files; computer software to enable users to view

or listen to audio, video, text and multimedia content; computer

sof_ware :or creating and providing user access to searchable

databases of information and data; search engine software; computer

sofuware for wireless content delivery; computer sofuware for

accessing online information; computer software for online shopping;

computer software for facilitating payments and online transactions;

computer software that provides retail and ordering services for a
wide variety of consumer goods; computer software for use in
disseminating advertising for others; computer software for

disseminating information regarding consumer product discounts;

computer software for use in sharing information about products,
services, and deals; computer software for use in barcode scanning and

price comparison; computer software for scheduling shipping and

deliveries; computer software for electronic storage of data; computer
sof_ware Ior storing, organizing, editing and sharing photos; computer

sofuware for image and speech recognition; computer software for home
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automation; computer software for purchasing, accessing and viewing

movies, Tv'shows, videos, music, and multimedia content; game
software; internet browser software; downloadable music files;

downloadable films and movies featuring fiction and non—fiction

stories on a variety of topics provided via a video-on-demand service;

downloadable motion pictures and television shows about featuring
fiction and non—fiction stories on a variety of topics, and audio and

video recordings featuring fiction and non-fiction stories on a

variety of topics: digital media, namely, pre-recorded digital video
discs, digital versatile discs; downloadable audio and video

recordings, DVDs, and high definition digital discs featuring fiction

and non-fiction stories on a variety of topics; downloadable audio
files, multimedia files, text files, written documents, audio

material, video material and games featuring fiction and non-fiction

content on a variety of topics: downloadable fiction books on a

variety of topics, downloadable e—books in the field of fiction and

non—fiction stories on a variety of topics and audio books in the

field of fiction and non-fiction stories on a variety of topics;

magnetically encoded gift cards.

 

   

GoodsIServices
olsss Status —— ACTIVE. Is 016. as 002 005 022 023 029 03? 038 050.

G & S: Paper gift cards, printed gift certificates; non—magnetically
encoded prepaid purchase cards for transferring financial value online

via retail computer networks; printed publications, namely, books,

magazines, periodicals, brochures, journals, newsletters, and

newspapers in fields of general human interest: paper.

GoodsfServices
Class Status -- ACTIVE. IC 035. US 100 101 102. G a 5: Customer

loyalty program services featuring rewards in the form of discounted
shipping services, early access to retail discounts and offers, access

to books and other publications, access to audiobooks, discounted

online storage of photos and music, and discounted music, video and
game streaming; administration of a discount program enabling

participants to obtain discounts on shipping services, early access to

retail discounts and offers, access to books and other publications,
access to audiobooks, discounted online storage of photos and music,

and discounted music, video and game streaming; retail store services

and online retail store services featuring books and magazines,
computers and electronics, software, power and hand tools, office

supplies, furniture, appliances, linens, bags and luggage, housewares,

kitchen products, bath products, dining products, lawn and garden
products, clothing and accessories, sporting goods, camping goods,

baby goods, toys and games, musical instruments, beauty and health

products, vitamins and supplements, art, arts and crafts, automotive
goods, pet supplies and industrial supplies; retail store and online

retail store services featuring a wide array of consumer goods; online
retail store services featuring audio and video recordings, spoken
word recordings, electronic books and computer games; online retail

store services in the field of groceries, fresh and prepared foods,

.2.
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drug store and general merchandise; retail grocery stores; wholesale

distributorship featuring fresh foods and groceries;

subscription-based order fulfillment services in the fields of books,
audiobooks, music, movies, TV shows, videos and games; advertising

services; administration of a discount program enabling participants

to obtain discounts on shipping services; expedited shipping services,
namely, arranging for freight transportation of packages by means of
truck and air.

 

GoodsfServices
Class Status -- ACTIVE. IC 038. US 100 101 104. G & S:

Video-on-demand transmission: Internet protocol television [IPTV]
transmission services; streaming of audio and video material on the

Internet; streaming of data; streaming of music, movies, TV shows and

games on the Internet; broadcasting services; audio and video
broadcasting services; subscription—based audio and video broadcasting

services over the Internet; Internet broadcasting services; Internet

radio broadcasting services; electronic data transmission; electronic

transmission and streaming of digital media content for others via

global and local computer networks; telecommunication services,

namely, transmission of webcasts; transmission of digital files;

electronic transmission of digital photo files among Internet users;

providing access to digital music websites on the Internet; providing
access to online directories, databases, websites, blogs and reference

materials; transmission of news; delivery of messages by electronic

transmission; electronic transmission of mail and messages; podcasting

services: providing on-line chat rooms for social networking;

providing internet chatrooms; providing an on—line forum for
transmission of messages among computer users and the transmission of

photos, videos, text, data, images and sound; electronic bulletin
board services.

 

 

GoodSI'Services

Class Status —— fiCTIVE. IC 039. US 100 105. G & S: Transport of
goods; providing a website featuring information in the field of

transportation; shipping, delivery, and storage of goods: freight

transportation by means of truck, train and air; goods warehousing;
packaging articles for transportation; merchandise packaging for

others; rental of storage containers; mailbox rental; locating and

arranging for reservations for storage space for others; courier
services; messenger services; distribution services, namely, providing

online services which afford customers the ability to select a

distribution point for goods purchased on the Internet;
membership—based truck, train, and air shipping programs; coordinating

travel arrangements for individuals and for groups: travel booking

agencies; providing a web site featuring travel information and
commentary.

 
 

GoodsIServices
Class Status —— ACTIVE. Is 041. as 100 101 101. G s 3:

Entertainment services, namely, in the nature of live visual and audio

.3.
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performances, namely, musical, variety, news and comedy shows;

publication of printed matter; book, audiobook, newspaper, magazine

and web magazine publishing; publishing of electronic publications;
providing non—downloadable electronic publications in the nature of

books, magazines, periodicals, brochures, journals, newsletters, and

newspapers in the fields of art, biography, business, children and
young adults, comedy, comics, drama, economics, education,

entertainment, fashion, fiction, finance, food, geography, hobbies,

history, law, lifestyle, literature, medicine, music, nature,
non—fiction, novels, parenting, politics, religion, romance, science,

science fiction, technology, self-help, spirituality, sports, style,

technolOgY. and travel; loaning and rental of books, audiobooks and
other publications; digital imaging services; provision of

non-downloadable videos featuring programs on a wide variety of

entertainment topics via a video-on-demand service; provision of

non—downloadable films, movies and television shows via a
video—on—demand service; film and video rental services; film, movie,

TV show and video production and distribution: creating and developing

concepts for movies and television programs; audio and video recording

services; providing online radio programming; digital audio, video and

multimedia publishing services; entertainment services, namely,
providing non—downloadable prerecorded music and audio programs

featuring fiction and non—fiction stories on a variety of topics, and

information in the field of music, and commentary and articles about

music, all on—line via a global computer network; providing
information, news and commentary in the field of music; providing

information, news and commentary in the field of reviews of audiobooks

for entertainment purposes; presenting live musical concerts and
performances; music production services; music publishing services;

providing online video games; providing online non-downloadable game

software; multimedia publishing of games; production of video and
computer game software; rental of video games; entertainment services,

namely, live performances by video game players; entertainment

services, namely, providing online non-downloadable videos in the
field of video games featuring video games being played by others;

entertainment services, namely, providing virtual environments in

which users can interact for recreational, leisure or entertainment
purposes; entertainment services, namely, providing on—line,

non-downloadable virtual clothing, colors, badges, tools and weapons

for use in virtual environments created for entertainment purposes;
providing an online website portal for consumers to play and

participate in on-line gaming and online electronic games for

recreational computer games playing purposes; arranging and conducting
sports competitions and tournaments for video game players; organizing

video gaming leagues; providing information on"ne relating to

computer games and enhancements for games; pub"shing of reviews;
providing a web site featuring the ratings, reviews and
recommendations of users on events and activities in the fields of

entertainment and education; providing a website featuring the ratings
and reviews of television, movies, videos, music, screenplays,

scripts, books and video game content; entertainment information;
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providing online news, information and commentary in the field 0:

entertainment; online journals, namely, blogs featuring information

about entertainment; entertainment services, namely, profiling of
musicians, artists and bands by providing non—downloadable video clips

of musical performances over a global computer network: arranging of

contests; sweepstake services; sweepstake services provided over a
global computer network hosting online sweepstakes and contests for
others.

  
 

GoodsfServices

Class Status -- ACTIVE. IC 042. US 100 101. G & 8: Leasing and

rental of computers and computer software; computer time-sharing
services; computer co—location services, namely, providing facilities

for the location of computer servers with the equipment of others;

rental of computing and data storage facilities of variable capacity
to third parties; computer diagnostic services; technical support

services, namely, troubleshooting in the nature of diagnosing computer

hardware and software problems; application service provider [ASP],

namely, hosting computer software applications for others; providing

temporary use of non—downloadable computer software for streaming,

broadcasting, transmitting, distributing, reproducing, organizing and

sharing music, audio, video, games and other data; providing temporary

use of non—downloadable computer software for use in authoring,
downloading, transmitting, receiving, editing, extracting, encoding,

decoding, playing, viewing, storing and organizing text, data, images,

and audio and video files; providing temporary use of non—downloadable

computer software to enable users to view or listen to audio, video,

text and multimedia content; providing temporary use of
non—downloadable computer software for creating and providing user

access to searchable databases of information and data; providing
temporary use of non—downloadable search engine software; providing
temporary use of non—downloadable computer software for wireless

content delivery; providing temporary use of non-downloadable computer

software for accessing online information; providing temporary use of
non—downloadable computer software for online shopping; providing

temporary use of non-downloadable computer software for facilitating

payments and online transactions; providing temporary use of
non—downloadable computer software that provides retail and ordering

services for a wide variety of consumer goods; providing temporary use

of non-downloadable computer software for use in disseminating
advertising for others; providing temporary use of non—downloadable

computer software for disseminating information regarding consumer

product discounts; providing temporary use of non-downloadable
computer software for use in sharing information about products,

services, and deals; providing temporary use of non-downloadable

computer software for use in barcode scanning and price comparison;
providing temporary use of non—downloadable compu_er software for

scheduling shipping and deliveries; providing temporary use of

non-downloadable computer software for electronic storage of data;
providing temporary use of non—downloadable compu_er software for

storing, organizing, editing and sharing photos; providing temporary
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use of non—downloadable computer software for image and speech

recognition; providing temporary use of non-downloadable computer

software for home automation; providing temporary use of
non—downloadable computer software for purchasing, accessing and

viewing movies, TV shows, videos, music, and multimedia content;

electronic data storage: data backup and recovery services; file
sharing services, namely, providing a website featuring technology

enabling users to upload and download electronic files: hosting of

digital content on the Internet: hosting, building and maintaining web
sites; computer services, namely, cloud hosting provider services;

providing search engines for the Internet; computer services, namely,

creating computer network-based indexes of information, websites and
resources; computer services, namely, hosting on—line web facilities

for others for organizing and conducting online meetings, gatherings,

and interactive discussions; computer services, namely, uploading

music and photos to the Internet for others; computer services,

namely, creating an on—line community for registered users to

participate in discussions, get feedback from their peers, form

virtual communities, and engage in social networking services in the

fields of books, TV shows, films, music, entertainment, video games,

fiction, and non-fiction: creating an on-line community for connecting
video players, teams and leagues for the purpose of organizing game

and sports activities; providing a website featuring technology that

creates personalized movie, TV show, video and music channels for

listening, viewing, and sharing; providing a subscription based
website featuring non—downloadable music, radio, movies, TV shows,

videos and information about music, albums, artists and songs;

providing an online website featuring technology that enables users to
share video game enhancements and game strategies.

 

 

Prior Registration(s)
3234643;3419886;4915349

Description of Mark
The mark consists of the word "prime" with a smile or arrow
underneath.

Colors Claimed
Color is not claimed as a feature of the mark.

Filing Date
ZOlTHOBKBl

Examining Attorney
KAJUBI, ELIZABETH

Attorney of Record
James F. Struthers
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DESIGN MARK

Serial Number
81394812

Status
REQUEST EoR EXTENSION oE TIME TO FILE oPPoSITIoN

Word Mark
PRIME

Standard Character Mark
No

Type of Mark
TRADEMARK; SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
[3] DESIGN PLUS woRDS, LETTERS ANonR NUMBERS

Owner

Amazon Technologies, Inc. CORPORATION NEVADA ATTN: Trademarks 410

Terry Ave N Seattle WASHINGTON 98109 

GoodsfServices
Class Status -- ACTIVE. IC 009. US 021 023 026 036 038. G & 8:

Computer software for streaming, broadcasting, transmitting,
distributing, reproducing, organizing and sharing music, audio, video,

games and other data; computer software for use in authoring,

downloading, transmitting, receiving, editing, extracting, encoding,

decoding, playing, viewing, storing and organizing text, data, images,

and audio and video files; computer software to enable users to view

or listen to audio, video, text and multimedia content; computer

sof_ware :or creating and providing user access to searchable

databases of information and data; search engine software; computer

sofuware for wireless content delivery; computer sofuware for

accessing online information; computer software for online shopping;

computer software for facilitating payments and online transactions;

computer software that provides retail and ordering services for a
wide variety of consumer goods; computer software for use in
disseminating advertising for others; computer software for

disseminating information regarding consumer product discounts;

computer software for use in sharing information about products,
services, and deals; computer software for use in barcode scanning and

price comparison; computer software for scheduling shipping and

deliveries; computer software for electronic storage of data; computer
sof_ware Ior storing, organizing, editing and sharing photos; computer

sofuware for image and speech recognition; computer software for home
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automation; computer software for purchasing, accessing and viewing

movies, Tv'shows, videos, music, and multimedia content; game
software; internet browser software; downloadable music files;

downloadable films and movies featuring fiction and non—fiction

stories on a variety of topics provided via a video-on-demand service;

downloadable motion pictures and television shows about featuring
fiction and non—fiction stories on a variety of topics, and audio and

video recordings featuring fiction and non-fiction stories on a

variety of topics: digital media, namely, pre-recorded digital video
discs, digital versatile discs; downloadable audio and video

recordings, DVDs, and high definition digital discs featuring fiction

and non-fiction stories on a variety of topics; downloadable audio
files, multimedia files, text files, written documents, audio

material, video material and games featuring fiction and non-fiction

content on a variety of topics: downloadable fiction books on a

variety of topics, downloadable e—books in the field of fiction and

non—fiction stories on a variety of topics and audio books in the

field of fiction and non-fiction stories on a variety of topics;

magnetically encoded gift cards.

 

   

GoodsIServices
olsss Status —— ACTIVE. Is 016. as 002 005 022 023 029 03? 038 050.

G & S: Paper gift cards, printed gift certificates; non—magnetically
encoded prepaid purchase cards for transferring financial value online

via retail computer networks; printed publications, namely, books,

magazines, periodicals, brochures, journals, newsletters, and

newspapers in fields of general human interest: paper.

GoodsfServices
Class Status -- ACTIVE. IC 035. US 100 101 102. G a 5: Customer

loyalty program services featuring rewards in the form of discounted
shipping services, early access to retail discounts and offers, access

to books and other publications, access to audiobooks, discounted

online storage of photos and music, and discounted music, video and
game streaming; administration of a discount program enabling

participants to obtain discounts on shipping services, early access to

retail discounts and offers, access to books and other publications,
access to audiobooks, discounted online storage of photos and music,

and discounted music, video and game streaming; retail store services

and online retail store services featuring books and magazines,
computers and electronics, software, power and hand tools, office

supplies, furniture, appliances, linens, bags and luggage, housewares,

kitchen products, bath products, dining products, lawn and garden
products, clothing and accessories, sporting goods, camping goods,

baby goods, toys and games, musical instruments, beauty and health

products, vitamins and supplements, art, arts and crafts, automotive
goods, pet supplies and industrial supplies; retail store and online

retail store services featuring a wide array of consumer goods; online
retail store services featuring audio and video recordings, spoken
word recordings, electronic books and computer games; online retail

store services in the field of groceries, fresh and prepared foods,
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drug store and general merchandise; retail grocery stores; wholesale

distributorship featuring fresh foods and groceries;

subscription-based order fulfillment services in the fields of books,
audiobooks, music, movies, TV shows, videos and games; advertising

services; administration of a discount program enabling participants

to obtain discounts on shipping services; expedited shipping services,
namely, arranging for freight transportation of packages by means of
truck and air.

 

GoodsfServices
Class Status -- ACTIVE. IC 038. US 100 101 104. G & S:

Video-on-demand transmission: Internet protocol television [IPTV]
transmission services; streaming of audio and video material on the

Internet; streaming of data; streaming of music, movies, TV shows and

games on the Internet; broadcasting services; audio and video
broadcasting services; subscription—based audio and video broadcasting

services over the Internet; Internet broadcasting services; Internet

radio broadcasting services; electronic data transmission; electronic

transmission and streaming of digital media content for others via

global and local computer networks; telecommunication services,

namely, transmission of webcasts; transmission of digital files;

electronic transmission of digital photo files among Internet users;

providing access to digital music websites on the Internet; providing
access to online directories, databases, websites, blogs and reference

materials; transmission of news; delivery of messages by electronic

transmission; electronic transmission of mail and messages; podcasting

services: providing on-line chat rooms for social networking;

providing internet chatrooms; providing an on—line forum for
transmission of messages among computer users and the transmission of

photos, videos, text, data, images and sound; electronic bulletin
board services.

 

 

GoodSI'Services

Class Status —— fiCTIVE. IC 039. US 100 105. G & S: Transport of
goods; providing a website featuring information in the field of

transportation; shipping, delivery, and storage of goods: freight

transportation by means of truck, train and air; goods warehousing;
packaging articles for transportation; merchandise packaging for

others; rental of storage containers; mailbox rental; locating and

arranging for reservations for storage space for others; courier
services; messenger services; distribution services, namely, providing

online services which afford customers the ability to select a

distribution point for goods purchased on the Internet;
membership—based truck, train, and air shipping programs; coordinating

travel arrangements for individuals and for groups: travel booking

agencies; providing a web site featuring travel information and
commentary.

 
 

GoodsIServices
Class Status —— ACTIVE. Is 041. as 100 101 101. G s 3:

Entertainment services, namely, in the nature of live visual and audio
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performances, namely, musical, variety, news and comedy shows;

publication of printed matter; book, audiobook, newspaper, magazine

and web magazine publishing; publishing of electronic publications;
providing non—downloadable electronic publications in the nature of

books, magazines, periodicals, brochures, journals, newsletters, and

newspapers in the fields of art, biography, business, children and
young adults, comedy, comics, drama, economics, education,

entertainment, fashion, fiction, finance, food, geography, hobbies,

history, law, lifestyle, literature, medicine, music, nature,
non—fiction, novels, parenting, politics, religion, romance, science,

science fiction, technology, self-help, spirituality, sports, style,

technolOgY. and travel; loaning and rental of books, audiobooks and
other publications; digital imaging services; provision of

non-downloadable videos featuring programs on a wide variety of

entertainment topics via a video-on-demand service; provision of

non—downloadable films, movies and television shows via a
video—on—demand service; film and video rental services; film, movie,

TV show and video production and distribution: creating and developing

concepts for movies and television programs; audio and video recording

services; providing online radio programming; digital audio, video and

multimedia publishing services; entertainment services, namely,
providing non—downloadable prerecorded music and audio programs

featuring fiction and non—fiction stories on a variety of topics, and

information in the field of music, and commentary and articles about

music, all on—line via a global computer network; providing
information, news and commentary in the field of music; providing

information, news and commentary in the field of reviews of audiobooks

for entertainment purposes; presenting live musical concerts and
performances; music production services; music publishing services;

providing online video games; providing online non-downloadable game

software; multimedia publishing of games; production of video and
computer game software; rental of video games; entertainment services,

namely, live performances by video game players; entertainment

services, namely, providing online non-downloadable videos in the
field of video games featuring video games being played by others;

entertainment services, namely, providing virtual environments in

which users can interact for recreational, leisure or entertainment
purposes; entertainment services, namely, providing on—line,

non-downloadable virtual clothing, colors, badges, tools and weapons

for use in virtual environments created for entertainment purposes;
providing an online website portal for consumers to play and

participate in on-line gaming and online electronic games for

recreational computer games playing purposes; arranging and conducting
sports competitions and tournaments for video game players; organizing

video gaming leagues; providing information on"ne relating to

computer games and enhancements for games; pub"shing of reviews;
providing a web site featuring the ratings, reviews and
recommendations of users on events and activities in the fields of

entertainment and education; providing a website featuring the ratings
and reviews of television, movies, videos, music, screenplays,

scripts, books and video game content; entertainment information;
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providing online news, information and commentary in the field 0:

entertainment; online journals, namely, blogs featuring information

about entertainment; entertainment services, namely, profiling of
musicians, artists and bands by providing non—downloadable video clips

of musical performances over a global computer network: arranging of

contests; sweepstake services; sweepstake services provided over a
global computer network hosting online sweepstakes and contests for
others.

  
 

GoodsfServices

Class Status -- ACTIVE. IC 042. US 100 101. G & 8: Leasing and

rental of computers and computer software; computer time-sharing
services; computer co—location services, namely, providing facilities

for the location of computer servers with the equipment of others;

rental of computing and data storage facilities of variable capacity
to third parties; computer diagnostic services; technical support

services, namely, troubleshooting in the nature of diagnosing computer

hardware and software problems; application service provider [ASP],

namely, hosting computer software applications for others; providing

temporary use of non—downloadable computer software for streaming,

broadcasting, transmitting, distributing, reproducing, organizing and

sharing music, audio, video, games and other data; providing temporary

use of non—downloadable computer software for use in authoring,
downloading, transmitting, receiving, editing, extracting, encoding,

decoding, playing, viewing, storing and organizing text, data, images,

and audio and video files; providing temporary use of non—downloadable

computer software to enable users to view or listen to audio, video,

text and multimedia content; providing temporary use of
non—downloadable computer software for creating and providing user

access to searchable databases of information and data; providing
temporary use of non—downloadable search engine software; providing
temporary use of non—downloadable computer software for wireless

content delivery; providing temporary use of non-downloadable computer

software for accessing online information; providing temporary use of
non—downloadable computer software for online shopping; providing

temporary use of non-downloadable computer software for facilitating

payments and online transactions; providing temporary use of
non—downloadable computer software that provides retail and ordering

services for a wide variety of consumer goods; providing temporary use

of non-downloadable computer software for use in disseminating
advertising for others; providing temporary use of non—downloadable

computer software for disseminating information regarding consumer

product discounts; providing temporary use of non-downloadable
computer software for use in sharing information about products,

services, and deals; providing temporary use of non-downloadable

computer software for use in barcode scanning and price comparison;
providing temporary use of non—downloadable compu_er software for

scheduling shipping and deliveries; providing temporary use of

non-downloadable computer software for electronic storage of data;
providing temporary use of non—downloadable compu_er software for

storing, organizing, editing and sharing photos; providing temporary
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use of non—downloadable computer software for image and speech

recognition; providing temporary use of non-downloadable computer

software for home automation; providing temporary use of
non—downloadable computer software for purchasing, accessing and

viewing movies, TV shows, videos, music, and multimedia content;

electronic data storage: data backup and recovery services; file
sharing services, namely, providing a website featuring technology

enabling users to upload and download electronic files: hosting of

digital content on the Internet: hosting, building and maintaining web
sites; computer services, namely, cloud hosting provider services;

providing search engines for the Internet; computer services, namely,

creating computer network-based indexes of information, websites and
resources; computer services, namely, hosting on—line web facilities

for others for organizing and conducting online meetings, gatherings,

and interactive discussions; computer services, namely, uploading

music and photos to the Internet for others; computer services,

namely, creating an on—line community for registered users to

participate in discussions, get feedback from their peers, form

virtual communities, and engage in social networking services in the

fields of books, TV shows, films, music, entertainment, video games,

fiction, and non-fiction: creating an on-line community for connecting
video players, teams and leagues for the purpose of organizing game

and sports activities; providing a website featuring technology that

creates personalized movie, TV show, video and music channels for

listening, viewing, and sharing; providing a subscription based
website featuring non—downloadable music, radio, movies, TV shows,

videos and information about music, albums, artists and songs;

providing an online website featuring technology that enables users to
share video game enhancements and game strategies.

 

 

Prior Registration(s)
3234643;3419886;4915349

Description of Mark
The mark consists of the word "PRIME" with a smile or arrow underneath

appearing in blue.

Colors Claimed

The colorls] blue isfare claimed as a feature of the mark.

Filing Date
ZOlTHOBKBl

Examining Attorney
KAJUBI, ELIZABETH

Attorney of Record
James F. Struthers
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DESIGN MARK

Serial Number
8103354?

Status

PREVIOUS AOTIONXALLOWANCE CCDNT WITHDRAWN

Word Mark
PRIME GT

Standard Character Mark
Yes

T‘ype at Mark
TRADEMARK; SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
[4] STANDARD CHARACTER MARK

Owner

Amazon Technologies, Inc. CORPORATION NEVADA Attn: Trademarks 410

Terry Ave N Seattle WASHINGTON 98109 

GoodsfServices
Class Status -- ACTIVE. IC 002. US 006 011 016. G & S: Automotive

paints.

GoodsiSenrices
Class Status -- ACTIVE. IC 003. US 001 004 006 050 051 052. G a 8:

Automotive cleaning and degreasing preparations; automobile wax; soaps

and detergents; shower and bath gel; bubble bath; non-medicated skin

care preparations: hand cream: body lotion: hair care preparations:

perfumes and colognes; deodorants for personal use; cosmetics.

GoodsiServices
Class Status —— ACTIVE. IC 004. US 001 006 015. G & S: Automotive

engine oils, greases and lubricants.

GoodsiServices
Class Status —— ACTIVE. IC 005. US 006 018 044 046 051 052. G & S:

First aid kits; medicated skin care preparations.

GoodsiServiees
Class Status -- ACTIVE. IC 008. US 023 028 044. G a S:

Hand—operated tools, namely, cutting tools, wrenches, pliers,

screwdrivers, hammers, buffers, wire cutters, utility knives, chisels,

Choppers, pumps, riveting tools, lifting jacks, saws, planers, drills
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and shovels; hand—operated automotive tools, namely, brake pad

spreaders, brake cylinder hones, brake spring removers, disc brake

piston cubes, drum brake adjusting tools, engine cylinder hones, ring
compressors, magnetic pick—up tools, valve spring depressors, ball

joint separators, valve holders and valve spring compressors; tool

aprons; tool belts; tool holders; scissors; cutlery, namely, forks,
spoons and knives; knives; knife sharpeners; forks; spoons; tableware,

namely, forks, spoons and knives; cutters for wine bottle foil.

GoodsfServices
Class Status -- ACTIVE. IC 009. US 021 023 026 036 038. G & S:

Downloadable newspapers; game software; computer hardware; computer
peripherals; mouse pads; cases for mobile phones; cases for computers;

camera cases; CD cases; DVD cases; bags and cases specifically adapted

for holding electronic equipment and accessories, namely, printers,
computers, mobile phones, portable electronic devices and cameras;

jumper cables; warning triangles; battery jump starters; automotive

testing equipment, namely, transmission testing equipment, brake

testing equipment, battery testing equipment, tire pressure gauges and

on—board diagnostic equipment; eyeglass frames; sunglasses.

GoodsfServices
Class Status —— ACTIVE. IC 011. US 013 021 023 031 034. G & S:

Lamps; bicycle lights, electric holiday lights, electric night lights,

pen lights, book lights, reading lights; flashlights.

Goodsfiervices
Class Status —— ACTIVE. 10 012. as 013 021 023 031 035 044. G & a:

Land vehicle parts and accessories, namely, differentials, wire

harnesses, leaf springs, coil springs, equalizers, connecting rods,

drive belts, diesel and non—diesel engines, axles, drive gears,

steering units, windshields, running boards, mud guards, wheels, tire

chains, fenders and transmissions; bicycle parts and accessories,

namely, brakes, chains, handle bars, racing number plates, forks,
drive trains, brake shoes, disk wheels, gear wheels, change—speed

gears, tubes and connectors for bicycle frames, rims and structural

parts for bicycles; carts; tire pumps; air pumps for bicycles and
automobiles; spare tire covers; antitheft alarms for vehicles; fitted
vehicle seat covers; automobile seat cushions; automobile roof racks;

fitted truck bed liners; cargo storage bins especially adapted to fit
in cars or trucks; luggage carriers for automobiles; ski carriers for

vehicles; tablet computer headrest mounts adapted for use in vehicles.

 

GoodsfServices
Class Status -- ACTIVE. IC 014. US 002 02? 028 050. G a 8:

Jewelry; watches; clocks; watch straps and watch bands; watch boxes;
jewelry boxes; boxes of precious metal; key rings and key chains of

precious metal; cuff-links; trophies of precious metal; medals for use
as awards.

GoodflServices
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Class Status —— ACTIVE. IC 016. US 002 005 022 023 029 03? 038 050.

G a S: Paper; cardboard; newspapers; stickers; calendars; posters:

gift wrapping paper; paper gift tags; non-magnetically encoded gift
cards; printed gift certificates; pen and pencil cases and boxes;

stationery cases: writing instruments, pens, pencils, erasers,

markers, crayons, highlighter pens; pencil sharpeners: book marks; pen
holders, pen trays, letter trays, letter racks, correspondence

holders, bookends; document portfolios; stationery-type portfolios;

pouches for writing instruments; binders, maps, address labels,
address books, paper labels; appointment books, day planners, calendar

desk pads, personal organizers, poster boards; lap desks; pads of

paper; desktop business card holders; desktop document racks and
organizers; adhesive tape dispensers for stationery, household and

office use; napkins and paper bags; paper towels; napkins, disposable

wipes not impregnated with chemicals or compounds, paper tablecloths;

money clips.

GoodsIServices
Class Status —— ACTIVE. 10 013. us 001 002 003 022 041. G & 3:

Leather and imitation leather; luggage; baggage tags; carrying cases;

athletic bags; sports bags: beach bags; briefcases: business card

cases; leather key chains; key cases; trunks; travelling bags;

handbags; purses; fanny packs; all—purpose carrying bags; tote bags;
shoulder bags; backpacks; coin purses; cosmetics bags sold empty;

wallets; umbrellas and parasols; beach umbrellas.

GoodsISeWices
Class Status —— ACTIVE. Ic 020. us 002 013 022 025 032 050. s & 3:

Furniture; picture, painting and art frames; mirrors; corkboards;

display cases, boards, racks, and stands; jewelry organizer displays;

non—metal award trophies; fitted fabric furniture covers; furniture
fittings, not of metal; key chains and key fobs, not of metal or

leather; pillows; outdoor holiday decorations, namely, inflatable

figures for use as outdoor holiday decorations, plush figures for use
as outdoor holiday decorations, and clear or translucent PVC or

polypropylene die cut forms having holiday-themed shapes and icons;

corkboards; cushions; drawer organizers; nonmetal and non-paper
containers for storage or transport; shower curtain hooks, rings,

rods; sink mats; sleeping bags.

 
  

GoodSIServices

Class Status -- ACTIVE. IC 025. US 022 039. G a S: Clothing,

namely, blouses, shirts, t-shirts, sweatshirts, pants, denim jeans,
slacks, shorts, skirts, tunics, tank tops, dresses, sweaters, scarves,

jackets and coats, fashion headbands and hats, belts, socks, gloves

and hosiery; footwear; headwear; neckwear; ski wear; rain wear;
sleepwear; swimwear; tennis wear; beachwear; infant wear; underwear;

loungewear.

GoodsfServices

Class Status -- ACTIVE. IC 028. US 022 023 038 050. G a S: Toys
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and games, namely, baby and children's multiple activity toys, bath

toys, battery-operated action toys, bendable toys, educational toys in

the nature of building blocks, puzzles, educational talking toys,
stuffed animals, educational card and memory games, educational board

games, electronic educational game machines for children, inflatable

toys, mechanical action toys, musical toys, non-riding transportation
toys, pop—up toys, punching toys, push toys, sand toys, sandbox toys,

model kits for making toy vehicles, squeezable squeaking toys, toy and

novelty face masks, toy animals and accessories therefor, toy boats,
toy building blocks, toy boxes, toy model train sets, toy robots, snow

globes, toy tools, jungle gyms, and play money; puzzles; toy figures;

toy cars; balloons; party favors in the nature of small toys; play
houses and toy accessories therefor; plush toys; squeeze toys; stuffed

toys; game machines, namely, ride-on game machines; amusement game

machines; arcade games; joysticks for video games; video game

consoles; sporting goods, namely, equipment for speed training,

athletic wrist and joint supports, and equipment for use in motor

sports; balls for games and sports; bags specially adapted for sports

equipment; Christmas tree decorations; pet toys.

GoodsISewices
Class Status —— ACTIVE. IC 035. US 100 101 102. G & S: Retail

store services featuring a wide variety of consumer and commercial
goods and services in the field of vehicles and motorsports; online

retail store services featuring a wide variety of consumer and

commercial goods and services in the field of vehicles and

motorsports; retail and online retail store services featuring a wide

variety of consumer and commercial goods and services; customer
loyalty program services featuring rewards in the form of discounted

shipping services, early access to retail discounts and offers, access
to books and other publications, discounted online storage of photos
and music, and discounted music and video streaming; retail services,

namely, administration of a program enabling participants to obtain

discounts on shipping services, early access to retail discounts and
offers, access to books and other publications, discounted online

storage of photos and music, and discounted music and video streaming;

administration of membership-based discounted shipping programs;
operating on—line marketplaces for sellers and buyers of goods and

services; providing consumer-product information via the Internet or

other computer or telecommunication networks; providing an online
searchable database in the field of consumer goods; advertising,

marketing and promotional services; hosting online promotions,

sweepstakes and contests for others, namely, promoting the sale of
goods and services of others by means of contests and sweepstakes.

 

GoodsfSewices

Class Status —— ACTIVE. IC 038. US 100 101 104. G & S: Streaming

of audio, visual and audiovisual material via a global computer
network; streaming of data; electronic data transmission; transmission
of digital files; audio broadcasting; delivery of digital music by

electronic transmission; providing access to digital music websites on
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the Internet; video broadcasting; electronic transmission and

streaming of digita' media content for others via global and local

computer networks; Internet broadcasting services; Internet protocol
television [IPTV] transmission services; transmission of news;

video-on-demand transmission services; webcasting services; wireless

broadcasting; delivery of messages by electronic transmission;
electronic mail and messaging services; podcasting services; providing

chat lines utilizing the internet; providing internet chatrooms;

providing on-line forums for transmission of messages among computer
users; electronic transmission of digital photo files among internet
users .

  
 

 

Goodsfiervices

Class Status -- ACTIVE. IC 039. US 100 105. G & S: Transport,

storage, shipping and delivery of goods; providing a website featuring
information in the field of transportation; rental of storage

containers; mailbox rental; travel arrangement for others, namely,

travel booking agencies and arranging transport for travel tours;

travel clubs; providing a web site featuring travel information and

commentary.

GoodsfServices
Class Status —— ACTIVE. IC 041. US 100 101 10?. G & S:

Entertainment services, namely, production and distribution of ongoing

television programs; providing non—downloadable films, movies and
television shows via a video—on—demand service; film and video rental

services; film and video production and distribution; film and video

production consulting services; creating and developing concepts for

television programs; audio and video recording services; digital

audio, video and multimedia publishing services; providing

non—downloadable prerecorded music, information in the field of music,
and commentary and articles about music, all on—line via a global

computer network: entertainment services in the nature of presenting

live musical concerts and performances; music production services;
music publishing services; providing online video games; providing

online non-downloadable game software; multimedia publishing of games:

production of video and computer game software; rental of video games;
publication of printed matter; book, audio—book, newspaper, magazine

and web magazine publishing; publishing of electronic publications;

lending of books and other publications; book rental; publishing of
reviews; providing a web site featuring the ratings, reviews and
recommendations of users on events and activities in the field of

entertainment and education; providing ratings and reviews of
television, movies, videos, music, screenplays, scripts, books and

video game content; entertainment services, namely, making television,

music, videos, television, video game, music, comedy, and spoken word
recording recommendations based on user generated data; entertainment

information; fan clubs: arranging of contests and sweepstakes;
providing online news, information and commentary in the field of
education, culture, sports, and entertainment; news agencies, namely,

gathering and dissemination of news; providing recognition and

  

 

.5.
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incentives in the nature of awards and contests to demonstrate

excellence in the field of entertainment; organizing conferences in

the fields of education, culture, sports, and entertainment for
non—business and non—commercial purposes; arranging of seminars;

arranging professional workshop and training courses.

 

GoodsIServices
Class Status -- ACTIVE. IC 042. US 100 101. G & S: Software

development; game software development; electronic data storage;
electronic storage of video, music and images; providing a website

featuring technology enabling users to upload, view, and download

videos, digital photos and music.

  

Goodsfiervices
C1ass Status -- ACTIVE. IC 00?. us 013 013 021 023 031 034 035. G

& S: Power tools, namely, drills, routers, circular saws,

screwdrivers, grease guns, cut-off tools, buffers, spray guns,

pneumatic wrenches, impact wrenches and air ratchets.

Goods'Services
C1ass Status -- ACTIVE. 1C 021. us 002 013 023 029 030 033 040 050.

G & S: Tableware, namely, coffee services, tea services, disposable

serving spoons, scoops for serving or portioning coffee, tea and food.

Filing Date
ZOlfifflfifll

Examining Attorney
MARTIN, CHRISTINE 

Attorney of Record
James F. Struthers
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DESIGN MARK

Serial Number
81111080

Status
NON—FINAL ACTION — MAILED

Word Mark
PRIME AIR

Standard Character Mark
Yes

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
[4] STANDARD CHARACTER MARK

Owner

Amazon Technologies, Inc. CORPORATION NEVADA 410 Terry Ave N Seattle
WASHINGTON 98109

GoodsfServiees

Class Status -- ACTIVE. IC 039. US 100 105. G & S: Air transport;

transport of goods: packaging and storage of goods: coordinating
travel arrangements for individuals and for groups; expedited shipping

service of goods for others.

Disclaimer Statement
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "AIR" APART FROM THE
MARK AS SHOWN.

Filing Date
2016/09K2o

Examining Attorneyr
ERVIN, INGA

Attorney of Record
James F. Struthers
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To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87575242 - PRIME INC. - 594085

Sent: 10/31/2017 12:40:12 PM

Sent As: ECOM103@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEIVLARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 10/31/2017 FOR US APPLICATION SERIAL NO. 87575242

Please follow the instructions below:

(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.

(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period. Your response deadline will be calculated from 10/31/2017 (or sooner if specified in the Oflz‘ce action). A response
transmitted through the Trademark Electronic Application System (TEAS) must be received before midnight Eastern Time of the last day of the
response period. For information regarding response time periods, see hfip://www.uspto.gov/trademarks/process/status/responsetime.jsp.

Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions. Instead, the USPTO recommends that you respond online using the TEAS response form located at
hfip://www.uspto.gov/trademarks/teas/response forms.jsp.

(3) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto. gov.

WARNING

Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see hfip://www.uspto.gov/trademarks/basics/abandon.jsp.

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that
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closely resemble the USPTO and their solicitations may look like an official government document. Many solicitations require that you pay
“fees.”

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.” For more information on how to handle
private company solicitations, see http://wwwuspto.gov/trademarks/solicitation warningsjsp.
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To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87575242 - PRIME INC. - 594085

Sent: 5/22/2018 1:01:14 PM

Sent As: ECOM103@USPTO.GOV

Attachments:

 
UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 

U.S. APPLICATION
SERIAL NO.  87575242

 

MARK: PRIME INC.

 

 

        

*87575242*

CORRESPONDENT

ADDRESS:

      JOSEPH L. JOHNSON

      LATHROP GAGE LLP

      910 EAST ST. LOUIS
STREET

      SUITE 100

      SPRINGFIELD, MO
65806-2523

 

GENERAL TRADEMARK

INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

 

VIEW YOUR APPLICATION FILE

 

APPLICANT: New Prime,
Inc.

 

 

 

CORRESPONDENT’S
REFERENCE/DOCKET
NO:  

      594085

CORRESPONDENT E-
MAIL ADDRESS: 

      
ipdocketing@lathropgage.com

 

 

 

SUSPENSION NOTICE: NO RESPONSE NEEDED

 

ISSUE/MAILING DATE: 5/22/2018

 

This suspension letter is in response to applicant’s communication of April 27, 2018.  

 

The requirement that applicant disclaim “INC.” that was set forth in the Office action of October 31, 2017 is SATISFIED.

 

With regard to the mark in Serial No.: 87544177 applicant’s assertion of ownership of this prior-filed pending application was not supported by
a declaration as required by TMEP §812.01.  Thus, this application remains a potential bar to registration.  The USPTO’s records indicate that
that applicant and the owner of the ‘177 application have different states of incorporation.   Applicant may elect to address this issue upon
removal of this matter from suspension.

mailto:ipdocketing@lathropgage.com
http://www.uspto.gov/trademarks/index.jsp
http://tsdr.uspto.gov/#caseNumber=87575242&caseType=SERIAL_NO&searchType=documentSearch


 

SUSPENSION

 

The trademark examining attorney is suspending action on the application for the reason(s) stated below.  See 37 C.F.R. §2.67; TMEP §§716 et
seq. 

 

The effective filing date of the pending application(s) identified below precedes the filing date of applicant’s application.   If the mark in the
referenced application(s) registers, applicant’s mark may be refused registration under Section 2(d) because of a likelihood of confusion with
that registered mark(s).  See 15 U.S.C. §1052(d); 37 C.F.R. §2.83; TMEP §§1208 et seq.  Therefore, action on this application is suspended until
the earlier-filed referenced application(s) is either registered or abandoned.  37 C.F.R. §2.83(c).  A copy of information relevant to this referenced
application(s) was sent previously.

 

            - Application Serial No(s). 87562203, 87177080, 87544177, and 87033547

 

PENDING CIVIL PROCEEDING(S):  The pending civil proceeding(s) below pertains to (1) a registered mark that conflicts with applicant’s
mark under Trademark Act Section 2(d), (2) a mark in a pending application(s) that could conflict with applicant’s mark under Section 2(d) if it
registers, and/or (3) the registrability of applicant’s mark.   See 15 U.S.C. §1052; 37 C.F.R. §2.83; TMEP §§716.02(a), (c)-(d), 1208 et seq. 
Because the civil proceeding(s) pertains to an issue that could directly affect whether applicant’s mark can be registered, action on this
application is suspended pending termination of the civil proceeding(s).  See 37 C.F.R. §2.67; TMEP §§716.02(a), (c)-(d).

 

            - Cancellation No(s). 92068470

 

            - Opposition No(s). 91239114

 

The USPTO will periodically conduct a status check of the application to determine whether suspension remains appropriate, and the trademark
examining attorney will issue as needed an inquiry letter to applicant regarding the status of the matter on which suspension is based.  TMEP
§§716.04, 716.05.  Applicant will be notified when suspension is no longer appropriate.  See TMEP §716.04.

 

No response to this notice is necessary; however, if applicant wants to respond, applicant should use the “Response to Suspension Inquiry or
Letter of Suspension” form online at http://teasroa.uspto.gov/rsi/rsi.

 

 

 

/Robert Andrew Cohen/

Trademark Examining Attorney

Law Office 103

(571) 270-1389

robert.cohen@uspto.gov

 

PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the Trademark Electronic Application System (TEAS) form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.

 

http://teasroa.uspto.gov/rsi/rsi
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp


To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87575242 - PRIME INC. - 594085

Sent: 5/22/2018 1:01:15 PM

Sent As: ECOM103@USPTO.GOV

Attachments:

 

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

 

 

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION

 

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 5/22/2018 FOR U.S. APPLICATION SERIAL NO.87575242

 

Please follow the instructions below:

 

(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov/, enter the U.S. application serial number, and click on
“Documents.”

 

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.

 

(2)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

 

WARNING

 

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay
“fees.”  

 

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation.  All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

 

 

mailto:ipdocketing@lathropgage.com
http://tsdr.uspto.gov/view.action?sn=87575242&type=SUL&date=20180522#tdrlink
http://tsdr.uspto.gov/
mailto:TSDR@uspto.gov
http://www.uspto.gov/trademarks/solicitation_warnings.jsp
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To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. Trademark Application Serial No. 87575242 - PRIME INC. - 594085

Sent: August 08, 2019 10:59:19 AM

Sent As: ecom103@uspto.gov

Attachments:

 
United States Patent and Trademark Office (USPTO)

Office Action (Official Letter) About Applicant’s Trademark Application

 

U.S. Application Serial No.
87575242

 

Mark:  PRIME INC.

 

 

 

 

Correspondence Address: 

      JOSEPH L. JOHNSON

      LATHROP GAGE LLP

      910 EAST ST. LOUIS
STREET

      SUITE 100

      SPRINGFIELD, MO
65806-2523

 

 

 

 

Applicant:  New Prime, Inc.

 

 

 

Reference/Docket No.
594085

 

Correspondence Email
Address: 

      
ipdocketing@lathropgage.com

 

 

 

SUSPENSION NOTICE

No Response Required

 

 

Issue date:  August 08, 2019

 

This suspension notice is in response to applicant’s communication of July 22, 2019.

 

Based on applicant’s response, the Section 2(d) refusal based on U.S. Registration No.: 5221886 is hereby WITHDRAWN.

 

Applicant was also previously apprised of a prior-filed application, (U.S. Serial No. 87562203), for the mark “PRIME INC. INTERMODAL”.  
This application has abandoned and is no longer a potential bar to registration of applicant’s mark.

mailto:ipdocketing@lathropgage.com


 

Applicant has submitted a verified statement that it is the owner of prior-filed U.S. application Serial No. 87544177.  Therefore, this application
is no longer a bar to registration of the applicant’s mark.

 

The application is suspended for the reason(s) specified below.  See 37 C.F.R. §2.67; TMEP §§716 et seq. 

 

Application suspended until legal proceeding(s) involving the applied-for mark is resolved.  The legal proceeding(s) below involves (1) a
registered mark that conflicts with applicant’s mark under Trademark Act Section 2(d), a mark in a pending application(s) that could conflict
with applicant’s mark under Section 2(d) if it registers, and/or (3) the registrability of applicant’s mark.   15 U.S.C. §1052; see 37 C.F.R. §2.83;
TMEP §§716.02(a), (c)-(d), 1208 et seq.  Because the outcome of this proceeding(s) could directly affect whether applicant’s mark can register,
action on this application is suspended until proceeding(s) is resolved.  See 37 C.F.R. §2.67; TMEP §§716.02(a), (c)-(d).

 

            - Opposition No(s). 91239114, 91245113, and 91246273

 

Suspension process.  The USPTO will periodically check this application to determine if it should remain suspended.  See TMEP §716.04.  As
needed, the trademark examining attorney will issue a letter to applicant to inquire about the status of the reason for the suspension.  TMEP
§716.05. 

 

No response required.  Applicant may file a response, but is not required to do so. 

 

 

/Robert Andrew Cohen/

Trademark Examining Attorney

Law Office 103

(571) 270-1389

robert.cohen@uspto.gov

 

 

 

https://teas.uspto.gov/rsi/rsi


To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. Trademark Application Serial No. 87575242 - PRIME INC. - 594085

Sent: August 08, 2019 10:59:20 AM

Sent As: ecom103@uspto.gov

Attachments:

 

United States Patent and Trademark Office (USPTO)

 

USPTO OFFICIAL NOTICE

 

Office Action (Official Letter) has issued

on August 08, 2019 for

U.S. Trademark Application Serial No. 87575242

 

Your trademark application has been reviewed by a trademark examining attorney.  As part of that review, the assigned attorney has
issued an official letter.  Please follow the steps below.

 

(1)  Read the official letter.  No response is necessary.

 

(2)  Direct questions about the contents of the Office action to the assigned attorney below. 

 

/Robert Andrew Cohen/

Trademark Examining Attorney

Law Office 103

(571) 270-1389

robert.cohen@uspto.gov

 

Direct questions about navigating USPTO electronic forms, the USPTO website, the application process, the status of your
application, and/or whether there are outstanding deadlines or documents related to your file to the Trademark Assistance Center
(TAC).

 

 

 

GENERAL GUIDANCE

·       Check the status of your application periodically in the Trademark Status & Document Retrieval (TSDR) database to avoid
missing critical deadlines.

 

·       Update your correspondence email address, if needed, to ensure you receive important USPTO notices about your
application.

 

·       Beware of misleading notices sent by private companies about your application.  Private companies not associated with
the USPTO use public information available in trademark registrations to mail and email trademark-related offers and notices –
most of which require fees.  All official USPTO correspondence will only be emailed from the domain “@uspto.gov.”

mailto:ipdocketing@lathropgage.com
http://tsdr.uspto.gov/view.action?sn=87575242&type=SUL&date=20190808#tdrlink
http://tsdr.uspto.gov/view.action?sn=87575242&type=SUL&date=20190808#tdrlink
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks-application-process/check-status-view-documents
http://tsdr.uspto.gov/
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks-getting-started/caution-misleading-notices


  

EXHIBIT H  EXHIBIT H



To: Amazon Technologies, Inc. (trademarks@beharlawfirm.com)

Subject: U.S. Trademark Application Serial No. 88671191 - BUSINESS PRIME - 15018/0475

Sent: January 22, 2020 05:00:35 PM

Sent As: ecom106@uspto.gov

Attachments: Attachment - 1

Attachment - 2

Attachment - 3

Attachment - 4

Attachment - 5

 

United States Patent and Trademark Office (USPTO)

Office Action (Official Letter) About Applicant’s Trademark Application

 
U.S. Application Serial No.

88671191

 

Mark:  BUSINESS PRIME

 

 

 

 

Correspondence Address: 

BRAD M. BEHAR

BRAD M. BEHAR &

ASSOCIATES, PLLC

94 SECOND STREET

MINEOLA, NY 11501

 

 

 

Applicant:  Amazon

Technologies, Inc.

 

 
 

Reference/Docket No.

15018/0475

 

Correspondence Email

Address: 

 

trademarks@beharlawfirm.com

 

 

 

NONFINAL OFFICE ACTION

 

The USPTO must receive applicant’s response to this letter within six months of the issue date below or the application will be abandoned. 

Respond using the Trademark Electronic Application System (TEAS).  A link to the appropriate TEAS response form appears at the end of this

Office action. 

 

 

Issue date:  January 22, 2020

 

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to

the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

 

Summary of Issues

Disclaimer Requirement

Identification of Services: Classes 35 and 39

 

Search Results

 

mailto:trademarks@beharlawfirm.com
../OOA0002.jpg
../OOA0003.jpg
../OOA0004.jpg
../OOA0005.jpg
../OOA0006.jpg
https://www.uspto.gov/trademarks-application-process/abandoned-applications


The trademark examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that

would bar registration under Trademark Act Section 2(d).  TMEP §704.02; see 15 U.S.C. §1052(d).

 

Disclaimer Requirement

 

A “disclaimer” is a statement in the application record that an applicant does not claim exclusive rights to an unregistrable component of the

mark.  See Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 979-80, 144 USPQ 433, 433 (C.C.P.A. 1965); TMEP §1213.  A disclaimer does

not physically remove the disclaimed matter from the mark or otherwise affect the appearance of the mark.  See Schwarzkopf v. John H. Breck,

Inc., 340 F.2d at 979, 144 USPQ2d at 433; TMEP §1213.

 

The following cases further explain the disclaimer requirement:  Dena Corp. v. Belvedere Int’l Inc ., 950 F.2d 1555, 21 USPQ2d 1047 (Fed. Cir.

1991); In re Brown-Forman Corp., 81 USPQ2d 1284 (TTAB 2006); In re Kraft, Inc., 218 USPQ 571 (TTAB 1983).

 

Applicant must provide a disclaimer of the unregistrable part(s) of the applied-for mark even though the mark as a whole appears to be

registrable.  See 15 U.S.C. §1056(a); TMEP §§1213, 1213.03(a).  A disclaimer of an unregistrable part of a mark will not affect the mark’s

appearance.  See Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 979-80, 144 USPQ 433, 433 (C.C.P.A. 1965).

 

In this case, applicant must disclaim the word “business” because it is not inherently distinctive.   These unregistrable term(s) at best are merely

descriptive of an ingredient, quality, characteristic, function, feature, purpose, or use of applicant’s goods and/or services.   See 15 U.S.C.

§1052(e)(1); DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012); TMEP

§§1213, 1213.03(a). 

 

The attached evidence defines “business” as a commercial or sometimes an industrial enterprise.   This term merely describes applicant’s

services because the purpose of the services is to provide commercial or industrial enterprises. 

 

Applicant may respond to this issue by submitting a disclaimer in the following format: 

 

No claim is made to the exclusive right to use “BUSINESS” apart from the mark as shown.  

 

For an overview of disclaimers and instructions on how to satisfy this issue using the Trademark Electronic Application System (TEAS), see the

Disclaimer webpage. 

 

Identification of Services: Classes 35 and 39

 

In Class 35, the wording “Business services, namely, administrating a product procurement program with product and vendor pre-approvals,

budgets or spending restrictions, and payment processing; Business services, namely, administrating an online product procurement membership

program for buyers and sellers” in the identification of services is indefinite and must be clarified.   See 37 C.F.R. §2.32(a)(6); TMEP §1402.01. 

Applicant must further clarify the nature of these services by separating out financial services into Class 36 and business services in Class 35.

 

Applicant may substitute the following wording, if accurate: 

 

Class  35:        On-line retail store services featuring a wide variety of consumer goods of others; Business services, namely,

administrating a product procurement program with product and vendor pre-approvals; Business services, namely,

administrating an online product procurement membership program for others for buyers and sellers; Retail services,

namely, administration of a membership program enabling participants to sell or purchase business supplies; Retail

services, namely, administration of a membership program enabling participants to obtain product and shipping discounts;

Membership program services featuring discounted shipping services, early access to retail discounts, and special offers;

Administering a discount purchasing program providing discounts on shipping services, access to discounts on retail

products and offers, structured purchasing options with preset budgets, and payment terms; Advertising, marketing and

promotion services; Administration of a discount program enabling participants to purchase business supplies with

expedited delivery

 

Class  36:        administrating product procurement program with financial budgets or spending restrictions, and electronic payment

processing

 

In Class 39, the wording “coordinating transportation, shipping, and delivery services” in the identification of services is indefinite and must be

clarified.  See 37 C.F.R. §2.32(a)(6); TMEP §1402.01.  Applicant must indicate the type of goods being coordinated. 

 

Next, the services “transportation, shipping, and delivery logistics management services” are classified incorrectly.   Applicant must amend the

https://www.uspto.gov/trademark/laws-regulations/how-satisfy-disclaimer-requirement


application to classify the services in International Class 35.  See 37 C.F.R. §§2.32(a)(7), 2.85; TMEP §§1401.02(a), 1401.03(b).

 

Applicant may substitute the following wording, if accurate:

 

            Class  35:        transportation, shipping, and delivery logistics management services         

 

Class  39:        Coordinating transportation, shipping, and delivery services of parcel containers and goods of others; providing

transportation, shipping, and delivery information; providing transportation, shipping, and delivery consultancy and

advisory services; vehicle rental; truck rental

 

Applicant’s goods and/or services may be clarified or limited, but may not be expanded beyond those originally itemized in the application or as

acceptably amended.  See 37 C.F.R. §2.71(a); TMEP §1402.06.  Applicant may clarify or limit the identification by inserting qualifying language

or deleting items to result in a more specific identification; however, applicant may not substitute different goods and/or services or add goods

and/or services not found or encompassed by those in the original application or as acceptably amended.  See TMEP §1402.06(a)-(b).  The scope

of the goods and/or services sets the outer limit for any changes to the identification and is generally determined by the ordinary meaning of the

wording in the identification.  TMEP §§1402.06(b), 1402.07(a)-(b).  Any acceptable changes to the goods and/or services will further limit scope,

and once goods and/or services are deleted, they are not permitted to be reinserted.  TMEP §1402.07(e).

 

For assistance with identifying and classifying goods and services in trademark applications, please see the USPTO’s online searchable U.S.

Acceptable Identification of Goods and Services Manual.  See TMEP §1402.04.

 

Response Guidelines

 

For this application to proceed, applicant must explicitly address each refusal and/or requirement in this Office action.  For a refusal, applicant

may provide written arguments and evidence against the refusal, and may have other response options if specified above.  For a requirement,

applicant should set forth the changes or statements.  Please see “ Responding to Office Actions” and the informational video “Response to

Office Action” for more information and tips on responding.

 

The term “TMEP” refers to the USPTO’s Trademark Manual of Examining Procedure, a manual written by USPTO trademark attorneys that

explains the laws and procedures applicable to the trademark application, registration, and post-registration processes.  The USPTO updates the

TMEP periodically to reflect changes in law, policy, and procedure. 

 

An applicant may check the status of or view documents filed in an application or registration using the Trademark Status and Document

Retrieval (TSDR) system.  Enter the application serial number or registration number and click on “Status” or “Documents.”

 

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL

REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application online

using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to Office

actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address; and (3)

agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application.  See 37 C.F.R. §§2.22(b), 2.23(b);

TMEP §§819, 820.  TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of $125

per class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04.  However, in certain situations, TEAS

Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-mail without incurring

this additional fee.  

 

Please call or email the assigned trademark examining attorney with questions about this Office action.  Although the trademark examining

attorney cannot provide legal advice or statements about applicant’s rights, the trademark examining attorney can provide applicant with

additional explanation about the refusal(s) and/or requirement(s) in this Office action.  See TMEP §§705.02, 709.06.  Although the USPTO does

not accept emails as responses to Office actions, emails can be used for informal communications and will be included in the application record. 

See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05. 

 

Please note that informal email communication with the Office is not confidential and will be made part of the public record.  TMEP §709.04.

 

How to respond.  Click to file a response to this nonfinal Office action.    

 

 

/Dannean J Hetzel/

Examining Attorney

Law Office 106

https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
http://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-getting-started/process-overview/trademark-information-network#heading-14
https://www.uspto.gov/trademarks-getting-started/process-overview/trademark-information-network#heading-14
https://tmep.uspto.gov/RDMS/TMEP/current#/current/d1e2.html
http://tsdr.uspto.gov/
http://tsdr.uspto.gov/
http://teas.uspto.gov/office/roa/


dannean.hetzel@uspto.gov

571-272-8858

 

 

RESPONSE GUIDANCE

Missing the response deadline to this letter will cause the application to abandon.  A response or notice of appeal must be received by

the USPTO before midnight Eastern Time of the last day of the response period.  TEAS and ESTTA maintenance or unforeseen

circumstances could affect an applicant’s ability to timely respond.  

 

Responses signed by an unauthorized party are not accepted and can cause the application to abandon.  If applicant does not have an

attorney, the response must be signed by the individual applicant, all joint applicants, or someone with legal authority to bind a juristic

applicant.  If applicant has an attorney, the response must be signed by the attorney.

 

If needed, find contact information for the supervisor of the office or unit listed in the signature block.

 

https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information
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GAMES BROWSE THESAURUS WORD OF THE DAY WORDS AT PLAY LOG IN REGISTER m SAVED WORDS

SINCE 1828

THESAURUS 
buSineSS noun, often attributive

@ Save Word

busi-ness l i 'biz-nes 6‘ ma; Southern also bid-G \

Definition of business

1 a : a usually commercial or mercantile activity engaged in as a means of
livelihood : TRADE, LINE
ii in the restaurant business

b : a commercial or sometimes an industrial enterprise

also : such enterprises
ii the business district WORD or THE em

I: : dealings or transactions especially of an economic nature : PATRONAGE
ii took their business elsewhere nurture G

to help to grow, develop, or
2 a :ROLE. FUNCTION succeed

ii how the human mind went about its business oi learning
— H, A, Overstreei

Get Word or the Day daily email!
I} : an immediate task or objective : MISSION

ll what is your business here
Your email addrs Si-JES'LFHHE
 

n . a narfir-I Ilar flair! nf nnrloaunr
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c : a particularfietd of endeavor
ii the best in the business

3 : AFFAIR, MATTER

ii the whole business got out of hand
ii business as usual

4 a :personal concern

ii none of your business

I: : RIGHT

it you have no business speaking to me that way

5 a : serious activity requiring time and effort and usually the avoidance of
 

distractions

ii got down to business

TEST YOUR VOCABULARY

b : maximum effort Intact Latin QUIZ

5 I CREATION, CONCOCTION What did focus mean in
Latin?  

7 : movement or action (such as lighting a cigarette) by an actor intended especially to  
 

 
establish atmosphere, teveal character, or explain a situation "'m" ]L “mm"

— called also stage business I square ]I boundary ]

B a :a damaging assault
5 p E L t. Can you spell these 10commonly misspelled words?

TAKE THE QUIZ »b : REBUKE, TONGUE-LASHING l 'l

c : DOUBLE CROSS

9 ; a bowel movement —used especially of pets 795‘ “3‘" “WWW?" ' .a"dIeam some mteiestlng thlngs
along the way.

10 archaic : purposeful activity : BUSYNESS TAKE THE ouuz n 
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J, Synonyms

J, Choose the Right Synonym

J, More Example Sentences

J, Learn More about business

Synonyms for business

Synonyms

custom, patronage

 

Choose the Right Synonym for business

BUSINESS, COMMERCE, TRADE, INDUSTRY, TRAFFIC mean activity concerned with
the supplying and distribution of commodities. BUSINESS may be an inclusive term but
specifically designates the activities of those engaged in the purchase or sate of
commodities or in related financial transactions. COMMERCE and TRADE impiy the
exchange and transportation of commodities. INDUSTRY applies to the producing of
commodities, especially by manufacturing or processing, usually on a large scale.
TRAFFEC applies to the operation and functioning of public carriers of goods and
persons.

synonyms see in addition work

Examples of business in a Sentence

H Forever Odd is a direct sequel to 2003's Odd Thomas, the book in which we were
introduced to the titie character, a young man who can see the dead. They can‘t tall-t to
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.uvuuuuu .v “n. “my unsung“... m Jan...- :I ”u...- "u... u...- an". n... uuuu. ...u, v...” . u..." u.

him butthey can nudge him in the direction they want, which is usually to help them tidy
up some unfinished business from when they were alive.
— Chades De Lint, Fantasy & Science Fiction, May 2006

it The Sun may never set, but air temperatures can plummet to -4 degrees Fahrenheit,
and blinding snowstorrns appear without warning. Sunbathing here can be risky
business: even huddled in our parkas and boots, the members of our expedition live
under the constant threat of frostbite and hypothermia.
— Terrie M. Williams, Naturai History, October 2003

 See More {Ell

Recent Examples on the Web

ii Cataldo's family operates Jo-Cat‘s pub, another Brady Street business.
— Caro! Deptolla, Miiwaukee Journei Sentinei, "A new restaurant called St. Bibiana IS planned for
Brady Street," 10 Jan 2020

ii Neon plans to launch later this year but has not yet landed on a business model.
— Samantha Murphy Kelly, CNN, "Neon’s ‘anificial human‘ is a scary glimpse of the future that's
(mostly) still hype," 10 Jan, 2020

These example sentences are selected automaticatly from various online news sources to reflect current usage of the
word 'business.‘ Views expressed in the examples do not represent the opinion of Merriam—Webster or its editors. Send us
teedba ck.

See More ('31 

First Known Use of business

14th century, in the meaning defined at sense 10

History and Etymology for business
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Middle English bisynesse, from bisy busy + -nesse -ness

Learn More about business

Share business Time Traveler for business

The first known use of business

was in the 14th century

See more words from the same century

From the Editors at Merriam-Webster

Every Letter is Silent, Sometimes
When each letter can be seen but not heard 

Dictionary Entries near Phrases Related to business

bus-mess all that business

bushy stunt business as usual

bushy-tailed rat business community

busine business day

business business district

business administration business hours



To: Amazon Technologies, Inc. (trademarks@beharlawfirm.com)

Subject: U.S. Trademark Application Serial No. 88671191 - BUSINESS PRIME - 15018/0475

Sent: January 22, 2020 05:00:35 PM

Sent As: ecom106@uspto.gov

Attachments:

 

United States Patent and Trademark Office (USPTO)

 

USPTO OFFICIAL NOTICE

 
Office Action (Official Letter) has issued

on January 22, 2020 for

U.S. Trademark Application Serial No. 88671191

 
Your trademark application has been reviewed by a trademark examining attorney.  As part of that review, the assigned attorney has
issued an official letter that you must respond to by the specified deadline or your application will be abandoned.  Please follow the
steps below.

 

(1)  Read the official letter.

 

(2)  Direct questions about the contents of the Office action to the assigned attorney below. 

 

 

/Dannean J Hetzel/

Examining Attorney

Law Office 106

dannean.hetzel@uspto.gov

571-272-8858

 

Direct questions about navigating USPTO electronic forms, the USPTO website, the application process, the status of your
application, and/or whether there are outstanding deadlines or documents related to your file to the Trademark Assistance Center
(TAC).

 

(3)  Respond within 6 months (or earlier, if required in the Office action) from January 22, 2020, using the Trademark Electronic
Application System (TEAS).  The response must be received by the USPTO before midnight Eastern Time of the last day of the
response period.  See the Office action for more information about how to respond

 

 

 

GENERAL GUIDANCE
·         Check the status of your application periodically in the Trademark Status & Document Retrieval (TSDR) database to avoid

missing critical deadlines.

 

·         Update your correspondence email address, if needed, to ensure you receive important USPTO notices about your
application.

 

·         Beware of misleading notices sent by private companies about your application.  Private companies not associated with
the USPTO use public information available in trademark registrations to mail and email trademark-related offers and notices –
most of which require fees.  All official USPTO correspondence will only be emailed from the domain “@uspto.gov.”

 

 

 

mailto:trademarks@beharlawfirm.com
https://www.uspto.gov/trademarks-application-process/abandoned-applications
http://tsdr.uspto.gov/view.action?sn=88671191&type=OOA&date=20200122#tdrlink
http://tsdr.uspto.gov/view.action?sn=88671191&type=OOA&date=20200122#tdrlink
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks-application-process/check-status-view-documents
http://tsdr.uspto.gov/
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks-getting-started/caution-misleading-notices


  

EXHIBIT I  EXHIBIT I



To: Amazon Technologies, Inc. (trademarks@beharlawfirm.com)

Subject: U.S. Trademark Application Serial No. 88671197 - BUSINESS PRIME - 15018/0477

Sent: January 22, 2020 05:01:44 PM

Sent As: ecom106@uspto.gov

Attachments: Attachment - 1

Attachment - 2

Attachment - 3

Attachment - 4

Attachment - 5

 

United States Patent and Trademark Office (USPTO)

Office Action (Official Letter) About Applicant’s Trademark Application

 
U.S. Application Serial No.

88671197

 

Mark:  BUSINESS PRIME

 

 

 

 

Correspondence Address: 

BRAD M. BEHAR

BRAD M. BEHAR &

ASSOCIATES, PLLC

94 SECOND STREET

MINEOLA, NY 11501

 

 

 

Applicant:  Amazon

Technologies, Inc.

 

 
 

Reference/Docket No.

15018/0477

 

Correspondence Email

Address: 

 

trademarks@beharlawfirm.com

 

 

 

NONFINAL OFFICE ACTION

 

The USPTO must receive applicant’s response to this letter within six months of the issue date below or the application will be abandoned. 

Respond using the Trademark Electronic Application System (TEAS).  A link to the appropriate TEAS response form appears at the end of this

Office action. 

 

 

Issue date:  January 22, 2020

 

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to

the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

 

Summary of Issues

Disclaimer Requirement

Identification of Services: Classes 35 and 39

 

Search Results

 

mailto:trademarks@beharlawfirm.com
../OOA0002.jpg
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../OOA0004.jpg
../OOA0005.jpg
../OOA0006.jpg
https://www.uspto.gov/trademarks-application-process/abandoned-applications


The trademark examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that

would bar registration under Trademark Act Section 2(d).  TMEP §704.02; see 15 U.S.C. §1052(d).

 

Disclaimer Requirement

 

A “disclaimer” is a statement in the application record that an applicant does not claim exclusive rights to an unregistrable component of the

mark.  See Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 979-80, 144 USPQ 433, 433 (C.C.P.A. 1965); TMEP §1213.  A disclaimer does

not physically remove the disclaimed matter from the mark or otherwise affect the appearance of the mark.  See Schwarzkopf v. John H. Breck,

Inc., 340 F.2d at 979, 144 USPQ2d at 433; TMEP §1213.

 

The following cases further explain the disclaimer requirement:  Dena Corp. v. Belvedere Int’l Inc ., 950 F.2d 1555, 21 USPQ2d 1047 (Fed. Cir.

1991); In re Brown-Forman Corp., 81 USPQ2d 1284 (TTAB 2006); In re Kraft, Inc., 218 USPQ 571 (TTAB 1983).

 

Applicant must provide a disclaimer of the unregistrable part(s) of the applied-for mark even though the mark as a whole appears to be

registrable.  See 15 U.S.C. §1056(a); TMEP §§1213, 1213.03(a).  A disclaimer of an unregistrable part of a mark will not affect the mark’s

appearance.  See Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 979-80, 144 USPQ 433, 433 (C.C.P.A. 1965).

 

In this case, applicant must disclaim the word “business” because it is not inherently distinctive.   These unregistrable term(s) at best are merely

descriptive of an ingredient, quality, characteristic, function, feature, purpose, or use of applicant’s goods and/or services.   See 15 U.S.C.

§1052(e)(1); DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012); TMEP

§§1213, 1213.03(a). 

 

The attached evidence defines “business” as a commercial or sometimes an industrial enterprise.   This term merely describes applicant’s

services because the purpose of the services is to provide commercial or industrial enterprises. 

 

Applicant may respond to this issue by submitting a disclaimer in the following format: 

 

No claim is made to the exclusive right to use “BUSINESS” apart from the mark as shown.  

 

For an overview of disclaimers and instructions on how to satisfy this issue using the Trademark Electronic Application System (TEAS), see the

Disclaimer webpage. 

 

Identification of Services: Classes 35 and 39

 

In Class 35, the wording “Business services, namely, administrating a product procurement program with product and vendor pre-approvals,

budgets or spending restrictions, and payment processing; Business services, namely, administrating an online product procurement membership

program for buyers and sellers” in the identification of services is indefinite and must be clarified.   See 37 C.F.R. §2.32(a)(6); TMEP §1402.01. 

Applicant must further clarify the nature of these services by separating out financial services into Class 36 and business services in Class 35.

 

Applicant may substitute the following wording, if accurate: 

 

Class  35:        On-line retail store services featuring a wide variety of consumer goods of others; Business services, namely,

administrating a product procurement program with product and vendor pre-approvals; Business services, namely,

administrating an online product procurement membership program for others for buyers and sellers; Retail services,

namely, administration of a membership program enabling participants to sell or purchase business supplies; Retail

services, namely, administration of a membership program enabling participants to obtain product and shipping discounts;

Membership program services featuring discounted shipping services, early access to retail discounts, and special offers;

Administering a discount purchasing program providing discounts on shipping services, access to discounts on retail

products and offers, structured purchasing options with preset budgets, and payment terms; Advertising, marketing and

promotion services; Administration of a discount program enabling participants to purchase business supplies with

expedited delivery

 

Class  36:        administrating product procurement program with financial budgets or spending restrictions, and electronic payment

processing

 

In Class 39, the wording “coordinating transportation, shipping, and delivery services” in the identification of services is indefinite and must be

clarified.  See 37 C.F.R. §2.32(a)(6); TMEP §1402.01.  Applicant must indicate the type of goods being coordinated. 

 

Next, the services “transportation, shipping, and delivery logistics management services” are classified incorrectly.   Applicant must amend the

https://www.uspto.gov/trademark/laws-regulations/how-satisfy-disclaimer-requirement


application to classify the services in International Class 35.  See 37 C.F.R. §§2.32(a)(7), 2.85; TMEP §§1401.02(a), 1401.03(b).

 

Applicant may substitute the following wording, if accurate:

 

            Class  35:        transportation, shipping, and delivery logistics management services         

 

Class  39:        Coordinating transportation, shipping, and delivery services of parcel containers and goods of others; providing

transportation, shipping, and delivery information; providing transportation, shipping, and delivery consultancy and

advisory services; vehicle rental; truck rental

 

Applicant’s goods and/or services may be clarified or limited, but may not be expanded beyond those originally itemized in the application or as

acceptably amended.  See 37 C.F.R. §2.71(a); TMEP §1402.06.  Applicant may clarify or limit the identification by inserting qualifying language

or deleting items to result in a more specific identification; however, applicant may not substitute different goods and/or services or add goods

and/or services not found or encompassed by those in the original application or as acceptably amended.  See TMEP §1402.06(a)-(b).  The scope

of the goods and/or services sets the outer limit for any changes to the identification and is generally determined by the ordinary meaning of the

wording in the identification.  TMEP §§1402.06(b), 1402.07(a)-(b).  Any acceptable changes to the goods and/or services will further limit scope,

and once goods and/or services are deleted, they are not permitted to be reinserted.  TMEP §1402.07(e).

 

For assistance with identifying and classifying goods and services in trademark applications, please see the USPTO’s online searchable U.S.

Acceptable Identification of Goods and Services Manual.  See TMEP §1402.04.

 

Response Guidelines

 

For this application to proceed, applicant must explicitly address each refusal and/or requirement in this Office action.  For a refusal, applicant

may provide written arguments and evidence against the refusal, and may have other response options if specified above.  For a requirement,

applicant should set forth the changes or statements.  Please see “ Responding to Office Actions” and the informational video “Response to

Office Action” for more information and tips on responding.

 

The term “TMEP” refers to the USPTO’s Trademark Manual of Examining Procedure, a manual written by USPTO trademark attorneys that

explains the laws and procedures applicable to the trademark application, registration, and post-registration processes.  The USPTO updates the

TMEP periodically to reflect changes in law, policy, and procedure. 

 

An applicant may check the status of or view documents filed in an application or registration using the Trademark Status and Document

Retrieval (TSDR) system.  Enter the application serial number or registration number and click on “Status” or “Documents.”

 

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL

REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application online

using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to Office

actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address; and (3)

agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application.  See 37 C.F.R. §§2.22(b), 2.23(b);

TMEP §§819, 820.  TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of $125

per class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04.  However, in certain situations, TEAS

Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-mail without incurring

this additional fee.  

 

Please call or email the assigned trademark examining attorney with questions about this Office action.  Although the trademark examining

attorney cannot provide legal advice or statements about applicant’s rights, the trademark examining attorney can provide applicant with

additional explanation about the refusal(s) and/or requirement(s) in this Office action.  See TMEP §§705.02, 709.06.  Although the USPTO does

not accept emails as responses to Office actions, emails can be used for informal communications and will be included in the application record. 

See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05. 

 

Please note that informal email communication with the Office is not confidential and will be made part of the public record.  TMEP §709.04.

 

How to respond.  Click to file a response to this nonfinal Office action.    

 

 

/Dannean J Hetzel/

Examining Attorney

Law Office 106

https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
http://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-getting-started/process-overview/trademark-information-network#heading-14
https://www.uspto.gov/trademarks-getting-started/process-overview/trademark-information-network#heading-14
https://tmep.uspto.gov/RDMS/TMEP/current#/current/d1e2.html
http://tsdr.uspto.gov/
http://tsdr.uspto.gov/
http://teas.uspto.gov/office/roa/


dannean.hetzel@uspto.gov

571-272-8858

 

 

RESPONSE GUIDANCE

Missing the response deadline to this letter will cause the application to abandon.  A response or notice of appeal must be received by

the USPTO before midnight Eastern Time of the last day of the response period.  TEAS and ESTTA maintenance or unforeseen

circumstances could affect an applicant’s ability to timely respond.  

 

Responses signed by an unauthorized party are not accepted and can cause the application to abandon.  If applicant does not have an

attorney, the response must be signed by the individual applicant, all joint applicants, or someone with legal authority to bind a juristic

applicant.  If applicant has an attorney, the response must be signed by the attorney.

 

If needed, find contact information for the supervisor of the office or unit listed in the signature block.

 

https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information
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GAMES BROWSE THESAURUS WORD OF THE DAY WORDS AT PLAY LOG IN REGISTER m SAVED WORDS

SINCE 1828

THESAURUS 
buSineSS noun, often attributive

@ Save Word

busi-ness l i 'biz-nes 6‘ ma; Southern also bid-G \

Definition of business

1 a : a usually commercial or mercantile activity engaged in as a means of
livelihood : TRADE, LINE
ii in the restaurant business

b : a commercial or sometimes an industrial enterprise

also : such enterprises
ii the business district WORD or THE em

I: : dealings or transactions especially of an economic nature : PATRONAGE
ii took their business elsewhere nurture G

to help to grow, develop, or
2 a :ROLE. FUNCTION succeed

ii how the human mind went about its business oi learning
— H, A, Overstreei

Get Word or the Day daily email!
I} : an immediate task or objective : MISSION

ll what is your business here
Your email addrs Si-JES'LFHHE
 

n . a narfir-I Ilar flair! nf nnrloaunr
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c : a particularfietd of endeavor
ii the best in the business

3 : AFFAIR, MATTER

ii the whole business got out of hand
ii business as usual

4 a :personal concern

ii none of your business

I: : RIGHT

it you have no business speaking to me that way

5 a : serious activity requiring time and effort and usually the avoidance of
 

distractions

ii got down to business

TEST YOUR VOCABULARY

b : maximum effort Intact Latin QUIZ

5 I CREATION, CONCOCTION What did focus mean in
Latin?  

7 : movement or action (such as lighting a cigarette) by an actor intended especially to  
 

 
establish atmosphere, teveal character, or explain a situation "'m" ]L “mm"

— called also stage business I square ]I boundary ]

B a :a damaging assault
5 p E L t. Can you spell these 10commonly misspelled words?

TAKE THE QUIZ »b : REBUKE, TONGUE-LASHING l 'l

c : DOUBLE CROSS

9 ; a bowel movement —used especially of pets 795‘ “3‘" “WWW?" ' .a"dIeam some mteiestlng thlngs
along the way.

10 archaic : purposeful activity : BUSYNESS TAKE THE ouuz n 
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J, Synonyms

J, Choose the Right Synonym

J, More Example Sentences

J, Learn More about business

Synonyms for business

Synonyms

custom, patronage

 

Choose the Right Synonym for business

BUSINESS, COMMERCE, TRADE, INDUSTRY, TRAFFIC mean activity concerned with
the supplying and distribution of commodities. BUSINESS may be an inclusive term but
specifically designates the activities of those engaged in the purchase or sate of
commodities or in related financial transactions. COMMERCE and TRADE impiy the
exchange and transportation of commodities. INDUSTRY applies to the producing of
commodities, especially by manufacturing or processing, usually on a large scale.
TRAFFEC applies to the operation and functioning of public carriers of goods and
persons.

synonyms see in addition work

Examples of business in a Sentence

H Forever Odd is a direct sequel to 2003's Odd Thomas, the book in which we were
introduced to the titie character, a young man who can see the dead. They can‘t tall-t to
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him butthey can nudge him in the direction they want, which is usually to help them tidy
up some unfinished business from when they were alive.
— Chades De Lint, Fantasy & Science Fiction, May 2006

it The Sun may never set, but air temperatures can plummet to -4 degrees Fahrenheit,
and blinding snowstorrns appear without warning. Sunbathing here can be risky
business: even huddled in our parkas and boots, the members of our expedition live
under the constant threat of frostbite and hypothermia.
— Terrie M. Williams, Naturai History, October 2003

 See More {Ell

Recent Examples on the Web

ii Cataldo's family operates Jo-Cat‘s pub, another Brady Street business.
— Caro! Deptolla, Miiwaukee Journei Sentinei, "A new restaurant called St. Bibiana IS planned for
Brady Street," 10 Jan 2020

ii Neon plans to launch later this year but has not yet landed on a business model.
— Samantha Murphy Kelly, CNN, "Neon’s ‘anificial human‘ is a scary glimpse of the future that's
(mostly) still hype," 10 Jan, 2020

These example sentences are selected automaticatly from various online news sources to reflect current usage of the
word 'business.‘ Views expressed in the examples do not represent the opinion of Merriam—Webster or its editors. Send us
teedba ck.

See More ('31 

First Known Use of business

14th century, in the meaning defined at sense 10

History and Etymology for business
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Middle English bisynesse, from bisy busy + -nesse -ness

Learn More about business

Share business Time Traveler for business

The first known use of business

was in the 14th century

See more words from the same century

From the Editors at Merriam-Webster

Every Letter is Silent, Sometimes
When each letter can be seen but not heard 

Dictionary Entries near Phrases Related to business

bus-mess all that business

bushy stunt business as usual

bushy-tailed rat business community

busine business day

business business district

business administration business hours



To: Amazon Technologies, Inc. (trademarks@beharlawfirm.com)

Subject: U.S. Trademark Application Serial No. 88671197 - BUSINESS PRIME - 15018/0477

Sent: January 22, 2020 05:01:45 PM

Sent As: ecom106@uspto.gov

Attachments:

 

United States Patent and Trademark Office (USPTO)

 

USPTO OFFICIAL NOTICE

 
Office Action (Official Letter) has issued

on January 22, 2020 for

U.S. Trademark Application Serial No. 88671197

 
Your trademark application has been reviewed by a trademark examining attorney.  As part of that review, the assigned attorney has
issued an official letter that you must respond to by the specified deadline or your application will be abandoned.  Please follow the
steps below.

 

(1)  Read the official letter.

 

(2)  Direct questions about the contents of the Office action to the assigned attorney below. 

 

 

/Dannean J Hetzel/

Examining Attorney

Law Office 106

dannean.hetzel@uspto.gov

571-272-8858

 

Direct questions about navigating USPTO electronic forms, the USPTO website, the application process, the status of your
application, and/or whether there are outstanding deadlines or documents related to your file to the Trademark Assistance Center
(TAC).

 

(3)  Respond within 6 months (or earlier, if required in the Office action) from January 22, 2020, using the Trademark Electronic
Application System (TEAS).  The response must be received by the USPTO before midnight Eastern Time of the last day of the
response period.  See the Office action for more information about how to respond

 

 

 

GENERAL GUIDANCE
·         Check the status of your application periodically in the Trademark Status & Document Retrieval (TSDR) database to avoid

missing critical deadlines.

 

·         Update your correspondence email address, if needed, to ensure you receive important USPTO notices about your
application.

 

·         Beware of misleading notices sent by private companies about your application.  Private companies not associated with
the USPTO use public information available in trademark registrations to mail and email trademark-related offers and notices –
most of which require fees.  All official USPTO correspondence will only be emailed from the domain “@uspto.gov.”

 

 

 

mailto:trademarks@beharlawfirm.com
https://www.uspto.gov/trademarks-application-process/abandoned-applications
http://tsdr.uspto.gov/view.action?sn=88671197&type=OOA&date=20200122#tdrlink
http://tsdr.uspto.gov/view.action?sn=88671197&type=OOA&date=20200122#tdrlink
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks-application-process/check-status-view-documents
http://tsdr.uspto.gov/
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks-getting-started/caution-misleading-notices

