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ANGILERI, MARC LORELLI, Brooks Kushman PC, Southfield, 
MI.  

______________________ 
 

Before HUGHES, SCHALL, and STOLL, Circuit Judges. 
STOLL, Circuit Judge. 
 This case involves both differences and similarities be-
tween design patents and utility patents.  A design patent 
protects a “new, original and ornamental design for an ar-
ticle of manufacture.”  35 U.S.C. § 171(a).  While estab-
lished law bars design patents on primarily functional 
designs for lack of ornamentality, utility patents must be 
functional to be patentable.  In many other ways though, 
design and utility patents are similar.  Section 171(b) of 
Title 35 demands as much, directing that the requirements 
that apply to “patents for inventions shall apply to patents 
for designs” unless otherwise provided.   
 Here, we decide what types of functionality invalidate 
a design patent and determine whether long-standing 
rules of patent exhaustion and repair rights applicable to 
utility patents also apply to design patents.  Automotive 
Body Parts Association (ABPA) asks us to hold that the 
aesthetic appeal—rather than any mechanical or utilitar-
ian aspect—of a patented design may render it functional.  
And it asks us to expand the doctrines of exhaustion and 
repair to recognize the “unique nature” of design patents.  
Both theories invite us to rewrite established law to permit 
ABPA to evade Ford Global Technologies, LLC’s patent 
rights.  We decline ABPA’s invitation and affirm the dis-
trict court’s summary judgment.   

BACKGROUND 
I 

Ford’s U.S. Patent No. D489,299 and U.S. Patent 
No. D501,685 protect designs used in certain models of 
Ford’s F-150 trucks.  The D’299 patent, titled “Exterior of 
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Vehicle Hood,” claims “[t]he ornamental design for exterior 
of vehicle hood.”  Figure 1, below, illustrates the hood.   

The D’685 patent, titled “Vehicle Head Lamp,” claims 
“[t]he ornamental design for a vehicle head lamp,” as 
shown in Figures 1 and 2, reproduced below.   

 

The inventors of these designs are artists holding Bachelor 
of Fine Arts degrees from the College for Creative Studies.  
In a declaration, one inventor explained that the inventors 
had “full control and responsibility for the exterior appear-
ance of the . . . Ford F-150 truck,” that “the design team 
created and selected part designs based on aesthetic ap-
pearance,” and that although engineers reviewed the final 
designs, “[t]here were no changes to the aesthetic 
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designs of the[] parts based on engineering or functional 
requirements.”  J.A. 2538–39.  

II 
ABPA, an association of companies that distribute au-

tomotive body parts, clashed with Ford at the International 
Trade Commission when Ford accused a number of ABPA 
members of infringing the D’299 and D’685 patents, among 
others.  The ITC actions eventually settled, but only after 
the administrative law judge ruled that “respondents’ [in-
validity] defense that the asserted patents do not comply 
with the ornamentality requirement of 35 U.S.C. § 171 has 
no basis in the law,” J.A. 256, and that “there is no legal 
basis for respondents’ assertion of [unenforceability based 
on] either the patent exhaustion or permissible repair doc-
trines,” J.A. 242.   

Undeterred, ABPA sued Ford in district court, seeking 
a declaratory judgment of invalidity or unenforceability of 
the D’299 and D’685 patents.  ABPA eventually moved for 
summary judgment.  The district court considered ABPA’s 
arguments and denied the motion, noting that ABPA “ef-
fectively ask[ed] this Court to eliminate design patents on 
auto-body parts.”  Auto. Body Parts Ass’n v. Ford Glob. 
Techs., LLC, 293 F. Supp. 3d 690, 694 (E.D. Mich. 2018).  
Though Ford had not moved for summary judgment, the 
district court announced its intention to enter judgment in 
favor of Ford sua sponte pursuant to Federal Rule of Civil 
Procedure 56(f)(1).  Id. at 707.  ABPA responded, agreeing 
that it had not “include[d] any additional argument, au-
thorities, or evidence beyond that which has already been 
considered by this Court,” and stating that it “d[id] not ob-
ject to the prompt entry of final judgment so that [it could] 
file a notice of appeal.”  J.A. 2149.  The district court en-
tered summary judgment, and ABPA appeals.   

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


AUTO. BODY PARTS ASS’N v. FORD GLOB. TECHS., LLC 5 

DISCUSSION 
We review the district court’s sua sponte grant of sum-

mary judgment under the law of the regional circuit.  See 
Charles Mach. Works, Inc. v. Vermeer Mfg. Co., 723 F.3d 
1376, 1378 (Fed. Cir. 2013).  In the Sixth Circuit, “[t]he 
substance of the district court’s decision is reviewed de 
novo under the normal standards for summary judgment.”  
Leffman v. Sprint Corp., 481 F.3d 428, 430 (6th Cir. 2007) 
(“The district court’s procedural decision to enter summary 
judgment sua sponte, however, is reviewed for abuse of dis-
cretion.”  (quoting Shelby Cty. Health Care Corp. v. S. 
Council of Indus. Workers Health & Welfare Trust Fund, 
203 F.3d 926, 931 (6th Cir. 2000))).  Accordingly, we deter-
mine whether, after weighing all inferences in favor of 
ABPA, Ford is entitled to judgment as a matter of law.1  See 
Leary v. Daeschner, 349 F.3d 888, 897 (6th Cir. 2003).   

I 
We first address ABPA’s invalidity arguments.  Sec-

tion 171 of Title 35 authorizes patents claiming “new, orig-
inal and ornamental design[s] for an article of 
manufacture.”  35 U.S.C. § 171(a) (emphasis added).  Our 
precedent gives weight to this language, holding that a de-
sign patent must claim an “ornamental” design, not one 
“dictated by function.”  See, e.g., High Point Design LLC v. 
Buyers Direct, Inc., 730 F.3d 1301, 1315 (Fed. Cir. 2013).  
We have recognized, however, that a valid design may con-
tain some functional elements.  After all, “a design patent’s 

                                            
1 Ordinarily, we review a district court’s determina-

tion of whether a patented design is invalid due to func-
tionality for clear error.  See Ethicon Endo-Surgery, Inc. v. 
Covidien, Inc., 796 F.3d 1312, 1328 (Fed. Cir. 2015).  ABPA 
invites us to revisit this standard and establish de novo re-
view.  Given the de novo standard inherent in review of 
summary judgment, we do not reach this question.  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


