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Plaintiffs-Cross-Appellants’ (hereinafter, “f’real”) response raises no new 

relevant issues that are not already addressed in Defendants-Appellants’ (hereinafter, 

“Appellants”) Motion.  f’real’s only asserted harm is lost sales and competition, 

which Appellants addressed in their Motion as being compensable by money 

damages.  By contrast, Appellant Hershey Creamery Company (“Hershey”) has 

demonstrated a number of concrete harms posed by imposition of the injuntion or 

recall that cannot be remedied if Appellants prevail on appeal in view Hershey’s 

discontinuation of the Shake Shop Express (“SSE”) program.  Moreover, given the 

unrebutted evidence that Hershey is unable to fully recall all of its SSE MIC2000 

machines within 30 days, due in part to the COVID-19 pandemic, Hershey also faces 

potential sanctions.  Furthermore, the District Court declining to revist its own 

decisions in asssesing the likelihood of success on appeal should be given little 

weight as Appellants have shown clear errors of law that will necessitate a remand.  

Therefore, Appellants respectfully request that the Court stay, or alternatively 

modify, the Distrct Court’s order enjoining the MIC2000 and recalling machines in 

the SSE program. 

Rather than focusing on the issues actually raised in Appellants’ Motion, 

f’real unfairly and improperly focuses its efforts on framing the Motion as merely 

an effort to needlessly prolong litigation.  There is no question that this litigation has 

a long complicated history, but Appellants have continued this litigation with a good 
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faith belief they do not infringe any valid patent, as evidenced by the jury’s finding 

of no willfulness, which f’real does not contest, and the District Court’s denial of 

exceptional case.  Moreover, Appellants have already prevailed on a number of key 

issues regarding the SSE program offered by Hershey, including a jury verdict of 

non-infringement of U.S. Patent No. 5,803,377, judgement as a matter of law of non-

infringement for the ’662 patent, and remittitur of nearly $900,000 in speculative 

lost profits damages.  When focuing on the actual issues before this Court—

Appellants’ substantial case on the merits and the balance of harms weighing clearly 

in Hershey’s favor as a stay or modificaton of recall will not affect f’real’s dominant 

market position—Appellants respectfully submit a stay or modification of the 

injuntion and/or recall is warranted. 

I. The balance of the harms plainly favors Appellants.  

As anticipated by Appellants in their Motion, f’real merely argues that they 

are harmed by competition and lost sales.  Doc. 15 at 22-23.  However, that harm is 

outweighed by the harms faced by Hershey from the injunction and/or recall. While 

lost sales are a “factor” in deciding irreparable harm, this Court recognizes that such 

harm by itself is compensable by money damages.  Automated Merch. Sys., Inc. v. 

Crane Co., 357 F. App’x 297, 301 (Fed. Cir. 2009) (citing Abbott Labs. v. Andrx 

Pharms., Inc., 452 F.3d 1331, 1348 (Fed. Cir. 2006). f’real does not argue that lost 

profits are insufficient compensation, and f’real concedes that it was able to greatly 
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expand its locations and cup sales even with the competing SSE program in the 

market.  See Doc. 5 at 17-18.    

f’real claims that it is harmed because it cannot displace Hershey in current 

locations because Hershey does not charge retailers for equipment.  Doc. 15 at 22 

n.12.  But when asserting its entitlement to lost profits, f’real indicated that it would 

have adopted Hershey’s model of not charging for machines and instead using a cup 

upcharge.  Ex. 23 at 606-07.  As f’real now suggests that it will use its traditional 

business model of selling machines to Hershey’s customers, it is unclear that f’real 

would capture any sales even if the stay is denied.1  On the other hand, Hershey will 

definitely be unable to sell its remaining pre-filled cup inventory if the injunction 

remains in place.             

Moreover, the public interest does not weigh in favor of f’real.  While f’real 

is correct that there is a public interest in upholding patent rights, here f’real would 

be fully compensated with lost profits damages (should f’real ultimately prevail on 

appeal) for any lost sales as Hershey winds down the SSE program.  

                                           
1 The District Court already held a large portion (almost 30%) of the alleged lost 
profits based on Hershey’s rental model were speculative and granted remittitur of 
$897,028.  Ex. 24.  Appellants are appealing the remaining lost profits based on 
Hershey’s upcharge model award as equally speculative because they are based on 
unreliable evidence of market share, a speculative cup multiplier, and a cup upcharge 
exceeding what retailers would be willing to pay and f’real never offered.  
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With respect to the recall, f’real fails to identify any harm if the recall is 

dissolved and/or modified.  Rather than identifying any harms or providing any 

actual evidence rebutting Mr. Waite’s sworn testimony, f’real relies on uncited and 

unsupported attorney argument to assert that Hershey2 has the resources to recall all 

of its machines within 30-days.3  Doc. 15 at 20.  f’real does not even address the 

effect COVID-19 pandemic has on Hershey’s ability to perform a recall in such a 

short time frame.  In view of the injunction, Hershey immediately stopped sales of 

pre-filled cups for use with the MIC2000 machines and has already taken affirmative 

steps to ensure the SSE machines are not being used and is attempting to recall 

machines.  Ex. 25.  Hershey has even continued with best efforts to recall machines 

despite the stay of the recall, and through those efforts has found a large proportion 

of machines inaccessible due to the pandemic.  Id.  If the recall is dissolved and the 

injunction remains in place, f’real is still free to try and sell its frozen blocks and 

machines into former Hershey’s locations.  With the injunction in place, f’real will 

not lose sales, regardless of whether there is a recall. 

                                           
2Appellants reiterate that Hamilton Beach has no custody or control of machines 
used in the SSE program.   
3 Contrary to f’real’s suggestion, Hershey had no obligation to recall machines until 
the District Court issued its order.  In fact, the District Court declined to enjoin most 
models of the accused products erroneously found to infringe in this action, 
including: the IMI2000, the BIC2000, and the BIC3000-DQ.  Doc. 5 Ex. 1. 

Case: 20-1996      Document: 16-1     Page: 5     Filed: 08/07/2020

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


