
United States Court of Appeals 
for the Federal Circuit 

______________________ 
 

GILBERT P. HYATT, 
Plaintiff-Appellant 

 
v. 
 

UNITED STATES PATENT AND TRADEMARK 
OFFICE, KATHERINE K. VIDAL, UNDER 

SECRETARY OF COMMERCE FOR 
INTELLECTUAL PROPERTY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK 
OFFICE, 

Defendants-Appellees 
______________________ 

 
2021-2324 

______________________ 
 

Appeal from the United States District Court for the 
Eastern District of Virginia in No. 1:20-cv-00487-CMH-
IDD, Senior Judge Claude M. Hilton. 

______________________ 
 

Decided:  September 8, 2022 
______________________ 

 
ANDREW M. GROSSMAN, Baker & Hostetler LLP, Wash-

ington, DC, argued for plaintiff-appellant.  Also repre-
sented by MARK W. DELAQUIL. 
 
        PETER JOHN SAWERT, Office of the Solicitor, United 
States Patent and Trademark Office, Alexandria, VA, ar-
gued for defendants-appellees.  Also represented by 
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HYATT v. PTO 2 

THOMAS W. KRAUSE, ROBERT MCBRIDE, AMY J. NELSON, 
FARHEENA YASMEEN RASHEED; JESSICA D. ABER, Office of 
the United States Attorney for the Eastern District of Vir-
ginia, United States Department of Justice, Alexandria, 
VA. 

______________________ 
 

Before MOORE, Chief Judge, PROST and HUGHES, Circuit 
Judges. 

PROST, Circuit Judge. 
Following decades of patent-related litigation, patent 

applicant Gilbert P. Hyatt submitted significant claim 
amendments for his U.S. Patent Application 
No. 08/435,938 (“the ’938 application”) in August 2015.  A 
Patent and Trademark Office (“PTO”) examiner then is-
sued a restriction requirement for seven of eight claims 
that Mr. Hyatt had selected for examination.  Mr. Hyatt 
filed a complaint in the Eastern District of Virginia alleg-
ing, among other things, that the restriction requirement 
was improper, such that the PTO violated 5 U.S.C. § 706.  
The district court disagreed; it determined that 37 C.F.R. 
§ 1.129 (“Rule 129”) permitted the restriction requirement 
for Mr. Hyatt’s ’938 application.  The district court accord-
ingly granted the PTO’s motion for summary judgment and 
denied Mr. Hyatt’s competing motion.  Mr. Hyatt appeals.  
We affirm. 

BACKGROUND 
I 

Congress passed the Uruguay Round Agreements Act 
(“URAA”) in part to amend the term of U.S. patent protec-
tion: now, as of June 8, 1995, patent terms are 20 years 
from the effective filing date instead of 17 years from the 
grant date.  Pub. L. No. 103-465, 108 Stat. 4809, 4984 
(1994) (codified at 35 U.S.C. § 154(a)(2)).  The prior patent 
term, tied to the grant date, “incentivized certain patentees 
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HYATT v. PTO 3 

to delay prosecuting their patents by abandoning applica-
tions and filing continuing applications in their place.”  Hy-
att v. Hirshfeld, 998 F.3d 1347, 1351 (Fed. Cir. 2021).  The 
URAA changed the incentives to promote timely disclosure 
of innovations by instead tying the patent term to the ef-
fective filing date.  See id. at 1352.   

But the change in law left a gap for so-called transi-
tional applications—those filed but not yet granted before 
the URAA took effect.  This “triggered a patent application 
gold rush in the spring of 1995” by applicants who wanted 
their patent claims to be governed under the pre-URAA pa-
tent term.  Id.  “For example, in the nine days leading to 
June 8, 1995, the PTO reported that it received and pro-
cessed over 50,000 applications—one-quarter of the entire 
year’s projected filings.”  Id. at 1353.  This gold rush is “of-
ten referred to as the ‘GATT Bubble.’”  Id. at 1352. 

URAA section 532 addresses those GATT Bubble tran-
sitional applications.  For transitional applications that 
had been pending for two years or longer as of June 8, 
1995,1 it directs the PTO to “prescribe regulations to pro-
vide for further limited reexamination of” those applica-
tions.  108 Stat. at 4985.  And for applications that had 
been pending for three years or longer as of June 8, 1995, 
it instructs the PTO to “prescribe regulations to provide for 
the examination of more than [one] independent and dis-
tinct invention.”  Id. 

Congress further instructed that then-President Clin-
ton’s statement of administrative action (“SAA”) “shall be 
regarded as an authoritative expression by the United 
States concerning the interpretation and application of 
the” URAA “in any judicial proceeding in which a question 

 
1  The URAA accounts for claims of priority to earlier-

filed applications in determining how long a patent appli-
cation has been “pending.”  See 108 Stat. at 4984–85. 
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HYATT v. PTO 4 

arises concerning such interpretation or application.”  
19 U.S.C. § 3512(d); see also H.R. Doc. No. 103-316 (1994) 
(SAA). 

The PTO promulgated Rule 129 pursuant to its author-
ity provided by the URAA and informed by the SAA.  In 
particular, Rule 129(b)(1)(ii) provides:  

(1) In an application . . . that has been pending for 
at least three years as of June 8, 1995 . . . , no re-
quirement for restriction . . . shall be made or main-
tained in the application after June 8, 1995, except 
where:  
. . . . 
(ii) The examiner has not made a requirement for 
restriction in the present or parent application 
prior to April 8, 1995, due to actions by the appli-
cant . . . . 

37 C.F.R. § 1.129(b)(1)(ii) (emphasis added). 
II 

Mr. Hyatt filed the ’938 application, which claims pri-
ority to applications filed as early as 1983, during the 
GATT Bubble on May 5, 1995.  The PTO completed an ini-
tial examination of those claims in 2003, but from 2003 to 
2012, “the PTO stayed the examination of many of 
[Mr.] Hyatt’s applications pending litigation.”  Hyatt, 
998 F.3d at 1354.  

In October 2013, an examiner instructed Mr. Hyatt to 
select a number of claims from his ’938 application for ex-
amination as part of the PTO’s efforts to manage Mr. Hy-
att’s approximately 400 pending patent applications.  
Mr. Hyatt complied, under protest, and selected eight 
claims out of the approximately 200 in that application.  
The Examiner issued a non-final rejection of those claims 
in February 2015, and, in August of that year, Mr. Hyatt 
responded with significant claim amendments.  By way of 
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example, Mr. Hyatt entirely rewrote one of the selected 
claims, sparing only the preambular terms “A” and “com-
prising.”   

The Examiner determined that these claim amend-
ments shifted seven of the eight selected claims to a differ-
ent species of computer systems and processes.  As a result, 
the Examiner issued a restriction requirement between the 
originally selected claims and the amended claims, still al-
lowing Mr. Hyatt to prosecute his amended claims but forc-
ing him to do so in a new, separate application.2 

Mr. Hyatt filed a complaint in the Eastern District of 
Virginia.  He alleged in relevant part that the PTO’s re-
striction requirement violated the Administrative Proce-
dure Act (“APA”) as arbitrary, capricious, an abuse of 
discretion, or otherwise not in accordance with law since 
restriction requirements are generally not permitted for 
transitional applications like the ’938 application and no 
exception to that rule applied.  See J.A. 41 (citing 5 U.S.C. 
§ 706); see also Hyatt v. U.S. Pat. & Trademark Off., 
551 F. Supp. 3d 600, 605 (E.D. Va. 2021).  Mr. Hyatt and 
the PTO filed competing motions for summary judgment.  
The district court granted the PTO’s motion and denied 
Mr. Hyatt’s motion.  J.A. 14.  As the district court ex-
plained, 

[Mr. Hyatt] failed to disclose claims to a separate 
invention and attempted to file them many years 
after 1995.  Withholding these claims is an action 
by the applicant that falls within 
[Rule 129(b)(1)(ii)’s applicant-action] exception to 
the general rule prohibiting restriction 

 
2  This meant, at a minimum, that Mr. Hyatt’s 

amended claims would be subject to the new patent term—
20 years from the effective filing date.  See Appellant’s Br. 5 
n.1. 
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