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Before NEWMAN, LOURIE, and STOLL, Circuit Judges. 
LOURIE, Circuit Judge. 
Nippon Shinyaku Co., Ltd. (“Nippon Shinyaku”) ap-

peals from the decision of the United States District Court 
for the District of Delaware denying its motion for a pre-
liminary injunction.  See Nippon Shinyaku Co.v. Sarepta 
Therapeutics, Inc., No. 21-cv-1015, 2021 WL 4989489 (D. 
Del. Oct. 25, 2021) (“Decision”); see also J.A. 5–6.  For the 
reasons provided below, we reverse the decision of the dis-
trict court, and remand for entry of a preliminary injunc-
tion. 

BACKGROUND 
I.  The Mutual Confidentiality Agreement 

On June 1, 2020, Nippon Shinyaku and Sarepta Ther-
apeutics, Inc. (“Sarepta”) executed a Mutual Confidential-
ity Agreement (“MCA”).  J.A. 508–16.  As stated in the 
MCA, the purpose of the agreement was for the parties “to 
enter into discussions concerning the Proposed Transac-
tion,” which the MCA defined as “a potential business rela-
tionship relating to therapies for the treatment of 
Duchenne Muscular Dystrophy.”  J.A. 508–09.    

The MCA established a “Covenant Term,” which was 
“the time period commencing on the Effective Date and 
ending upon twenty (20) days after the earlier of: (i) the 
expiration of the Term, or (ii) the effective date of termina-
tion.”  J.A. 509.  Section 6 of the MCA contained a mutual 
covenant not to sue, whereby each party agreed that during 
the Covenant Term it: 

shall not directly or indirectly assert or file any le-
gal or equitable cause of action, suit or claim or oth-
erwise initiate any litigation or other form of legal 
or administrative proceeding against the other 
Party . . . in any jurisdiction in the United States 
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or Japan of or concerning intellectual property in 
the field of Duchenne Muscular Dystrophy.   

J.A. 512 (MCA § 6.1).  Section 6 further stated: 
For clarity, this covenant not to sue includes, but is 
not limited to, patent infringement litigations, de-
claratory judgment actions, patent validity chal-
lenges before the U.S. Patent and Trademark 
Office or Japanese Patent Office, and reexamina-
tion proceedings before the U.S. Patent and Trade-
mark Office . . . . 

Id. (emphasis added). 
As noted, the covenant not to sue was time limited and 

applied only during the Covenant Term.  Id.  Importantly, 
the MCA also included a forum selection clause to govern 
patent and other intellectual property disputes between 
the parties after the expiration of the Covenant Term.  The 
forum selection clause in Section 10 of the MCA states in 
relevant part: 

[T]he Parties agree that all Potential Actions 
arising under U.S. law relating to patent in-
fringement or invalidity, and filed within two (2) 
years of the end of the Covenant Term, shall be 
filed in the United States District Court for 
the District of Delaware and that neither Party 
will contest personal jurisdiction or venue in the 
District of Delaware and that neither Party will 
seek to transfer the Potential Actions on the 
ground of forum non conveniens. 

J.A. 513–14 (MCA § 10) (emphases added).  “Potential Ac-
tions” is defined in Section 1 of the MCA as “any patent or 
other intellectual property disputes between [Nippon 
Shinyaku] and Sarepta, or their Affiliates, other than the 
EP Oppositions or JP Actions, filed with a court or ad-
ministrative agency prior to or after the Effective Date 
in the United States, Europe, Japan or other countries in 
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connection with the Parties’ development and commercial-
ization of therapies for Duchenne Muscular Dystrophy.”  
J.A. 509 (MCA § 1) (emphases added). 

The Covenant Term ended on June 21, 2021, at which 
point the two-year forum selection clause in Section 10 of 
the MCA took effect.  Yet, on June 21, 2021—the same day 
the Covenant Term ended—Sarepta filed seven petitions 
for inter partes review (“IPR”) at the Patent Trial and Ap-
peal Board (“the Board”).  

II.  Proceedings in the District of Delaware 
On July 13, 2021, Nippon Shinyaku filed a complaint 

in the U.S. District Court for the District of Delaware as-
serting claims against Sarepta for breach of contract, de-
claratory judgment of noninfringement and invalidity with 
respect to Sarepta’s patents, and infringement of Nippon 
Shinyaku’s patents.  See J.A. 475.  In its breach of contract 
claim, Nippon Shinyaku alleged that Sarepta breached the 
MCA by filing seven IPR petitions, which “directly contra-
venes the MCA’s forum selection clause, which requires 
that Sarepta and Nippon Shinyaku bring any such patent 
challenges in the United States District Court for the Dis-
trict of Delaware.”  J.A. 475–76.  In conjunction with its 
complaint, Nippon Shinyaku filed a motion for a prelimi-
nary injunction asking the court to enjoin Sarepta from 
proceeding with its IPR petitions and to require that 
Sarepta withdraw the petitions.  See J.A. 861.   

On September 24, 2021, the district court denied Nip-
pon Shinyaku’s motion for a preliminary injunction.  
J.A. 5–6.  Referencing the four well-established prelimi-
nary injunction factors, the court stated: 

Nippon Shinyaku has failed to persuade the Court 
that it is likely to succeed on the merits, that it will 
suffer cognizable irreparable harm in the absence 
of extraordinary preliminary relief, that the 
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balance of harms tips in its favor, or that the public 
interest warrants the relief that it seeks. 

J.A. 6.  The court concluded by noting that “[i]n due course, 
the Court will issue a memorandum that more fully ex-
plains its reasoning.”  Id. 

On October 25, 2021, the district court issued its mem-
orandum order explaining its reasoning for denying Nip-
pon Shinyaku’s preliminary injunction motion.  The court 
focused the bulk of its analysis on the first preliminary in-
junction factor, explaining three primary reasons why Nip-
pon Shinyaku “has not shown a reasonable probability that 
Sarepta breached the mutual confidentiality agreement.”  
Decision, 2021 WL 4989489, at *2.   

The district court’s first reason was based on a per-
ceived “tension” that would exist between Sections 6 and 
10 of the MCA if the forum selection clause were inter-
preted to preclude IPRs.  Id.  The court reasoned that, 
“[a]lthough Sections 6 and 10 implicate different time peri-
ods, it would be odd if Section 6 expressly deferred the fil-
ing of IPR petitions for one year and twenty days only for 
them to be impliedly delayed for two additional years, 
likely making them time-barred and never available.”  Id. 
(emphases in original).  Thus, the court stated, “[t]he best 
reading of Section 6 is that the parties intended to allow 
IPRs to proceed after the Covenant Term expired.”  Id. 

The district court’s second reason was based on other 
language in Section 10 of the MCA.  The court acknowl-
edged that “Section 10 obliquely refers to IPR proceedings 
through its mention of ‘Potential Actions,’ which is defined 
to include proceedings before administrative agencies such 
as the PTAB.”  Id. at *3.  But, the court reasoned, “[r]ead 
in full context, however, Section 10 applies only to cases 
filed in federal court.”  Id.  The court emphasized Sec-
tion 10’s discussion of patent infringement disputes, venue 
transfers on the basis of forum non conveniens, and con-
testing of venue and personal jurisdiction, all of which 
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