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Application No. Applicant(s)
13/533,074 CORCORAN, KEVIN L.

Office Action Summary Examiner Art Unit AIA (First Inventor to File)
Stephen Choi 3724 ,S\ltgt”s

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF
THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status
)X Responsive to communication(s) filed on 6/26/12.
[] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon ____.
2a)[] This action is FINAL. 2b)[X] This action is non-final.

3)[] An election was made by the applicant in response to a restriction requirement set forth during the interview on
___ ;therestriction requirement and election have been incorporated into this action.

4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5[ Claim(s) 1-12is/are pending in the application.
5a) Of the above claim(s) 1-5 is/are withdrawn from consideration.

6)[] Claim(s) is/are allowed.

7)X Claim(s) 6-12 is/are rejected.

8)[] Claim(s) _____is/are objected to.

9] Claim(s) are subject to restriction and/or election requirement.

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
hitp/hwww usplo gov/patents/init_events/peh/indax.jsp or send an inquiry to PPHieaedback@uspio.qoy.

Application Papers
10)[X] The specification is objected to by the Examiner.
11)X] The drawing(s) filed on 6/26/12is/are: a)X] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119
12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a)J Al b)[] Some** ¢)[] None of the:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) IZI Notice of References Cited (PTO-892) 3) |:| Interview Summary (PTO-413)
Paper No(s)/Mail Date.

2\ I_I Information Disclosire Statement(s) (PTO/SR/08a and/or PTO/SB/08h)
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Application/Control Number: 13/533,074 Page 2
Art Unit: 3724

1. The present application is being examined under the pre-AlA first to invent
provisions.
DETAILED ACTION

1. Restriction to one of the following inventions is required under 35 U.S.C. 121:

|. Claims 1-5 are, drawn to a die, classified in 83/686.

Il. Claims 6-12 are, drawn to a method of cutting, classified in 83/13.
The inventions are distinct, each from the other because of the following reasons:
2. Inventions | and |l are related as process and apparatus for its practice. The
inventions are distinct if it can be shown that either: (1) the process as claimed can be
practiced by another and materially different apparatus or by hand, or (2) the apparatus
as claimed can be used to practice another and materially different process. (MPEP §
806.05(e)). In this case, the apparatus as claimed can be used to practice another and
materially different process such as a method not requiring a step of printing set forth in
Il.
3. Restriction for examination purposes as indicated is proper because all these
inventions listed in this action are independent or distinct for the reasons given above
and there would be a serious search and/or examination burden if restriction were not
required because the inventions have acquired a separate status in the art in view of
their different classification.

Applicant is advised that the reply to this requirement to be complete must

include (i) an election of an invention to be examined even though the requirement
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may be traversed (37 CFR 1.143) and (ii) identification of the claims encompassing
the elected invention.

The election of an invention may be made with or without traverse. To reserve a
right to petition, the election must be made with traverse. If the reply does not distinctly
and specifically point out supposed errors in the restriction requirement, the election
shall be treated as an election without traverse. Traversal must be presented at the time
of election in order to be considered timely. Failure to timely traverse the requirement
will result in the loss of right to petition under 37 CFR 1.144. If claims are added after
the election, applicant must indicate which of these claims are readable upon the
elected invention.

Should applicant traverse on the ground that the inventions are not patentably
distinct, applicant should submit evidence or identify such evidence now of record
showing the inventions to be obvious variants or clearly admit on the record that this is
the case. In either instance, if the examiner finds one of the inventions unpatentable
over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C.
103 or pre-AlA 35 U.S.C. 103(a) of the other invention.

4. During a telephone conversation with Morland Fischer (26,881) on 24 June 2014
a provisional election was made without traverse to prosecute the invention of Il, claims
6-12. Affirmation of this election must be made by applicant in replying to this Office
action. Claims 1-5 are withdrawn from further consideration by the examiner, 37

CFR 1.142(b), as being drawn to a non-elected invention.
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Specification
2. The abstract of the disclosure is objected to because the last sentence refers to
purported merits of the invention. Correction is required. See MPEP § 608.01(b).
Claim Rejections - 35 USC § 102
3. The following is a quotation of the appropriate paragraphs of pre-AlA 35 U.S.C.

102 that form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country
or in public use or on sale in this country, more than one year prior to the date of application
for patent in the United States.

4. Claims 6-8 and 10-11 are rejected under pre-AlA 35 U.S.C. 102b as being
anticipated by WO 83/00112 (hereafter WO “112).

WO “112 discloses all the positively recited steps of the invention including a
method for cutting a shape from a sheet material (e.g., 1) comprising the steps of
printing the shape to be cut on the sheet material (e.g., label print), forming at least a
first die having an inside opening (e.g., Figure 3) that corresponds to the shape to be
cut from the sheet material, an outside border (e.g., at 6) that surrounds the inside
opening, and a cutting edge (e.g., 7) that projects from the outside border to cut the
shape from the sheet material, locating the cutting edge on the outside border of the die
such that the cutting edge surrounds the inside opening of the die, whereby none of the
outside border extends past the cutting edge and none of the outside border lies
between the cutting edge and the inside opening (e.g., Figures 2-3), positioning the die
on the sheet material so that the outside border of the die surrounds on the shape

printed on the sheet material, so that the cutting edge of the die is registered with the
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