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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SONY CORPORATION,
Petitioner,

Vv.

ONE-E-WAY,INC.,
Patent Owner.

Case IPR2016-01638

Patent 9,282,396 B2

Before DAVID C. MCKONE, ROBERT J. WEINSCHENK,and
JOHN F. HORVATH,Administrative Patent Judges.

WEINSCHENK,Administrative Patent Judge.

DECISION

Institution of Inter Partes Review

37 C.F.R. § 42.108
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I. INTRODUCTION

Sony Corporation (“Petitioner”) filed a Petition (Paper 1, “Pet.”’)

requesting an inter partes review of claims 1-17 of U.S. Patent No.

9,282,396 B2 (Ex. 1001, “the ’396 patent”). One-E-Way,Inc. (“Patent

Owner”) filed a Preliminary Response (Paper8, “Prelim. Resp.”) to the

Petition.! Pursuant to our authorization (Paper 10, 2-3), Petitioner filed a

Reply (Paper 11, “Reply’’) to the Preliminary Response. An inter partes

review may notbeinstituted “unless . . . there is a reasonable likelihood that

the petitioner would prevail with respect to at least 1 of the claims

challenged in the petition.” 35 U.S.C. § 314(a).

For the reasons set forth below, Petitioner demonstrates a reasonable

likelihood of prevailing in showing the unpatentability of claims 1—17 of the

°396 patent. Accordingly, we institute an inter partes review as to claims 1—

17 of the ’396 patent on the grounds specified below.

A. Related Proceedings

The parties indicate that a decision in this case may affect or be

affected by the following investigation before the U.S. International Trade

Commission (“ITC”): In re Certain Wireless Headsets, No. 337-TA-943

(ITC). Pet. 1; Paper 6, 2. The parties also indicate that the ’396 patent is the

subject of anotherpetition for inter partes review in IPR2016-01639. Pet. 1;

Paper6,2.

' Patent Ownerfiled two copies of the Preliminary Response. Papers8, 9.
Patent Owner, therefore, shall submit a request to Trials@uspto.gov within
one weekofthis decision requesting that one of the copies of the
Preliminary Response be expunged from the recordin this case.
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B. The ’396 Patent

The °396 patentrelates to wirelessly transmitting signals from an

audio player to a set of headphones. Ex. 1001, col. 1, Il. 26-33.

Specifically, the 396 patent describes a battery powered transmitter with a

headphoneplug that can connect to a headphonejack on anysuitable audio

player. Jd. at col. 1, 1. 62—col. 2, ll. 2. The transmitter encodes and

modulates an audio signal and then transmits the signal. Jd. at col. 2, ll. 52-

60. The transmitter also transmits a unique user code, which“is the only

code recognized by the battery powered headphonereceiver.” Jd. at col. 2,

ll. 6-9, col. 2, ll. 61-66. The headphone receiver demodulates and decodes

the signal received from the transmitter and then reproduces the audio signal

for the user. Jd. at col. 2, ll. 47-50.

C. Illustrative Claim

Claims 1, 2, 6, 9, 14, and 16 are independent. Claim 1 is reproduced

below.

1. A portable wireless digital audio system for digital
transmission of an original audio signal representation from a
portable audio source to a digital audio headphone,said audio
signal representation representative of audio from said portable
audio source, said portable wireless digital audio system
comprising:

a portable digital audio spread spectrum transmitter
configured to couple to said portable audio source and
transmitting a unique user code bit sequence with said original
audio signal representation in packet format, said digital audio
spread spectrum transmitter comprising:

an encoderoperative to encode said original audio signal
representation to reduce intersymbolinterference and lowering
signal detection error of said audio signal representation
respective to said digital audio headphoneandsaid digital audio
spread spectrum transmitter; and
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a digital modulator configured for independent code
division multiple access (CDMA) communication operation
wherein said portable digital audio spread spectrum transmitter
is in direct communication with said digital audio headphone,
said digital audio headphone comprising:

a direct conversion module configured to capture packets
and the correct bit sequence embeddedin the received spread
spectrum signal and lowering signal detection error through
reduced intersymbolinterference coding respective of said
digital audio headphoneandsaid portable digital audio spread
spectrum transmitter, the captured packets correspondingto the
unique user code bit sequence;

a digital demodulator configured for independent CDMA
communication operation;

a decoder operative to decode the applied reduced
intersymbolinterference coding ofsaid original audio signal
representation;

a digital-to-analog converter (DAC) generating an audio
output of said original audio signal representation; and

a module adapted to reproducesaid audio output,
wherein each user has their headphone configured to
communicate with their own separate digital audio spread
spectrum transmitter, said audio having been wirelessly
transmitted from said portable audio source throughthe digital
audio spread spectrum transmitter configured to communicate
with the headphonesuchthat signals not originating from said
portable digital audio spread spectrum transmitter are inaudible
while operating in the portable wireless digital audio spread
spectrum transmitter spectrum.

Ex. 1001, col. 4, 1. 57-col. 5, 1. 37.
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D. Evidence ofRecord

Petitioner relies on the following reference and declaration (Pet.2):

Reference or Declaration Exhibit No.

Woolfork, U.S. Patent Application Pub. No. 2003/0118196|Ex. 1004
Al (published June 26, 2003) (“the °196 publication”

Ex. 1012Declaration of John Moring (“Moring Declaration”

E. Asserted Ground of Unpatentability

  
  

  

Petitioner asserts that the challenged claims are unpatentable on the

following ground (Pet. 2):

Claims Challenged_|Basis———s([Reference
35 U.S.C.§ 103(a The ’196 publication

Il. ANALYSIS

A.—Claim Construction

The claims of an unexpired patent are interpreted using the broadest

reasonable interpretation in light of the specification of the patent in which

they appear. See 37 C.F.R. § 42.100(b); Cuozzo Speed Techs., LLC v. Lee,

136 S. Ct. 2131, 214445 (2016). Petitioner proposes construing several

claim terms in the ’396 patent that were construed in the related ITC

investigation, and Patent Owner doesnot dispute Petitioner’s proposed

constructions. Pet. 8; Prelim. Resp. 3. However, on this record and for

purposes of this decision, we determine that no claim terms require express

construction to resolve the parties’ disputes regarding the asserted ground of

unpatentability. See infra Sections I.B, I.C; Vivid Techs., Inc. v. Am. Sci.

& Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999) (“[O]nly those terms need

be construed that are in controversy, and only to the extent necessary to

resolve the controversy.”’).
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