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Application No. Applicant(s)
17/043,813 Liu et al.

Office Actlon Summary Examiner ArtUnit | AIA (FITF) Status
Thomas A Mangohig 1788 Yes

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING
DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the mailing
date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any earned patent term
adjustment. See 37 CFR 1.704(b).

Status
1) Responsive to communication(s) filed on 04 June 2024.
03 A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon
2a)lv¥] This action is FINAL. 2b) [J This action is non-final.

3)(J An election was made by the applicant in response to a restriction requirement set forth during the interview
on ; the restriction requirement and election have been incorporated into this action.

4)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5) Claim(s) 1-2,4-7 and 9 is/are pending in the application.

5a) Of the above claim(s) _____is/are withdrawn from consideration.
6) (J Claim(s)___is/are allowed.
7) Claim(s) 1-2,4-7 and 9 is/are rejected.
8) [0 Claim(s) ____is/are objected to.
9) (OJ Claim(s) are subject to restriction and/or election requirement
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a

participating intellectual property office for the corresponding application. For more information, please see
http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

Application Papers
10)(1 The specification is objected to by the Examiner.
11)[(J The drawing(s) fledon _____is/are: a)(] accepted or b)) objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119

12)[v} Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a)™ All b)(J Some** ¢) None of the:
1.(J Certified copies of the priority documents have been received.
2.0 Certified copies of the priority documents have been received in Application No.

3.2} Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) [ Notice of References Cited (PTO-892) 3) [ Interview Summary (PTO-413)
. . Paper No(s)/Mail Date
2) [ Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) )
Panar Nafel/MMail Nata 4) D Other' —
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Application/Control Number: 17/043,813 Page 2
Art Unit: 1788

DETAILED ACTION
1. This is an Office action based on application number 17/043,813 filed 30
September 2020, which is a national stage entry of PCT/US2019/025141 filed 1 April
2019, which claims priority to US Provisional Application No. 62/652,950 filed 5 April
2018. Claims 1-2, 4-7, and 9 are pending. Claims 3, 8, and 10-23 are canceled.
2. Amendments to the claims, filed 30 April 2024, have been entered into the

above-identified application.

Notice of Pre-AIA or AIA Status
3. The present application, filed on or after March 16, 2013, is being examined

under the first inventor to file provisions of the AlA.

Continued Examination Under 37 CFR 1.114
4. A request for continued examination under 37 CFR 1.114, including the fee set
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this
application is eligible for continued examination under 37 CFR 1.114, and the fee set
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 4 June

2024 has been entered.

Claim Rejections - 35 USC § 103
5. The text of those sections of Title 35, U.S. Code not included in this action can

be found in a prior Office action.
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Application/Control Number: 17/043,813 Page 3
Art Unit: 1788

6. The factual inquiries for establishing a background for determining obviousness
under 35 U.S.C. 103 are summarized as follows:

1. Determining the scope and contents of the prior art.

2. Ascertaining the differences between the prior art and the claims at issue.

3. Resolving the level of ordinary skill in the pertinent art.

4. Considering objective evidence present in the application indicating
obviousness or nonobviousness.
7. This application currently names joint inventors. In considering patentability of the
claims the examiner presumes that the subject matter of the various claims was
commonly owned as of the effective filing date of the claimed invention(s) absent any
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to
point out the inventor and effective filing dates of each claim that was not commonly
owned as of the effective filing date of the later invention in order for the examiner to
consider the applicability of 35 U.S.C. 102(b)(2)(C) for any potential 35 U.S.C. 102(a)(2)
prior art against the later invention.
8. In the event the determination of the status of the application as subject to AIA 35
U.S.C. 102 and 103 (or as subject to pre-AlA 35 U.S.C. 102 and 103) is incorrect, any
correction of the statutory basis (i.e., changing from AlA to pre-AlA) for the rejection will
not be considered a new ground of rejection if the prior art relied upon, and the rationale

supporting the rejection, would be the same under either status.
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Application/Control Number: 17/043,813 Page 4
Art Unit: 1788

9. Claims 1-2, 4-7, and 9 are rejected under 35 U.S.C. 103 as being
unpatentable over Liu et al. (US Patent Application Publication No. US

2015/0376345 A1) (Liu).

10. Regarding instant claims 1, 4-7 and 9:

Liu discloses an adhesive gel comprising the reaction product of a condensation
curable mixture of a silicone resin with at least one silanol-terminated siloxane fluid
(paragraph [0011]).

Liu further discloses that the term “gel” refers to a semi-solid crosslinked matrix
containing a liquid or a fluid (paragraph [0020]).

Though Liu discloses that mixture is “condensation curable”, Liu also discloses
that the mixture can be exposed to an external energy source to facilitate curing,
wherein said external energy source is inclusive of ultra-violet radiation, gamma
radiation, or an electron beam (paragraph [0071]). Therefore, there exists an
embodiment encompassed by the scope of Liu wherein the mixture is cured via electron
beam curing (i.e., not prepared by condensation curing).

Liu further discloses that the gels comprise at least 0.5% by weight extractable
siloxane fluid inclusive of unreacted silanol fluid, added unreactive siloxane fluid, and a
combination thereof (paragraph [0049]). Said “combination thereof” is construed to meet
the claimed “blend of siloxane fluids” required by claim 9.

It is noted that the content of extractable liquid includes the range recited by the
claims; however, “in the case where claimed ranges ‘overlap or lie inside ranges

disclosed by prior art’ a prima facie case of obviousness exists.” See MPEP § 2144.05.
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