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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.       85608461
 
    MARK: COPYRIGHTNEWS         
 

 
        

*85608461*
    CORRESPONDENT ADDRESS:
          JOSEPH A. MANDOUR          
          MANDOUR & ASSOCIATES, APC     
          16870 W BERNARDO DR STE 400
          SAN DIEGO, CA 92127-1678    
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT:           Mandour & Associates, APC  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  
          0000.01-001        
    CORRESPONDENT E-MAIL ADDRESS: 
           jmandour@mandourlaw.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S COMPLETE
RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 6/13/2012
 
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to
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the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62, 2.65(a); TMEP §§711, 718.03.
 
 
Search Results
 

The Office records have been searched and there are no similar registered or pending marks that would bar registration under Trademark Act
Section 2(d), 15 U.S.C. §1052(d). TMEP §704.02.

 
 
Section 23 Refusal – Mark is Generic
 
The applicant seeks registration on the Supplemental Register for the mark COPYRIGHTNEWS for “Educational and entertainment services,
namely, providing on-line magazines in the field of intellectual property.”  
 
Registration is refused on the Supplemental Register because the applied-for mark is generic for applicant’s publication, and therefore is not
capable of identifying applicant’s publication and distinguishing it from those of others.  Trademark Act Section 23, 15 U.S.C. §1091; see In re
Kalmbach Publ’g Co. , 14 USPQ2d 1490, 1492 (TTAB 1989) (holding RADIO CONTROL BUYERS GUIDE generic for magazines); Yankee,
Inc. v. Geiger, 216 USPQ 996, 999 (TTAB 1982) (holding FARMER’S ALMANAC generic for publications).
 
Generic terms are common names that the relevant purchasing public understands primarily as describing the genus of applicant’s goods and/or
services.  In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 1344, 57 USPQ2d 1807, 1810 (Fed. Cir. 2001); H. Marvin Ginn Corp. v. Int’l
Ass’n of Fire Chiefs, Inc. , 782 F.2d 987, 989-90, 228 USPQ 528, 530 (Fed. Cir. 1986); see TMEP §1209.01(c).  Generic terms are by definition
incapable of indicating a particular source of goods and/or services, and cannot be registered as trademarks and/or service marks.  In re Merrill
Lynch, Pierce, Fenner, & Smith, Inc., 828 F.2d 1567, 1569, 4 USPQ2d 1141, 1142 (Fed. Cir. 1987); see TMEP §1209.01(c).  Registering generic
terms “would grant the owner of [a] mark a monopoly, since a competitor could not describe his goods as what they are.”  In re Merrill Lynch,
Pierce, Fenner, & Smith, Inc., 828 F.2d at 1569, 4 USPQ2d at 1142.
 
Determining whether a mark is generic requires a two-step inquiry:
 

(1)       What is the genus of goods and/or services at issue?
 

(2)       Does the relevant public understand the designation primarily to refer to that genus of goods and/or services?
 
In re 1800Mattress.com IP, LLC, 586 F.3d 1359, 1363, 92 USPQ2d 1682, 1684 (Fed. Cir. 2009) (quoting H. Marvin Ginn Corp. v. Int’l Ass’n
of Fire Chiefs, Inc., 782 F.2d 987, 989-90, 228 USPQ 528, 530 (Fed. Cir. 1986)); TMEP §1209.01(c)(i). 
 
Regarding the first part of the inquiry, the genus of the goods and/or services is often defined by an applicant’s identification of goods and/or
services.  See, e.g., In re Reed Elsevier Props. Inc., 482 F.3d 1376, 1379, 82 USPQ2d 1378, 1380 (Fed. Cir. 2007); Magic Wand Inc. v. RDB Inc.,
940 F.2d 638, 640, 19 USPQ2d 1551, 1552 (Fed. Cir. 1991). 
 
In the present case, the identification, and thus the genus, is “online [news] magazines in the field of intellectual property.” 
 
Regarding the second part of the inquiry, the attached evidence from the Merriam Webster Online Dictionary shows that the wording
“COPYRIGHTNEWS” in the applied-for mark means “ a report of recent events” and/or “material reported in a newspaper or news
periodical” related to “the exclusive legal right to reproduce, publish, sell, or distribute the matter and form of something (as a literary,
musical, or artistic work)”; thus, this wording is essentially the apt or common name for the genus of the services.  (References retrieved June
12, 2012 from the following:  http://www.onelook.com/.)  Accordingly, the relevant public would understand this designation to refer primarily
to that genus of services because the applicant’s online magazines are clearly promoted as sources of intellectual property news generally and
copyright news specifically, as shown in the specimen of use, directing viewers to “IP Magazines – click here to review the latest on-line issues
of IntellectualPropertyNews Magazine, PatentNews Magazine, TrademarkNews Magazine, and CopyrightNews Magazine.”   (Excerpted from
www.mandourlaw.com.)  Additional attached articles from such sources as Intellectual Property Today, World Patent and Trademark News, and
Plagiarism Today confirms what the applicant’s own specimen indicates:   that the mark COPYRIGHTNEWS refers primarily and directly to
the news magazine category of  intellectual property magazines.
 
Applicant cannot overcome this refusal by submitting a claim of acquired distinctiveness under Trademark Act Section 2(f).  See 15 U.S.C.
§1052(f).  Such a claim would be insufficient because no amount of purported proof that a generic mark has acquired secondary meaning can
transform it into a registrable trademark or service mark.  See In re Bongrain Int’l Corp. , 894 F.2d 1316, 1317 n.4, 13 USPQ2d 1727, 1728 n.4
(Fed. Cir. 1990); H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs , Inc., 782 F.2d 987, 989, 228 USPQ 528, 530 (Fed. Cir. 1986); TMEP
§1212.02(i).  A generic term cannot become a trademark or service mark under any circumstance. 
 

http://www.onelook.com/
http://www.mandourlaw.com/


 
Although applicant’s mark has been refused registration, applicant may respond to the refusal by submitting evidence and arguments in support
of registration.
 
 
 

/Heather D. Thompson/
Trademark Examining Attorney
Law Office 109
Telephone:  571.272.9287
Email:  heather.thompson1@uspto.gov
 

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using TEAS, to allow for necessary system updates of the application.  For technical assistance with online forms, e-
mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using Trademark Applications and Registrations Retrieval (TARR) at
http://tarr.uspto.gov/.  Please keep a copy of the complete TARR screen.  If TARR shows no change for more than six months, call
1-800-786-9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/teas/eTEASpageE.htm. 
 
 
 
 
 

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tarr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/teas/eTEASpageE.htm
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Examples of COPYRIGHT

- His family still holds the copyright to his songs.

- The book is under copyright.

First Known Use of COPYRIGHT

1735

Other Publishing Terms

annotate, dreadful, emend, expurgate, factoid, ju'rnp, lobster
shift, redaction, referee

Rhymes with COPYRIGHT

acolyt-e, aconite, aerolite, Ammonit-e, Amorite, amosite,
.anchorite, .andesite, anthracite, .antiwhite, apartheid,
appetite, arsenite, azurite...
[+] more

Learn More About COPYRIGHT

0 Spanish—English Dictionary: Translation of "copyright."

IE) Britannica.com: Encyclopedia article about "copyright"

' Next IWord in the Dictionary: copywriter
' Previous Word in the Dictionary: co'pyi‘eal'der
' All IWords Near: copyright

66 Seen 8: Heard 99

What made you want to look up copyright? Please tell us where
you read or heard it (including the quote, if possible).

11 comments v Add a comment

Brad Friedman ' Denver, Colorado
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news (noun plural but singular in construction) fl
news agency [noun]

news analyst (noun)
Ade m: Cam-1m

Lord 8. Taylor
25% Off Regular & Sale Silewide. Promo Code: FRIENDS. Buy Today!
wwwLordandTaylorcom

news will noun pi but singular in constr. often
attributive \‘n'Lin'nvuA

Definition of NEWS

1 a : a report of recent events

h : previously unknown information {I've got news for you:

c : something having a specified influence or effect <the rain
was good news for lawns and gardens — Garrison Keillor>
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(the yirus was bad news>

2 a : material reported in a newspaper or news periodical or on
a newscast

b : matter that is newsworthy

3 : NEWSCQST

— news-less dlfl adjenfiye

First Known Use of NEWS

15th century

 
Rhymes with NEWS

blues, booze, bruise, choose, cruise, cruse, Druze, flews,
Fuse, lose, Meuse, muse, ooze, Ouse, roose, ruse,

schmooze, snooze, trews, use, whose

Learn More About NEWS

a Thesaurus: All synonyms and antonyms for "news"

0 Spanish-English Dictionary: Translation of "news"

9 Britannicacom: Encyclopedia article about "news"
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' Next IWord in the Dictionary: news agency
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WASHINGTON, DC - The Business Soflware Alliance (EISA) this week urged the
US International Trade Commission notto issue market exclusion orders against
certain gaming consoles, smartphones, tahlet computers, and related
technologies that use

Syria Withdraws from Madrid Agreement, Remains
Member ofthe Protocol
5:11:2012 |Q:IZIS AM

Special to ag-IP-news Agency DAMASCUS - The Syrian President EIasharAssad
issued the Presidential Decree No. 1T9 stipulating the cancelation of Syria's
accession to the Madrid agreement forthe international registration ofmarks
(the

lPRs Protection Division at Jordan Public Security
Directorate Hard on the Heels of lPRs Violators
85'2012 |S:33 AM

Ely Ihtisam AwadatAMMAN - The Intellectual Property Rights (IPRs) Protection
Division at the Public Security Directorate carries out its mission in dealing with all
sorts oflPRs infringements and currently addresses more advanced crimes
using
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SALT LAKE CITY, Utah - Catheter Connections Inc. announced in a press release I

that it has filed two lawsuits against Ivera Medical Corporation
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Jailbreaking Enables Software Piracy, BSA Tells Copyright Office in
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:- _ “I WASHINGTON. DC - Jailbreaking smartphones and media tablets undermines the “It” !

__ _ _ value proposition they offer and pulls the rug out from under a software Hashim» will! umbwlt ponabtlm

Roadmap to Implement SAC I351 Published

ARDQAE Fourth umrzu'lz “53:51 AM Annual CDI'II'EIEIIEE

MARINA DEL REY, CA- As requested bytne Internet Corporation forAssigned
Names and numbers (ICANN) Board, ICANN is publishing the updated ‘
Roadmap 14-26 June 201 '2,

League of Arab slates. Cairn 
ICANN PDStS Conflicts Of Interest REVIEW - Independent Expert Report

serzo12|s:51AM Articles Added by

MARINA DEL REY, CA- As part ofthe Internet Corporation forAssigned Names Visitorsand Numbers (ICANN)'s ongoing focus on improving how the ICANN Eloard

CERN AUDDtS NEW Scheme tDI' E833! ACCESS tD Intellectual Property

83442012 |3:39 PM
GENEVA- The challenges orthe European Organization for Nuclear research
(CERN)'s scientific research program push technical boundaries and drive
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WASHINGTON, DC - The Business Soflvvare Alliance (EISA) and a diverse group of
industry partners today at the White House unveiled a set ofvoluntary

Colombia's ACCESSION t0 Madrid F'I'DIIDCDI IS 80001 TDI' BUSINESS — INTA

8.6.2012 |S:DS AM

NEW YORK, NY- The International TrademarkAssociation (INTA) applauded the
Government ofCoIombla forjolning the Madrid System forthe

USPTO Publishes Proposed Rules to Implement Micro Entity Status for
Paying Discounted Patent Fees

5.3192012 |4:14 PM

WASHINGTON - The US Commerce Department's United States Patent and
Trademark Ofi'lce (USPTO) is proposing to amend the rules ofpractlce in

Cohera Medical Awarded Platform Patent on its Biodegradable
Adhesive Technology

OIJ1F£U1Z|3ID1 PM

PITTSBURGH, Pa. - Cohera Medical lnc.®, a leading innovator and developer of
absorbable surgical adhesives and sealants, today announced in a
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Motorcycle Rally, Washington, D.C. Translatlons

- Waller Clients Prevail in SourMe-n Intellectual Property Case Referral Services

Thursda Ma 24 2012 Situations
L Y I Wanted

a USPTO Concord Patent and Trademark Resource Center (PTRC) Now Open to the Public Sequence
Searching/Listing

Tuesday, May 22,2012 International
Litigation Support

a USPTO to Host Clean Technology Partnership Meeting

Tuesday, May 15,2012
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o Gevo Dismisses Butamax Patent Infringement Lawsuit

Monday. May 14. 2012

Helinns Hianinnnns Cnrpnratinn Settles its Patent | ifigafinn Against Danifir: Hinsniennes. Inn.
Infojustice Roundup - May 14. 2012
Landmark Copyright Ruling Sets Rules for Fair Use in the Digital Age
Silicon Laboratories Awaits Official Complaint Before Exer‘ting Well Established RF Patent Portfolio

Friday; Mair 11, 2012

o McAndrews. Held 8:. Malloy Wins Inequitable Conduct Ruling for Client CSP Technologies
0 RyMed Technologies Wins Patent Infringement Case

Thursday. May 10.2012

0 Excentus Files Patent and Trademark Infringement Lawsuit against QuikTrip Corporation, Midax.
Inc. and Others

- USPTO to Test New Option for Information Disclosure Statements (IDS)

Wednesday. May 09J 2012

0 Special Feature —— Appellate Court Defines Suspension of Proceedings in TrademarkCases

Special Feature -- The LAST BEST PLACE That Doesn't Need a Trademark Registration
New IF Lawsuits Filed from RFC Express
Rembrandt IP Management Announces Patent Infringement Lawsuit Naming Slot
Machine Manufacturer and Casinos
US Patent Office Re-Exam Concludes RPost Proof of Delivery Patent Ualid

Tuesday. May 08. 2012

Coloplast IWins Patent Infringement lll'erdict Against Generic Medical Devices. Inc.
General Patent Corporation Settles Patent Infringement Lawsuit with Giesecke IR
Deurient America

MPS Wins More than $9.4 Million in Attorneys' Fees and Costs against DZ Micro

Monday. May 0?. 2012

- Infojustice Roundup — May 3'. 2012

FridayII May 04.2012

0 McAndrews. Held IR Malloy Secures Uictory for Stryker Corporation

Thursday. May 03. 2012
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o U.S. Patent and Trademark Office Confirms Cypress SRAM Patent Asserted in Cypress's
ITC Action Against 651 Technology

Thursday. Aprll 26. 2012

- Quarles 8: Brady Secures Major Intellectual Property Victory

Wednesday. April 25. 2012

BIIJLASE Files Patent Infringement Lawsuit Against European Competitor
Potter Voice Technologies Files Colorado Patent Infringement Lawsuit Against Apple.
Google. Clthers
Precision BioSciences Files Tenth Patent Infringement Lawsuit Against Cellectis
Related to Meganuclease Technology and Requests Permanent Injunction

Tuesday, April 24. 2012

Ivera Medical Announces the USPTD Upheld Key Patents for Disinfecting Port Protector
Technology

0 MacroSolve Files Patent Infringement Suits Against AIJL and Bank of America

Monday. April 23. 2012

0 Essential Medical Dismisses Patent Case against Masimo and Cercacor
- Infojustice Roundup — April 23. 2012

Friday. April 20. 2012

o Lawsuit Claims Wide Range of Apple Devices Infringe Patents for Screen Manipulation
0 Lifetime Wins First Patent Infringement Lawsuit in China

Thursday. April 19. 2012

0 Supreme Court Clears the Way for Generic Patent Challenges
- USPTO and UKIPO Issue Preliminary Progress Report on Worksharing Initiative
0 Watson Confirms Glumetza Patent Challenge

Wednesday, April 18. 2012

0 Chinese Nationals Charged With Software Piracy and Exporting Technology to China;I
Former NASA Employee Also Charged

0 Massive Cache of Counterfeit Athletic Apparel Found in Sacramento Warehouse

Tuesday. April 1?. 2012
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0 Article 0ne Partners Unveils Survey Results From IP Patent Litigation Study

Monday. April 16.2012

- Infojustice Roundup — April 16.2012

Thursday. April 12. 2012

o Morrison 8: Foerster Patent Litigation Team Secures Win for Hydrapak and Rare Rule
11 Sanctions Award

Wednesday. April 11. 2012

0 Technology Patent Wars Heat Up —— Microsoft and AOL Make Billion Dollar Deal
0 US Commerce Department Releases New Report Showing Intellectual Property—

Intensiv'e Industries Contribute $5 Trillion. 4|] Million Jobs to US Economy

Monday. April 09. 2012

- Eyewear Designer Zenni 0ptical Prevails In Major Patent Dispute with Aspei-i Eyewear
o Infojustice Roundup April 9. 2012
o NeoMedia Files Lawsuit Alleging Patent Infringement

Thursday. April 05. 2012

- Industry Giants Weigh—in Eln Decision that Could Expose Millions of Internet Users To
Copyright Liability
Precision BioSciences Files Ninth Patent Infringement Lawsuit Against Cellectis Related
to Engineered Meganucleases
University of Kansas Researchers Win Co-Inventorship Dispute over Cancer Drug
Formulation Patents
Watson Confirms Favorable District Court Ruling in Generic Sanctura XR® Patent Suit
Worlds Inc. Files Patent Infringement Lawsuit Against Activision Blizzard. Inc.. Blizzard
Entertainment. Inc.. and Activision Publishing. Inc.

Wednesday. April 04. 2012

o U.S. District Court for the Eastern District of Michigan Rules in Favor Elf Dblon Spivak
Client Paralyzed Ueterans of America

Tuesday, April 03. 2012

0 Special Feature —— Patent Claims Must Recite Significantly More than a Law of Nature
0 inovia Announces the Findings of its Annual U.S. Global Patent and IP Trends Survey
0 Lawyers of the Roundtable: Alltech Symposium to Host Intellectual Property Dialogue

Monday. April 02. 2012
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Connolly Bove Thwarts False Marking Constitutional Challenge on Behalf of FMC
Corporation
General Patent Corporation Settles Patent Infringement Lawsuit with Zoolert
Infojustlce Roundup — Aprll Z. 2012
True Religion Awarded $863.9 Million Judgment Against Internet Counterfeiters
USPTIJ to Test New Post Final Rejection Dption

Friday. March 30.2012

0 HumanEyes Technologies Files Patent Infringement Lawsuit Against Sony
0 USPTEI and NIST Unveil New IP Awareness Assessment Tool

Thursday. March 29.2012

0 Horizon Pharma Files Patent Infringement Lawsuit Against Par Pharmaceutical. Inc. for
Filing an ANDA Against DUExIS

Wednesday. March 28. 2012

Apple. Sony Sued in California Patent Infringement Claim 0ver iTunes. Playstation
Network Systems
BGH Ferdict — Unitedprint Wins Patent Litigation Against Fistaprint
Netlist Provides Update on US Patent 8: Trademark Office Communications
Supreme Court Knocks Back Myriad Genetics Patents

Tuesday, March 2?. 2012

o 0TI Files Patent Infringement Suit against T—Mobile

Monday. March 26.2012

DIgoneH I-Iles Lawsmt Assertlng Patent lnfrlngement by che
Genmab Announces Patent Settlement Agreement for 0fatumumab
Infojustice Roundup - March 26.2012
Supreme Court Decision Whacks Diagnostics Companies
USPTIJ Partners with NASA's Center for Collaborative Innovation and TopCoder on
Competition to Modernize Tools for Patent Examination
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European Patent for Mountain 0 .0
View Pharmaceuticals

Mountain View Pharmaceuticals Receives European Patent on Potential
Long-acting Drug for Multiple Sclerosis

Tue Jun 12, 2012
by IPFrontline

 
READ MORE

 
 

More from iPFrontline
 

Toshiba Corp. vs Imation Corp. p,
Tue. Jun 12. 2012
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Intellectual Property News Intellectual Property Photos Intellectual Property Videos

Ancestry Topping Facebook Cash Yield Lures LBO:
Real MBA

For private—equity firms scouring the Internet for a deal,   Ancestry .com Inc. is generating more free cash per share  
by researching families than Facebook Inc. does " " "

Huff: CyberSecurity Jimmy Smith
connecnng filends' Treateu Same as to Discusses Intellectual

Years Ago Property

Google, Apple, 'The Bachelor': Intellectual Property
 

Google Inc.’s bid to block imports of Microsoft Corp.’s

Hbox gaming system and Apple Inc.’s iPhone based on advertisement
patents owned by its Motorola Mobility unit may hurt 
competition, the U.S. Federal Trade Commission said. Washington California Asia Los

Angeles

Compromise Cybersecurity Bill Talks Started,
Lieberman Says  

A bipartisan group ofsenators is working on a compromise Most Popular on Bloomberg
around U.S. cybersecurity legislation that’s been stalled

US. Stocks Qetreat as Optimism
over difierences on whether government should set I I

Over Spain s Rescue Fades
protection standards, Senator Joseph Lieberman said.

US. Stocks Drop, Treasuries Gain as
Apple, Merck, Syms, Haka, Nortel: Intellectual Property Spam Optimer Fades

 
Apple Inc. filed an enforcement action at the U.S.

International Trade Commission in Washington, seeking an Greece Threatens Wall Street Jobs in
emergency order that would block imports ofHTC CorD.’s Third Trading Plunge

 



emergency order tnat would block imports of 1-111; corprs

newest phones and tablet computers.

US. Federal Reserve Beige Book: Dallas District (Text)

'l'he following is the text of the Federal Reserve board’s
eleventh District——Dallas.

Secret Memo Warns That Canada Cyber Threat Is
Growing

Cyber attacks pose a greater risk to Canada’s economic

prosperity than the government previously believed and

the country lacks the tools to fight hackers, officials warn
in internal documents obtained by Bloomberg News.

Tivo, Apple, Yahoo, lCoca—Cola: Intellectual Property

TiVo Inc. filed a lawsuit claiming that television set-top
boxes made by Cisco Systems Inc. infringe patents related

to digital—video recording services.

 Nokia, Apple, lCDbama, Ubisoft, ETSI: Intellectual
Property

Nokia Oyj’s claim ofpatent infringement on electronics,
including mobile phones and tablet computers from

Taiwan’s HTC Corp., will be reviewed by a U.S. agency that

has the power to block imports of the goods.

Kluger, Jenner, Beed Smith, Hughes Hubbard:
Business of Law

 

Attorney Matthew Kluger was sentenced to a 12-year
prison term that is the longest ever imposed for insider-

trading, exceeding the 11—year sentence given Galleon

Group LLC co—founder Raj Rajaratnam last year.

Dish's Ad—Skip Tool May Benefit From
Cablevision DVR Case The dispute over whether Dish Network

Corp.’s ad—skipping technology violates
network television copyrights may turn on which court the
second-biggest U.S. satellite-TV service persuades to hear
the matter.
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Intellectual Property News - September 2011 - Limited

Window to Prevent Trademark Uses in Internet Red Light

District Domains (.)O()()
by McNees Wallace 8!. Nurick LLC on 9f1y‘2011 

As of September ?, 2011 the Internet Corporation for Assigned Names and Numbers (ICANN) will begin

offering .xxx domain registrations. The registry will be operated by Florida-based ICM Registry (ICM), the

company that first applied for the .XXX domain in 2004. ICM’s intent is to create designated domains for

adult content which are operated under its policies which are intended to reduce malware, SPAM, and
intellectual property infringement. The .><><>< domain also represents the creation of new internet real

estate and, because any string ending with .XXX can be purchased, the launch of .XXX represents an

opportunity for domain squatters and trademark infringers. In other words, your trademark could

become associated with a .XXX domain and website. Fortunately, you have options to prevent this from
occunng.

Sunrise B Opt—Out Period Owners of registered trademarks who are not involved in the adult

entertainment industry, and who do not want their trademarks to appear in a .XXX domain owned by a

third party will have the opportunity to prevent such domains from being purchased — but only if they act

during a limited period of time. ICM Registry has provided an opt—out period called Sunrise B for owners
of registered trademarks to block .><><>< domains that contain their registered marks. The key facts you
should know about Sunrise B...

Please see full article below for more information.
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Apple and Samsung begin settlement talks Report: Facehook bought 750 patents from IBM  

Latest Stories CLICK FOR INFO
 

Opinion: How Yahoo weaponized my work updated March 14. 2012
While most ofthe tech world was partying at South by Southwest in Austin yesterday, Yahoo

 

announced itwas filing a lawsuit against Facebookfor allegedly infringing on 10 patents from Newspulse »their 1 ,IZIUU+ patentwarehouse. _ . .

[3 Meet populal mane-2 right now
. . Sheriff: Dad kills man abusing lllllllllllllllllllllllllllllllll

Time to update copyright law? updated January 31. 2012 his daughter
On the first day ofeyery year, works ofartwhose term ofcopyright has expired enters the public
domain. This year's class is particularly strong, as the novels ofJames Joyce and Virginia ItAI'oolf Witness describes alleged ""mlmllll
are now free ofcopyright protection. lfyou eyerwanted to stage a puppet show ofJoyce's Sandusky abuse
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cit-:5 , SOPA explained: What it is and why it matters updateddanuaryzo.20'tz _
The tech industry is abuz about SOPA and PIF'A, a pair ofanti-piracy bills. Here's whythey're UnnedHeanhcare m keep "I'm"
controversial, and howthey would change the digital landscape ifthey became law. some health care mandates
   '.J-~,'k- KKK chapter wants to adopt |||||||||

' Anonymous strikes back after feds shut down piracy hub . .Georgia highway
MegauPload updated January 20. 2012
In one ofthe US. government's largest anti-piracy crackdowns eyer, federal agents On Thursday Explore the nevus with NeuusPulse :0
arrested the leaders ofand shut down Megauploadcom, a popular hub for illegal media
downloads.

Anonymous strikes back after feds shut piracy hub Megaupload Rented tapics »
updated January‘le, 2o12 0 Law

"Haclttiyist" collectiye Anonymous on Thursdaytook creditfortaking down US. Department of
Justice, FEII and entertainment companywebsites, following arrests in one ofthe federal
government's largest anti-piracy crackdowns.
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0 Technology[3

0 Patents
Trademark wars heat up. Be ready. updated December 1. 2011

Atrademark can be a company's greatest asset. It can also be one of its biggest challenges -- a Internet

especlally lately. o Copyrights

New Apple patent would shield against broken glass updated November 21. 2011 a MediaApple is a powerhouse ofingenuity, patenting ideas as soon as an engineer can scratch them. , -,—. n .. . n . . . . .. - .. ... ..n n. IIanrlCN-eainc-
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down on paper (or iPad). Around three dozendApple patents made theiFwavthrough the US. 0' united States
Patentand Trademark Officethis week alone. _

I _ @- Busmess

m Websites
CNNMonev: Occupy Wall Street applies for trademark updated October 31. 2011
Even anarchic movements like to have some legal protections: Occupv Wall Street's organizers
have applied to trademark their movement's name. View "we

Apple secures patents on China stores updated Semember 21.2011
Apple has been granted patents on some ofthe distinctive elements oflts store designs in China Sponsored links

as the US companv moves to better protect itselfagalnst rampant copvlng ofnot onlv Its products Pradaxa Lawsuit
hm also Its sales mama's on the Chmese mamland' Suffered From Internal Bleeding? Call Us Today For More

'1- ’ < Information
WWW.lnjuredbvpradaxaoomf

- ' ' ' dat o s o 21.2o11
CNNMoney, Patent trolls cost Inventors half a trillion dollars up e entem er Invention Evaluation
Patenttrolls -- companies that llcense patents but do not actuallv sell anvthlng -- have long been Get 5. Confidential Evaluation of Your Invention Concept Visit Us!looked on with fierv scorn in Silicon Valley. This week, a Boston Universitv studv offered fresh fuel wwwHarshawRegeamhmm
for those flames.

Fosamax litigation

Obama signs patent reform Updaed Semember1slzu11 Fracture caused by Fosamax®‘? Have a Tier 1 lawyer reviewour case free

l-‘resldent l:laracl< Ubama Signed leglslatlon l-ridavthatvvlll overhaul the U.l:i. patent svstem tor vwwwseegerweissmmthe firsttime since 1952.

CNNMoney: Will patent reform really create 200,000 jobs? updated Semember 18. 2011
America's llrSI slgnlllcant patent reform In SIX UECSUBS IS CIDSE I0 becomlng law: It passed we recommend
Congress on Thursday and President Obama has declared that he will sign the bill.

- Dangerous foods - don‘t eat these at home

CNNMoney: Sweeping patent changes poised to become law updated September 9-2011 . Military options for Syria considered ifcrisis worsens
Congress on Thursday passed legislation thatwill reform the US. patent svstem forthe flrsttime. . . _ - Comedian Tommy Chong fighting prostate cancerslnce the Truman admlnlstration.

- KKK chapter wants to adopt stretch of Georgia

GNNMoney: Google to buy Motorola Mobility for $12.5 billion updated Pugust is. 2011 highway
In a surprise deal thatwould be its largest acquisition ever, Google has agreed to buv Motorola - Police: U.S. Commerce secretary cited for felony hit-
Mobllitv for $1 2.5 billion, the two companies said Mondav. and-run in California

- Sheriff: Father kills man sexually abusing his
CNNMoney: When Silicon Valley fights, patents are the deadliest weapon daughterupdated fiugust ‘18, 2011

Patents have dominated the tech news headlines latelv, with industrv leaders such as Google,
Apple and Microsoft spending billions to beefup their intellectual property portfolios.

2 3 4 5 e 7 Next» Fromaroundtheweb

- Can Obama Be Defeated byRomney? Surprising Poll
Data Reuealed Hewemaxxom

- The most terrifying bug you'ue euer seen ihe Daily
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- String Bikinis Don‘t Driue Men Wild, but These Bathing
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- 5 Most Worthless Players in the NFL "-_'~" Ilia-other
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- HowI often should you get an oil change?
Bankrmenom

- Read the Fan Romney Sent to a Laid-Off Worker
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il--Jl'|.? I's this!

‘9' THE
1 GREA T COURSES“

Now Enjoy Brilliant College
Courses In Your Home or Car!

for only:
 

alsur Rr..<.':r1=.u1.

 
Hume I Video E NewePube I U.S. I Wulld I Puliliu: E Ju>liu= I EIILelLaiHIIIeIIl E Teull E Heallll I Living I Travel I Dpilliull | iRepuIl | Murray I Spoil:

ToolsSwuidgetS I RSS I Podcasls I Blogs I CNN mobile I My profile i E-mailalerls I CNN shop i Site map

m @2012 Cable News Network. Turner Broadcasting System. Inc. All Rights Reserved. CNN en ESPANDL CNN Chile CNN Expansion I‘d)” Eilo‘l E$fi TiJrkpB
Terms of service Privacy guidelines Ad choices [D- Advertise with us About us Contact us ' Workfor us Help CNN TV HLN Transcripts

_>l 



htt :ffinfoarticleone artnerscomfi -nevvs 08110012 09:40:25 PM 

 

@ LMINNE‘IS Forum Company Blog Contact '

Intellectual Property News<Elack to Main News Pa e

mam

IflteflleomaflTop News Sources:

Wall Street Journal IP

NY Times Inventions & Patents Property News
BusinessWeek IP

BBC Technology

 
cm IP Current lP News

Eastman Kodak files for auction ofDigital Imaging patents
Monday, Jun 11, 2012

New Aop Studies: [Reuters] - Eastman Kodak Co filed a motion on Monday seeking approval ofbidding procedures for bankruptcy auction ofi
Digital Capture and Kodak imaging Systems and Services patent portfolios, which together comprise more than ‘l .100 pate

 
DIVERSITY DETECTION FOR WCDMA

Reward : $SIDDD “Read More Banks eye Intangible assets as collateralMonday; Jun 11, 2012
Several US lenders want to tap the value otthe intellectual property holdings oftheir borrowers as a way ottrimming their
capital requirements

 

SPACE TIME BLOCK CODED
TRANSMITANTENNA DIVERSITY FOR

W Kodak's Patent Allure Fades
Reward : $5.000 mm Monday: Jun1?,20?2

Eastman Kodak's effort to whip up interest in the sale of its digital patent portfolio is flagging, complicating the 132-year—old
W photography pioneers odds of emerging from bankruptcy court.PROCESSOR HAVING FLOATING

POINT RASTERIZATION UNITAND W
FLOATING POINT FRAleE BUFFER 914955 Jun 3, 20??

 
imm- Eastman Kodak's effort to whip up interest in the sale of its digital patent portfolio is flagging, complicating the 132-vear—old



httphinfo.articleonepartners.comfip-news 0ST1‘IT2012 09:40:25 PM

UNIT

Reward : $5,000 ...Read More

APPARATUS FOR THE INTEGRATION
OF TELEVISION AND INTERNET
SIGNALS

Reward : $5,000 ...Read More
 
 

@ArticleOne Tweets

ArticleCne: PriorArt in Your Closet or
Gym Bag! Have you seen any similar
sports cleats? http:i'rt.coIT2MH3DW3
Monday: Jun 11, 2012

ArticleOne: Considering a new 'ob?‘
Make sure to attend the #EIIO Career

Fair next Mondayfrom 2-Tpm atthe
Hynes Conyention Center
httn'fl‘t nnJ’TRfirFlfFF
Monday; Jun 11, 2012

ArticleCne:Thanks and Happy
Weekend - #FF @ipgossip

l' atentlaw lntello lSt

@patentworkbench @lPWatchdog
@m axb pyS
Friday, Jun 8, 2012

ArticleOne: NEW- Article One's Weekly
Patent and IP News Update including
storiesfrom arstechnica and

{ajipwatchdog hftp:l’i‘t.coJ’><I-3Hbssflil
Friday, Jun 8, 2012

 
 

 

Eastman KDUSKS enon to wnip up interest in tne saie ot its digital patent pontoiio is nagging, complicating tne iJz-year-oid
photography pioneers odds of emerging from bankruptcy court.

Judge Calls foApple y. Motorola F'atent Rumble
Friday: Jun 8, 2012

The Apple y. Motorola trial scheduled to begin next week in the US. District Court forthe Northern District oflllinois has be
cancelled, with thejudge presiding oyerthe case deciding it should be dismissed because neither side has established a ri
to relief. Howeyer, Judge Richard F'osnerwrote on Thursday that in the course of preparing his full opinion, he might changE
mind. ...Read More

Apple Suit Against Motorola Tentatiyely Dismissed
Thursday, Jun 3", 2012
Afederaljudge in Illinois said he had "tentatively decided" to dismiss patent litigation between Apple Inc. and Motorola Mot
which was recently acquired by Google Inc.

Apple Suit Against Motorola Tentatiyely Dismissed
Thursday, Jun 1 2012

Afederaljudge in Illinois said he had "tentatively decided" to dismiss patent litigation between Apple Inc. and Motorola Mot
which was recently acquired by Google Inc.

Google F'oints Finger at Microsoft Nokia
Thursday, May31, 2012
Google filed an antitrust complaint in Europe arguing that Microsoft and Nokia are using proxy companies to brandish patei
and hurt the prospects of its Android mobile-phone software.

Google Wins F'atent Verdict
Wednesday May 23; 2012

Afederaljury ruled that ISoogle didn‘t infringe Oracle patents forJaya technology in the second phase ofthe companies'triz

Samsung Apple to Sit at the Table
Monday, May21, 2012
Chiefexecutiyes oprple and Samsung Electronics will meet in Monday in a court-directed session aimed at settling their
smar’rphnne patent war Hut 9 deal seems unlikely

ITC Rules in Favor of Microsoft Dyer Motorola Mobility
Fridays May18, 2012

Microsoft scored a win over Motorola Mobility Holdings on Friday as ajudge ruled in favor ofthe software giant in a closely
watched paletil dispute ever llUW triuLIile euttittiutiiualiuti devices upetate.

A Crackdown on F'atently Absurd Lawsuits
Thursday, May10, 2012
The Supreme Court and White House rein in patent owners who file frivolous cases
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LATEST NEWS

Rapper Yo Gotti facing copyright suit

 
Student fined for infringing subtitle
download site

A studentwho ran a SIIE! which allowed users
ID download film and

Samsung denies suing Australian
patents commissioner
Following weekend reports, South Korea's
Samsung has denied it is suing the...

US rapper‘r‘o Gotti has been served with a copyright infringement
lawsuit over his hit song "28 Elars". Musician Eric Dion Flemming
claims the song 28 Bars was originally given to the rapper Starlito,
who works underYo...

Copyright industry adds 3bn sterling
to UK GDP

According to figures from the UK Intellectual
Property Office (UKIPO), the...

Google sued over GDrive patent
In the unceasing barrage oftechnologv related
patent suits, most ofthem...
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LATEST FEATURES

A snappy brand
Catherine White catches up
with Lacoste's Michel Lacoste
to talk about... 

The IP responsibility: satisfying
directors duty to shareholders
lPXl's Ian McClure and Jessica D Ashdown
discuss a spate ofcases where...

Talking IP tactics
PricewaterhouseCoopers' Caroline Woodward
considers the treatment oflP in...

LATEST ANALYSIS

India grants first compulsory
licence under Patents Act

The pharma battle in India recentlytook a new
turn when generics...

Termination Rights: Musicians ready
to claw back copyright
From 2513 music owned by record labels in
the US will begin to fall backto...

The final whistle on football fixture
lists?

The entire process can take up to four months.
It starts with a man named...

LEGAL UPDATES

Volkswagen stalls in its latest
trademark appeal
THE CASE: Volkswagen AG \I' OHIM Case
T433159 General Court ofthe European...

What test is the gatekeeper?
Elizabeth Swanson asks which test is the
"gatekeeper" in deciding...

ls patent reform in Hong Kong on
the horizon?

Mayer Brown JSM's KennyWong questions
ifHong Kong should have its own...

LATEST OPINION

Patentability exclusions exist
for method of doing business

if“ Avidity lP's Alek Turnbull

flagrant»
continues his series of
articles discussing when...

Patently important?
Browne Jacobson's Peter Ellis questions if
a unified patent court is...

Hit or miss
Rouse's 5tuartAdams asks ifACTA is a
solution or missed opponunityAtter...

 

PEOPLE MOVES

Squire Sanders builds Intellectual
property presence in Asia with partner
hire

Intellectual property
partner and patent
attorney, Kam W Law,
has joined...

TWo new lawyers for Akin Gump
Akin Gump Strauss Hauer 5 Feld has hired two
lawyers Kevin G McEIride and...

Avidity IP appoints Scott Roberts to head
up electronics team
European patent and trademark attorneys Avidity IP
has announced the...
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DEFINITIONS OF: .
. _J Addto List... 5 Launch [Mae 1

Intellectual property

n WORD FAMILY 

fl intangible property that is the result of creativity (such as
patents or trademarks or copyrights)

. . USAGE EXAMPLES
Type of: belongings, holding. propem

something Ownecll any tangible Dr intangible DDSSESSan E News Medioinei’Science Business AnsICulture Sports Fiction Tech
that Is owned by someone

The changes can be found on the website ofChina's State
Intellectual Property Office at wwwsipogoycnf.

Their practices include intellectual property, antitrust and unfair
competition litigation.

Smanerer's real intellectual property, Elalter insists, lies in its
content management and production system, another priority forthe
company going forward.

The resulting implications forforeign policy, intellectual property
security and individual privacy are profound.

Next}
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WAN-“A’s WORLD PATENT a: TRADEMA

Advertising Subscribe To  

wptn.com brings you Intellectual Property news from around the world.

wptn.com offers the widest geographical, topical and analytical representation to
Intellectual Property related matters.

IWPTN reports extensively on world-wide IP developments in-

The American continent

The European Union
Australia, New Zealand, Japan, Korea, Singapore and China
The developing nations of the Indian sub—continent, central and south—east
Asia, Africa, South America, the Middle East and the Far East

Latest NEWS

Trademarks

Australia

Trademark WILD GEESE Exounged on the Ground of Non—Use. Circumstances Allowing
a Mark to Remain on the Register Despite a Finding of Non-Use Clarified by the Full
Federal Court
Case Summary And Commentary: Austin, Ni'cnofs & Co Inc v Lodestar Anstai't {201. 2] FCAFC 8
Griffith Hack

Reversing the decision at first instance, the Full Federal Court of Australia has
ordered that Lodestar Anstalt’s (“Lodestar”) trade mark WILD GEESE (“WG mark”)
should be expunged from the Register. The decision was made on grounds that the
primary judge had inappropriately exercised the discretion not to remove a mark for
non—use granted under s 101(3) of the Trade Marks Act 1995 (Cth). The decision
sheds crucial light on how, and the circumstances in which, the Registrar/courts may
exercise their discretion under s 101(3) to allow a mark to remain on the Register
despite a finding of non—use. Facts In 2005, Austin, Nichols 8c Co Inc (“Austin”),
owner of the bourbon brand WILD TURKEY, applied to the Registrar of Trade Marks to
have the WG mark removed from the Register under s 92(4)(b) of the Trade Marks
Act 1995 (Cth) for non—use. The Registrar refused the application for removal except
in so far as it related to 'wine, fortified wine and wine based spirits, namely brandy,
grappa and cognac' in class 33. ....I:lick here for full details 3}

01 May 2012

Trademarks

Taiwan
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Principles to Deal with Trademark Matters During the Transition Stage of Trademark
Act Amendments

Jaw-Hwa International Patent 8: Trademark 8: Law Office

The new Trademark Act was passed on May 31, 2011 by the Legislative Yuan, and
amended and promulgated on June 29, 2011 by President Order. The date of
enforcement of this Act will be prescribed by the Executive Yuan and is proposed to
be enforced in June 2012. ....I:lick here for full details >>

01 May 2012 TOP

Trademarks

Argentina

Particularities of TM Opposition Procedure in Argentina

Moeller IP Advisors

when we refer to the Argentinean trademark opposition procedure, different
questions arise especially in light of the comparison with other local and regional
systems. The purpose of this article is to provide the reader with a clear idea of
which are the particularities of the mentioned proceeding, whenever exclusive rights
granted by a trademark registration are intended to be obtained in the country. ....Elickhere for full details >>

01 May 2012 TOP

Trademarks

Australia

Tobacco Plain Packaging Legislation in Australia and its Impact on Trademarks

Knightsbridge Lawyers

The Tobacco Plain Packaging Act 2011 (Cth) (the LAct’) will come into effect with
regard to retail sales of tobacco products in Australia on December 1, 2012. The Act
and the Regulations made pursuant to it (together, the ulegislation”), tightly regulate
and dictate the manner in which tobacco products may be packaged and offered for
sale at the retail level. In doing so, the legislation severer restricts or prohibits the
use of trademarks for tobacco products. Sub-section 20(1) of the Act prohibits any
trademarks from appearing on the retail packaging of tobacco products unless they
are specifically permitted by the legislation. Sub-section 20(3) however permits the
use of the brand name of tobacco products and any variant name for the products.
The effect of these provisions is that only word trademarks for tobacco products will
be permitted on retail packaging. The use of all other trademarks (such as logos, any
artwork or aspects of packaging) Is prohlblted. ....I:|ick here for full details a}

01 May 2012 TOP

Trademarks
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Barbados

Trademark Protection In Barbados

Clarke Gittens Farmers

Barbados is a tiny island in the Caribbean Sea, covering just 431 square kilometers.
The population numbers under 290,000; there are very few natural resources and
almost no manufacturing industries. So, why am I telling you all of that? The answer
is that most of the consumer goods, TV shows and music found in Barbados are
imported. Foreign brands and technology are exposed to locals and to the hundreds
of thousands of tourists and working ek-pats who visit the island year round for the
sun, sea, sand and business opportunities. It is therefore very important for foreign
intellectual property owners to protect their rights in Barbados. Let’s look at brand
protection. Trade, service, certification and collective marks may be registered. The
common law action of [JdbblIlLJ—Urr [JIUUlLiUL-r dLlLliLiundl pruLeeliun fur unregistered
marks and trade dress. ....I:lick here for full details >>

01 May 2012 TIJP

Trademarks

China

Use of Trade Name Shall Not Infringe Trademark Rights

Beijing Globe- Lavl Firm

In July 2006, ABC (China) Investment Co., Ltd. and ABC, Inc. (Switzerland)
(collectively known as “the Applicants”) filed an application for dispute resolution to
the Beijing Municipal Administration for Industry and Commerce Bureau, Haidian
Branch againsL ABC (Beijing) Biological Clierriieal Cu., Ltd. for the violation of Llieir
trademark rights. The matter of the application is as follows: To revoke or rectify the
ABC (Beijing) Biological Chemical Co., Ltd. trade name in accordance with relevant
laws. ....E|ick here for full details :5}

01 May 2012 TOP

Trademarks

Colombia

Anti-Paperwork Decree Reforms Trademark Prosecution Proceedings in Colombia

Cavalier Abogados

Trademark prosecution proceedings in Colombia are now a bit easier thanks to a
reeenL AnLi-paperwurk Decree of January 10, 2012. The Decree (No. 19 of 2012)
echoes all the recent changes to Colombian trademark laws that will apply after the
Trademark Law Treaty (TLT) enters into force on April 13, 2012. Legalizations of
documents are now a thing of the past, multiclass applications are now available,
applications and registrations may be divided and the filing dates of initial applications
for the purpose of priority rights are now certain. ....Elick here for full details >>
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01 May 2012 TOP

Trademarks

Czech Republic

Development in Trademark System in the Czech Republic After Jeining European Union

Kania Sedlak Smola

Trademark protection in Europe tends especially since the introduction of the
Community Trademark System to unification of rules and practice in all EU states. The
easy changes in individual countries have been mostly done, but there still remain
some problems that resist any convenient solution. A problem that has been in the
Czech Republic already solved concerns bringing our Trademark Law in conformity
with one aspect of the TRIPS Agreement. According to the former Czech Trademark
Law the license agreement came into force only after it was registered at the Czech
Industrial Property Office. This was very important in cancellation proceedings in
cases where the trademark was not used by its owner but by another firm with a
consent of the trademark owner. To bring this law into conformity with TRIPS the
Czech Trademark Law was amended so that that the license agreement came into
force in respect to third persons only after it was registered at the Czech Industrial
Property Office. Nevertheless, the Czech Industrial Property Office understood this
amendment so that a use of a trademark by a licensor of a non-registered verbal
license could not be considered a use for the purpose of a proof of use in a
cancellation proceeding, which has been based on non-use, and the proof was thus
still missing. The problem had to be solved by the Highest Administrative Tribunal,
which had declared that where a trademark has been really used by a subject with a
consent of the trademark owner, such use should be considered as a use by an
authorized person even though the consent, i.e. the oral or written license, has not
been registered at the Industrial Property Office. ....I:|ick here for full details 3“)

01 May 2012 IUP

Trademarks

Guatemala

The Absence of a Link Between the Patent and Trademark Office and The Commercial
Registry

AC. PALOMO 8e PORRAS

The Gautamalan trademark system is based on the principle of “registration” and ith
“territorial”, meaning that the trademarks are protected in Guatemala only if they are
registered in the Guatemalan Patent and Trademark Office (GPTO). Different than the
trademarks, the trade names are protected on a “first use basis”. This means, that
they are protected by the owner since its first Lise in the commerce. However, if a
company wants to register it's trade name in GPTO, they may do so using a similar
application process, but adding a document that proves the actual an non interrupted
use of the said trade name, in its country of origin. This all should work just fine, but
there is a current issue in Guatemala with the registration of trade names, which is
that, the Commercial Registry grants anyone who requests for the constitution of a
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new company, the use of a trade name if it is net registered in that particular Office,
and it does net take into consideration the previous Intellectual Property Rights, that
are already protected or in process to be protected in our GPTO. This means, the
Commercial Registry doesn’t check if the trade name is registered at the GPTO. ....I:lickhere for full details >>

01 May 2012 TOP

Trademarks

Japan

Japan Patent Office to Accept “Dietary Supplements” in Class 5

Maruyama 8: Co.

The JPO (Japan Patent Office) has adopted the 10th edition of Nice Classification and
changed its practice to accept the description of “dietary supplements” for processed
food for health aid in Class 5. This new practice has been applied to the trademark
applications filed after January 1, 2012. However, for the applications which were
filed before January 1, 2012 and are pending for examination in the JPO at present,
they shall be examined under the old practice. ....I:liu_kl|ere l'ur l'ulldelails '2')

01 May 2012 TIJP

Trademarks

Japan

Frequent Provisional Refusal in Japan

Q.Kitamura patent office

1.1ntroduction I am often requested by foreign associates to respond to provisional
refusals issued by the Japan Patent Office (“JPO”) against applications based on the
Madrid Protocol. Recently, a frequent ground for refusal refers to the main paragraph
of Article 3(1) of the Japanese Trademark Act, which requires “actual use”or “intent—
to-use.”This provisional refusal has been issued more often than before due to the
revision of the Guidelines for Examination in effect since April 1, 200?. Hence, I would
like to explain the trademark examination practice in Japan, particularly regarding
“Subclass’Jand “Similar Group Code,”both strongly related to said provisional refusal,' in
case this provisional refusal is issued,' and how we should deal with it. ....I:lick here forfull details >>

01 May 2012 TOP

Trademarks

Japan

The Basics of Acquiring and Maintaining a Trademark in Japan

Ryuka IP law Firm
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1.Before Filing What can be Registered A trademark may include colors and may be
two-dimensional or three-dimensional, but mere color without any accompanying
figure is not permitted in Japan. Sounds and smells are not eligible for trademark
protection. Description of Goods or Services The Japan Patent Office (JPO) publishes
a list of acceptable descriptions of goods and seryices organized in classes and
subclasses. (The list can be yiewed yia our website at www.ryuka.com/goods.) If a
desired goods or seryices classification does not appear on this list, the goods or
seryices should be explained in great detail so that the examiner can clearly
understand their nature and scope. The examiner will then suggest a description in
the first office action. ....I:|ick here for full details >>

01 May 2012 TOP

Trademarks

MBXiCD

Efficiency vs Effectiveness of Authorities in Charge of Administering Industrial
Property

Nouopatent International Service, 5. C.

Since the administration neoclassic theory’s perspectiye and bearing in mind the
industrial property field, eyery authority in charge of administering industrial property
(Patent and Trademark Office, PTO) should be considered in terms of its efficiency
and its effectiyeness when an assessment of its performance is to be done.
Effectiveness: is the capability of producing a desired result. When something is
deemed effectiye, it means it has an intended or expected outcome. Then, this is a
measurement of achieving a desired effect. Effectiyeness does not worry about
means, but it focuses on achieyements only. Efficiency: is the capability of
conducting an effectiye operation as measured by a comparison of achieyements with
resources. Efficiency is a measurement of the use of resources, i.e., is the ratio of
resources to outcome. Efficiency does not necessarily worry about achievements, but
it focuses in the use of means. ....I:lick here for full details :5)

01 May 2012 TOP

Trddelndrkh‘

Netherlands

A Due Cause to Take Unfair Advantage of Reputable Trademarks?

Abcor BV

The Netherlands is not only known as the land of tulips, but also as the land of
ucoffeeshops”. Coffeeshops, unlike the name suggests, are places that sell marijuana.
One of the oldest coffeeshops in Amsterdam is THE BULLDOG, which has been yisited
by millions of tourists over the years. THE BULLDOG, initially started as a small
coffeeshop in 19?5, grew in to a multi-million dollar business. THE BULLDOG eyentually
became a large consortium consisting of several hotels, shops and cafes. Its product
range went well beyond just marijuana, and many different goods are sold today
under the THE BULLDOG name. Through its expansion THE BULLDOG trademark
acquired a reputation in he Netherlands. ....Elick here for full details >>
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01 May 2012 TOP

Trademarks

New Zealand

Introduction of Online Case Management System for Trade Marks and Designs

James 3: Wells Intellectual Property

On 13 February 2012 the Intellectual Property Office of New Zealand (“IPONZ”)
released its new case management system for trade marks and designs. The case
management system has made IPONZ systems the equal of the most modern of any
Intellectual Property Office in the world, and the functionality of the system has
obyiated the need for traditional postal correspondence Key features of the new
system include: All correspondence sent electronically. Applications are managed from
a personal IPONZ inbox. Contact information can be more readily updated by the
agent. Progress of applications and the file can be reviewed online. Cases before the
hearings Office can be managed online. ....I:|ick here for full details 22>

01 May 2012
TEIP

Trademarks

Nigeria

Trademark Legislation in Nigeria: the Enabler or Disabler?

Aelex

Nigeria is listed amongst the LNext Eleyen’ countries as haying a high potential of
becoming one of the world’s largest economies in the Elst Century
http://en.wikipedia.org/wiki.Next_Eleyen. With the global recognition of Nigeria as an
emerging commercial hub of Africa, multinationals are increasingly expanding
protection of their trademark portfolios to include Nigeria. As a result, the Trademarks
Registry has been inundated with an increasing number of trademark applications.
With the several forms of corporate structuring, trademark portfolios have become
rather complex in their management needs. It would be expected that the growing
need for trademark protection in Nigeria would be met with an equally able legal
climate to enable adequate protection of trademarks belonging to multinationals and
local businesses. Unfortunately, this is not the case. The primary legislation regulating
trademarks in Nigeria is the Trademarks Act (1965) Cap T13 Laws of the Federation
of Nigeria 2004- (“the Act”). It is unfortunate that the legal regime for trademark
protection in Nigeria has remained largely stagnant since the Act was promulgated.....Elick here for full details 3}

01 May 2012 TOP

Trademarks

Russia

Special Court on Intellectual Rights will be Created in Russia
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On December 7", 2011, a new Russian law (Federal Constitutional Law No. 4-FKZ)
came into force. According to this law, a new, specialized court, the Court on
Intellectual Rights (“IF' Court”), was added to the Russian Arbitrazh court system.
Russian Arbitrazh courts are state courts which consider disputes between legal
entities. If a participant of a dispute is a physical person, such a dispute is subject to
consideration by Regular courts. Law 4-FKZ proyides that the IP Court will be
established no later than February 1, 2013, on the basis of Arbitrazh courts as a
special court body to consider cases related to the protection of intellectual property
rights. This is the first specialized state court to be established in Russia. ....I:lick herefor full details 22>

01 May 2012 TIJP

Trademarks

Sierra Leone

Sierra Leone to Enact new Trademark Law

Afrimark

Sierra Leone Intellectual Property Law is about to shed its colonial yestige for a
modern state—of—the—art law which includes service marks. A Bill is before Parliament
for a new Trade Marks Act. The current Trade Marks Law is the Trade Marks

Ordinance of 1913 and 1923 (Cap 244); Ordinance No. 26 of |Elth December 1929 and
Ordinance No. 10 of 10th July 1940. The pre—193EI Old British Classification of Goods
would be replaced by International Classification of Goods which makes provision for
services marks. Sierra Leone which has a population of 5,530,000 (about Five and a
half million) inhabitants has been propelled into the International Commercial World
with this Bill. The Trade Marks Office and Registry is fully operational and vibrant
thanks to the innoyatiye gestures of a dynamic Registrar-General who is at the helm
of affairs. She has already managed to collect record revenue for Government
through increased activities and efficient service. ....E|ick here for full details 2}

01 May 2012
TIJP

Trademarks

Taiwan

IIIlrUIJucLiUII ul' Trademark Practice in TAIWAN

Mission International Patent and Trademark Office;

1.Trademark Act and Rules: TAIWAN adopts First to File System and proceed
substantial registrability examination, by international goods classification. An
application may include multiple classes; three months of opposition period opens to
third parties after publication of issued registration; the term of registration is ten
years and each renewal is extended for ten years. 2.Current practice of Registrability
Examination: Current Trademark Act protects a trademark composed of a word,
deyice, symbol, color, sound, three—dimension or a combination of these. In
Taiwanese practice. the desidnated names listed in Nice Classification generally would
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Taiwanese practice, the designated names listed in Nice Classification generally would
be accepted; Examiner usually reviews the goods specification, completes the search
for similar prior registrations and applications, and then issued first Office Action
indicating almost all questions; applicant may have more than one chance to
response to an Office Action; most Examiners accept new description of designated
names beyond those allowed and publicated registrations, especially to new products.
Please note in China, standard examination of the above-mentioned practice is not
the same. ....E|ick here for full details :>>

01 May 2012
TIJP

Trademarks

Taiwan

Trademark Use in Taiwan

Tai E International Patent 8: Lay. Office

The main functions of a trademark are to identify the source of origin and to
distinguish it with the goods manufactured or services provided by others. Comparing
the practice in the US. that requires a Statement of Use to obtain trademark
registration if the application is based on intent—to—use, in Taiwan, a trademark
applicant need not provide evidence of use to obtain registration, provided that, such
evidence is only required to prove that the applying mark has gained a secondary
meaning so that it has become distinctive for registration. The current Trademark Act
effective from November 21, 2003 adopted multi—class registrations and abolished
associated trademarks. Thereafter. a trademark may be revoked in whole or partially
depending on the case; an associated mark automatically became the principal mark
after the enactment of the Trademark Act of 2003. Although the new Trademark Act,
promulgated by the President on June 29, 2011, is expected to become effective on
July 1, 2012, the aforementioned matters remain the same. The Intellectual Property
Court (1P Court) was launched on July 1, 2008. Thus, the IP Court has the authority
to determine most of the intellectual property issues by itself for all courses of
actions, no matter whether administrative, civil or criminal. ....l:lick here for full details a}

01 May 2012
TIJP

Trademarks

USA

The Importance of Finding Deception:Barring Trademark Registration on Geographic
Deceptive Misdescriptiueness Grounds

Gottlieb Rackman 8e Reisman PC

The Trademark Trial and Appeal Board (TTAB) of the United States Patent and
Trademark Office (USPTO) recently sustained, on a second go—around, Corporacion
Habanos, S.A.’s (Habanos) opposition to Guantanamera Cigars Co.’s (GCC) application
to register the mark GUANTANAMERA for cigars. The mark was deemed not
registerable for cigars on the ground that it was determined to be a primarily
geographically deceptively misdescriptive term and thus not entitled to registration
under the Lanham Act. See Corporacion Habanos, S.A. v. Guantanamera Cigars Co.,
Opposition No. 91152248 (February 16, 2012). ....I:lick here for full details 3::
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01 May 2012 TIJP

Trademarks

USA.

Saving Costs in The U.S. Trademark Registration Process

Edwards Wildrnan Palmer LLP

Because of the complexities of the US. trademark registration system, many
trademark owners from other countries, and their counsel, are reluctant to file
national or international applications in the United States. One of the reasons often
given is the higher cost of obtaining trademark protection in the United States due to
the statutory requirements and the formalities that must be observed. It is frequently
overlooked, however, that a U.S. trademark registration covers a largely monolingual
(English), highly sophisticated market of over 310 million people. ....I:lick here for fulldetails >>

01 May 2012 TOP

Trademarks

USA

Do Not Risk Your Brand - Common Misconceptions nhout Trademarks

Dickstein Shapiro LLD

1. We did a corporate name search and registered our name so we are protected.
Companies often mistakenly believe that filing corporate paperwork and registering
their company name with the appropriate Secretary of State’s Office is the equivalent
of having the name approved as a trademark. It is not! Federal trademarks are
guverried by federal law arid regulated by Llie U.S. PaLerIL arid Trademark Office
(“PTO”) and federal courts. ....I:|ick here for full details >>

01 May 2012 TIJP

Trademarks

Uruguay

llriigiiauan Criminal Court nf nnneals Held that Cristnms is nllnwed tn (1an and
control Containers in Transit

Fox Se Lapenne

On December 2011. a Uruguayan Criminal Court of Appeals affirmed an important
decision issued by a lower Criminal Court stating that Uruguay has jurisdiction over
counterfeit goods in transit, since counterfeits constitute a criminal offense according
to the Uruguayan Trademark Act. This means that counterfeit goods can be stopped
and seized at customs, by customs own initiative or upon the request of the
trademark owner before the correspondent Criminal Court. ....I:|ick here for full details >>
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01 May 2012 TOP

Trademarks

Japan

Requirements for Three—Dimensional Trademark Registrations Becoming Clearer

D.P.Ahu'ia 3: Co. Research Department

In Japan. it is difficult to be determined that uthree—dimensional shapes of goods
themselves or packages (containers) of goods (hereinafter. referred to as uthree—
dimensional shapes of goods or packages themselves”)” have “distinctiveness” as
trademark. Thus, there are few examples of prior registration of uthree—dimensional
shapos of goods or packagos thomsolvos”. In rocont fow voarsJ howovorJ thoro aro
some cases of registration regarding uthree-dimensional shapes of goods or packages
themselves” as uthree-dimensional trademarks” in Japan. such as uCase of registration
regarding Coca Cola bottle” below. Through these cases. requirements for registration
of uthree-dimensional shapes of goods or packages themselves” as uthree-dimensional
trademarks” in Japan are becoming clearer. ....I:|ick here for full details >}

01 May 2012 TIJP

Trademarks

India

Delhi High Court Rules, VOLVO Cannot be Used for Icecream
Aktieboiaget Voivo Us. Mr. I/inoci Kumar - Deihi High Court
D.P.Ahuja 8: Co. Research Department

The Plaintiff, Aktiebolaget Volvo adopted the trademark VOLVO in 1915 and is the
registered proprietor of the mark in relation to various categories of goods including
buses, cars; automobile parts etc. In Februarv 2009; the Plaintiff's representative
came across ice cream being sold under the mark VOLVO bv the Defendants. The
Plaintiff filed a suit for trademark infringement and passing off; and sought a
temporary injunction against the Defendants. ____I:lick here for full details 52>

01 May 2012 TOP

Trademarks

India

Permanent Injunction Granted To Ecolab Inc. for its Trademark ECOLAB ngainst Eco
Labs Ltd.
Ecoiah inc Us. Eaco Labs Ltd — Deihi High Court
D.P.Ahuja 3: Co. Research Department

Ecolab Inc” is a US corporation formed in 1924 and into the business of manufacture
and trade of premium cleaning, pest elimination and repair products having wide
application in the hospitalith food service, ....I:lick here for full details a}
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01 May 2012 TOP

Trademarks

India

Delhi High Court Rules that Component of an Established Trademark Cannot be Used
by Anyone Else
Procter and Gambie Co. Vs. Joy Creators ano‘ Ors. - Deihi High Court
D.P.Ahuja 8: Co. Research Department

The plaintiff, Procter and Gamble Co. is a reputed multinational company, engaged in
the business of manufacturing and selling skin care and personal cleansing products,
including anti—aging moisturizer under the trademark OLA‘i. The plaintiff holds
registration for the trademark OLA‘ir TOTAL EFFECTS and OLA‘ir in Class 3 in India and
is also using the trademarks in respect nf anti—aging nrnrliiets. ____I'lir|( hPrP fnr full details3“)

01 May 2012 TOP

Trademarks

India

South itfrican Breweries Granted Permanent Injunction for CASTLE due to First Use
and Cancellation of Defendants' Trademarks
South African Breweries Internationai (Finance) 8.1)”. vs. Mohan Goio‘water Breweries Lto‘. -
Deihi High Court
D.P.Ahuja 8: Co. Research Department

The Plaintiff, South African Breweries International (Finance) B.\i. is the registered
proprietor of the trademark CASTLE and CASTLE label in respect of beer in a large
number of countries. In India, plaintiff has been selling beer since 1994-. The Plaintiff
applied for registration of CASTLE (label) in India on 29th April, 1995 and the word
mark CASTLE on 6th February, 1996, which were granted registration during the
pendency of the suit. ....l:lick here for full details a}

01 May 2012 TEIP

Trademarks

India

HnKKnSitN and 'HnKKit SUN' Held to be Confusingly Similar by Bombay High Court
HAKKASAN Limiteo‘ Ii Savannah Leisure Pvt Ltd 8< Ors. - Bombay High Court
D.P.Ahuja 8: Co. Research Department

The Plaintiff Hakkasan Ltd, is a well established and reputed UK company which owns
a number of Fine dining restaurants in the food and hospitality sector since 2001,
under the trade mark/trade name HAKKASAN. The expression HAKKASAN was coined
by the Plaintiff in 2000 and it was also the registered proprietor of its trademark in
India in Class 42. The Defendant is an Indian entity, also engaged in restaurant
services and operated an outlet called Vie Lounge and Deck. In June 2010, the
Plaintiff came to know that the Defendant had introduced oriental cuisine services ati+.- null-Ini- Him I nllv'H-In fiv-H-l nnnlz rl:-l. Ln-“ r..- r..II.-lnL_.:I- as.
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its outlet Vie Lounge and Deck, ....I:lick here for full details 3}

01 May 2012 TOP

Trademarks

India

False Documents and Forged Evidence Spells Doom for Indian Entity
Hahnemariri Laboratory Lto'. 8c Ors. l/s. The Hahnemariri iho‘ia Laboratories (5N) 8c Ors. -
Cai'outta High Court
D.P.Ahuja 3: Co. Research Department

The Plaintiff, Hahnemann Laboratory Ltd. St Ors is a family concern and is the owner
of the registered trademark "ARNIMAX" for its medicinal and pharmaceutical
preparation under Class 5 since 2003. The Plaintiff also used the silhouette of the
lady with black hair as its trade dress together with the said registered trademark
"ARNIMAX", which came to be identified with the Plaintiff. In October, 2009, the
Plaintiff came to know that the Defendants haye infringed its trademark by using the
word "ARNIMAX" on its products coupled with the trade dress and thereby has
infringed the registered trademark and passed off its products as that of the plaintiff.
Accordingly, the Plaintiff filed a suit and an interim order was passed on 19th
February, 2010 by the Court restraining the Defendants from using the “ARNIMAX”
mark. At the trial, the Defendants produced a 'No Objection Certificate' purportedly
signed by Das Homoeo Laboratory (P) Ltd.,who they claimed to haye been permitted
by the Plaintiff to use the “ARMINAX” mark. The Defendants .alleged that the Plaintiff
was aware of such use of the uARMINAX” mark by Das Homoeo Laboratory (P) Ltd.
and the Defendants and yet had taken no steps. Therefore, the Plaintiff is guilty of
suppression of material facts and acquiescence and is thus disentitled to a relief of
temporary injunction. On consideration of the evidence on record, the Court found
that there was neither any assignment or license of the “Arnimax” mark by the
Plaintiff to Das Homoeo Laboratory. Moreover, the No Objection Certificate was
signed by only one of the partners of Das Homoeo Laboratory and was therefore
inyalid. Also, on comparison of the signature of the Partner who purportedly signed
the No Objection Certificate with another document signed by the same partner of
Das Homoeo Laboratory, the signatures did not match. On the basis of the aboye
grounds, the Court held that the Defendants' claims to the “ARMINAX” mark deriyed
from the permission granted by Das Homoeo Laboratory cannot be accepted.
Accordingly, the Court issued an order restraining the Defendants from using the
“APMINAX” mark in any manner. ____I:lick here for full details 3:3:

01 May 2012 TOP

Trademarks

India

Suppression Of Material Facts and Vague Agreements Leads to Loss of Trademark
Parth Parenterai Pvt Ltd and Anr. vs. RFCL Limited and Ors - Gujarat High Court
D.P.1'-‘«huja 8: Co. Research Department

The Plaintiffs Parth Parenteral Pyt Ltd (PPPL) and Pearl Drugs Private Limited (PDPL),
are Indian entities engaged in the business of manufacturing and marketing of
pharmaceuticals and veterinary products including animal feed supplement preparation
and agricultural, horticultural, food stuff for animal and yeterinary and sanitary ....E|ickhere for full details 3}
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01 May 2012
TIJP

Trademarks

India

Calcutta High Court decides on Infringement of Certification Trademark
Tea Board l/s. i. T. C. Limited - Caioutta High Court
D.P.Ahuja 8: Co. Research Department

The Plaintiff, Tea Board is an autonomous, non-profit making statutory body created
under the Tea Act, 1953 and a part of the Ministry of Commerce and Industry,
Government of India for the purpose of controlling the Indian Tea Industry. The
Plaintiff is the registered proprietor of the certification marks DARJEELING andDAP‘JEELING _.._Elick here for full details 2'52“:

01 May 2012 TOP

Trademarks

India

MOET Ik CHANDON Fails to Stop Operation of MOET'S. the Restaurant
Champagne Most and Chandon Ir Union of india and Ors. - Deini i-i'igi’:I Court
D.P.Ahuja 3: Co. Research Department

The Petitioner is a French company and a well known manufacturer of wines which it
is selling under the trademarks MOET and MOET 8c CHANDON worldwide. The petitioner
is known as Most 8c Chandon since 1832 and its Champagne bearing the mark MOET
had been shipped in India as early as 1906. The petitioner is the registered proprietor
of the mark MOET in Class 33 since 15 October 1982 and MOET 8c CHANDON since 5
July ....l:lil:k here for full details 22>

01 May 2012
TIJP

Trademarks

India

Court Rules in Favour of Double Coin
Douoie Coin i—ioidings Ltd v Trans Tyres {india} Pvt. Ltd - Deihi High Court
D.P.Ahuja 5: Co. Research Department

The present decision inyolues two suits filed by the parties against each other. The
parties are Double Coin Holdings and Trans Tyres (India) Pvt. Ltd. Double Coin
Holdings is a Chinese company who is the proprietor of the trademark DOUBLE COIN in
respect of tyres. Double Coin distributes its products under the mark DOUBLECOIN ....Elick here for full details 3}

01 May 2012 TOP

 
Trademarks
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I raaemarKs

India

Delhi High Court Rules Against Unauthorised Importation
Samsung Eiectronics Company Limited li’s. Kapii' Wadhwa & Ors. - Deihi High Court
D.P.1'-‘«huja 8: Co. Research Department

The Plaintiff, Samsung Electronics Company Limited is a Korean company engaged in
manufacturing and trading in a range of electronic goods. The Plaintiff‘s trademark
SAMSUNG is registered in India in a number of classes of the International
Classification and the SAMSUNG mark is licensed by the Plaintiff to its Indian
subsidiary. The Defendant is an Indian company engaged in distributing, retailing and
selling various types of computer hardware ....Elick here for full details 2}

01 May 2012
TIJP

Trademarks

India

Delhi High Court Rules Parody or Critical Comment does Not Necessarily Result in
Trademark Infringement
Tata Sons Limited v Greenpeace internationai & Anr. - Deihi High Court
D.P.1'-‘«huja 8: Co. Research Department

The Plaintiff is a well known Indian industrial conglomerate with operations in the field
ofiron and steel, textiles, power, chemicals, hotels, automobiles etc. The Plaintiff has
been usmg the trademark and trade name TATA, which Is a rare and distinctive
patronymic name, since 1868. The Plaintiff is the registered proprietor of ....I:lick herefor full details 3}

01 May 2012 TOP

Trademarks

India

Plaintiff's Delay and ncouiescence of Defendant's Use of Mark May Result in Refusal to
Continue Injunction
Construction Research & Technoi'ogy G‘th v Dirk India Pvt. Ltd. - Deihi High Court
D.P.Ahuja 3: Co. Research Department

The Plaintiff, Construction Research St Technology is the owner of the trademarks
'PDZZDLITH and PCIZZLITEC in the field of building materials, i.e., admixture material
and building material for concrete. The Plaintiff is the registered proprietor of the
trademark POZZOLITH in India for more than 60 years.The Plaintiff's claim is that the
prefix 'POZZO/POZZU' have become distinctive of its' products and the consumers
associate all POZZO formative mark with Plaintiff exclusively. ....I:lick here for full details>>

01 May 2012 TOP

Trademarks
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India

Court Holds That Examiner Did Not Follow Principles Laid Down by Judicial Precedents
in Examining ECOLEnN Mark
Eco Leah Research 8: Deyeiopmeht A/S y. intei'iectuai Property Appeiiate Board 8< Ahr - Madras
High Court
D.P.Ahuja 8: Co. Research Department

Eco Lean Research 8: Development A/S filed a trademark application for registration of
the trademark ECOLEAN for different classes of goods under the International
Classification list. The Registrar of Trademarks examined the application and refused
to allow the application to be registered. ....Elick here for full details >>

01 May 2012 TIJP

Trademarks

India

Court Refuses Temporary Injunction to Eyeready on Grounds of Delay and
Acquiescence
Eyeready Industries i'hdia Ltd v Sahjay Chadha and Ahr. - Deihi High Court
D.P.Ahuja 8: Co. Research Department

Eyeready Industries India Ltd is engaged mainly in the business of manufacturing and
trading of dry batteries, re-chargeable batteries, flash lights, compact fluorescent
lamps, general seryice lamps, insect repellents and packet tea, under its
trademark/house mark EVEREAD‘i. Eyeready had been using the trademark EVEREAD‘i
since 1905 ....Elicl( here for full details 3)

01 May 2012
TOP

Trademarks

India

Court Rules on Distinction Between "Rectification" and "Inyalidation" of Registered
Mark yis-a-yis Stay of Suit Proceedings
Godfrey Phiiiips (India) Ltd. Li’s. i'. T. C. Ltd. - Caicutta High Court
D.P.Ahuja 8: Co. Research Department

Godfrey Phillips (India) Ltd. had filed an application for cancellation against ITC Ltd's
registered mark PILOT before the Trade Marks Registry, Kolkata. In the cancellation
proceeding, ITC repeatedly prayed for extension of time to file its eyidence and
subsequently, in 2009 filed a suit for trademark infringement and passing off against
Godfrey Phillips. In the suit, the Trial Court passed an ex-parte injunction order
restraining Godfrey Phillips from using the PILOT mark in any manner. Godfrey Phillips
filed a request for stay of proceedings before the Trial Court on the ground that its
cancellation application challenging the rights of ITC to the PILOT mark is pending
adjudication before the Trade Marks Registry. ....I:lick here for Full details 3}

01 May 2012 TOP

Trademarks
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India

GORBATSCHOW \iodka Granted Temporary Injunction Restraining Defendant from
Using its Shape Mark
Gorbatschow Vodka v. .i‘ohn Distiiieries Limited - Bombay High Court
D.P.Ahuja 3: Co. Research Department

The Plaintiff, Gorbatschow \iodka is the proprietor of a trademark in the shape of a
Vodka Bottle which according to the Plaintiff, represents the architecture of the
Russian Orthodox Church, Russia. The Plaintiff introduced the first version of the
bottle in 1958, while the latest was launched in 1996 and a device of bird was added
in 1999. ....Elick here for full details :5}

91 May 2912 TOP

Trademarks

India

Levi Strauss itcts ngainst Counterfeiters
Levi Strauss & Company v Nizami Garments - Deihi High Court
D.P.1’-\liuja a: Cu. Reseaull DeparLIIIuIIL

The Plaintiff Levi Strauss 8: Company, is engaged in the business of manufacture and
marketing of clothing of all kinds, , clothing, leisure shoes, spectacles, glasses,
sunglasses, bags and other accessories under the LEVI'S mark.The Plaintiff is also the
registered proprietor of the trademark LEVI'S in India in different classes. ....I:lick herefor full details :5}

91 May 2912
TIJP

Trademarks

India

Mark Not Prominently displayed on Products May Lead to a Ruling of Non-infringement

Crompton Greaves Limited I/s. Saizer Eiectronics Limited and Europa Component and
Equipment PLC - Madras High Court
D.P.Ahuja 8: Co. Research Department

The Plaintiff, Crompton Greaves Limited (Crompton Greaves) is the market leader in
the electrical engineering sector and also exports its products to more than 66
countries worldwide. It is using and is the exclusive proprietor of the corporate name
CROMPTON GREAVES and a distinctive CG logo since the year 1966. ....I:lick here for fulldetails :>>

91 May 2912 TIJP

Domain Names

India
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hide—ah Hertz, Lahore toIre Argn'e tz SH. y Jack Sun: The Natr'onai Internet Exchange of IndI'a
D. P.Ahuja 3: Co. Research Department

The Complainant is the founder—owner of Laboratoire Argiletz 3A., specializing in the
extraction and production of natural sun—dried coloured clay extensiyely used in
medicines, skin care and health care products. The Complainant is the owner of the
trademark 'ARGILETZ' worldwide and in India and owns seyeral domain name

comprising the mark 'ARGILETZ'. ....I:lick here for full details a}

01 May 2012 TOP

Domain Names

India

Rachael Ray Successfully Claims the domain (rachelravjnl
Ray Marks Co. L I. C y Rachel Ray Techniques Pvt. Ltd. - National Internet Exchange of India
D.P.Ahuja 8: Co. Research Department

The Complainant, Ray Marks Co. LLC is the company formed by celebrity chef and talk
show host Ms. Rachael Ray. The Complainant is the registered proprietor of the
trademark 'P.achae| Ray' and has been using the trademark since 1999. .__.Eliclc here forfull details :5}

01 May 2012
TIJP

Domain Names

India

Minute Differences in Domain Names Cannot be a Defence in Trademark and Domain
Name Disputes
Rohcrt Hah‘ Intcrnat."ona.ll Inc v Rajhccr Kae'yan 8< Ore. (Surgeon District Court
D.D.1’-‘«huja 8: Co. Research Department

The Plaintiff, Robert Half International Inc. is an US company, the world's first and
largest specialized staffing firm, founded in 1948. The Plaintiff provides specialized
staffing and risk consulting services through its specialized diyisions which places
professionals on a temporary, temporary-to-hire, and full-time basis. Ihe Plaintiff
owns the trademark/trade name ROBERT HALF ....l:lick here for full details a}

01 May 2012
TIJP

Domain Names

India

Radio Maria Succeeds in Obtaining Transfer
Assocr'azone Radio Maria V Lr'u JI'aDenc' - The Natr'onar' Internet Exchance of India
D.P.Ahuja 8: Co. Research Department

The Complainant is an international non-profit organization, representing the
Association of Radio Maria, a Catholic radio broadcasting seryice founded in 1903 in
Erba, Milan. The Complainant is the registered proprietor ....I:|ick here for full details >>
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01 May 2012 TOP

Domain Names

India

nbritrator nllows Transfer of (bloomberg.net.in) to Bloomberg
Bioomberg Finance LP. v Kanhan Way V - National Internet Exchange of india
D.P.Ahuja 3: Co. Research Department

he Complainant, Bloomberg Finance L.P. is the registered proprietor of the trademark
BLOOMBERG in India for various services. The complainant came across the domain
name ....Elick here for full details )}

01 May 2012 TIJP

Domain Names

India

Arbitrator Rules that (parmaham.co.in) belongs to Consorzio del Prosciutto di Parma
Consorzio del Prosciutto di Parma v Jim Mutter - National Internet Exchange of India
D.P.Ahuja 8: Co. Research Department

The Complainant is a voluntary consortium of Parma Ham producers and was set up in
1960 on the initiative oF 23 producers of Parma region in Italy, with the objectives oF
safe guarding the genuine products of Parma. ....Elick here for roll details >>

01 May 2012 TIJP

Domain Names

India

nrbitrator Directs transfer of the Domain (bancaintesajn) to its Rightful Proprietor
Intesa Sanpaoa'o 30.4 v tiu .i‘iapeng - The National' Internet Exchange of India
D.P.Ahuja 3: Co. Research Department

The Complainant was formed in 1823 and is using the name 'Banca Intesa' in relation
to national and international financial services, commercial bank services, industrial
credit, insurance services, mutual fund services etc. The Complainant came to knowofthe domain name ____I:lick here for full details hr:

01 May 2012 TOP

Patents I Trademarks I Copyrights I Licensing I Geographical Indications I Counterfeiting I Domain Names I Designs I New Plant Varieties I Unfair Competition I
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Supreme Court of Justice considers principle of priority of registration

Pur'tugal — The Supreme CouIL ofJustiue has considered Lllt: principle ofpiioiity ofiegislralion in a dispuLe involving a trademark and a corporate name. The court
clarified that, in such a case, priority must be assessed by reference to the date ofthe application for the ‘business name admissibility certificate’ and the date of
application for registration of the trademark. Full text

 

ourt considers "elelnent that ublic will relnenlber" in assessin risk of confusionC 
 

  
 

European Union - In Olive Line International SI. v OHHL/I, the General Court has annulled, in part, a decision ofthe Fourth Board oprpeal of OI- M finding
that there was no likelihood of confusion between the figurative marks O°LIVE and OLIVE LINE. Interestingly, the court held that, although a descriptive element
will not usually be considered as the dominant element in the overall impression conveyed by a mark, this does not prevent that element from making an impression
on, and being remembered by, consumers. Full text

 

 
Kazakhstan now third country in the world to offer Cyriflic domain names

Kazakhstan - The Kazakh Registry has announced the opening of domain name registrations under which means that it is now possible to register domain
names entirely in characters fi'om the Kazakh Cyrillic alphabet. During the sunrise period, which ends on July 31 2012, holders oftrademarks registered before
December 31 2011 and containing Kazakh alphabet characters can register the exact equivalent domain name under Full text

 

Latest blogs

Battle for the Financial Times in India rages on

India — A dispute between the UK’s Financial Times and the Times ofIndia over the trademark ‘Financial Times’ that has been running for almost 20 years shows
no sign ofreaching an end, despite a recent order by India’s Intellectual Property Appellate Board that has cancelled registrations by both parties. However, it
provides some important pointers for brand owners. Read blog
HclcnSloon|J1mc 13 2012

g'ILD reveal day looms, the time to review strategies is now

Tnfp-r'nn‘l'innnl — Tnmnrrmxr Trill. \] {I will Finallw reveal the ‘Fl1ll list NF a"|"T.h anhlieatir'mc: — makifio it the herFeet time tn review! “that “re 1:an and enhqirler limit! tlne
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 International - Tomorrow ICANN will finally reveal the full list ofg'IZD applications — making it the perfect time to review what we know and consider how the
list should be approached. Read blog
Trevor Little | June 12 2012

Compulsory licensing in China — a concern or an opportunity to demonstrate trademark value?

China — This weekend a range ofmedia reports focused on amendments to China’s patent law, which clarify the conditions under which compulsory licensing can
occur. We the story is a bit more complex than being reported, it does throw the spotlight on the role trademarks can play when patents are under
attack. Read blog
Trevor Little | June 11 2012

Industry Awards

Each year WTH honours leading ill-l'ICJLJEiE-Y departments
and groups through lllj'. Indus-1 rd;- 

Issue 37"

0 View articles }}
a View full issue }}

a Digital edition }}
- Previous issues }}
a Free trial»
0 Subscribe }}

l I"urn-nun: uuLu-I r, hull IL

Latest results

now online!
h

 



hm;:fit-irritantworlcltraIziemarkrewriew.cor‘mr DEF] $2012 U?:21:45 AM

Country correspondentAdvertisjgg — Romania

WELD/MAN 
International directory
Edwards Wildman Palmer LLP

View directog }}

IPBC
24—26 JUNE

GASCMIS LISBON 
Events
IPBC 2012

All events }}

Fe atured partner
Europ ean C ommuni'tie 5 Trade Mark Ass 0 ciation CECTA)  

The European Communities Trade Mark Association (ECTA) was formed in 1980 and brings together all those persons practising professionally in the EU and
abroad in the field oftrade marks, designs and related EP matters. ECTA's aim is to promote the knowledge and professionalism ofits members in these fields,
Within Europe, being an association of individuals from industry anc. private practice who have a common interest in the protection of trade marks, designs and
related IP rights in the EU. It publishes books, gazettes and a fortnightly electronic Flash letter containing up to date news and case reports. It has annual
conferences, workshops and other meetings throughout the EU. It is an informed spokesman on matters in its fields ofinterest and has close ties with OHM
WIPO and the National IP Ofiices.
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Trademarks and Trade Names

News about trademarks and trade names, including commentary
and archival articles published in The New York Times.

ARTICLES ABOUT TRADEMARKS AND TRADE NAMES

NewestFirs‘thldestFirst

Page:1|2|3|4|5|E|F|8|Q|10|Next»

Windows Live Brand Fades Into the

Sunset - Digital DomainEly RANDALL sTRoss
Microsoft is leaving behind the once-ubiquitous,
yet often confusing, Windows Live as a brand
name, and renaming every product that currently
features that two-word phrase.
May 2?. 2o12
MORE ON TRADEMARKS AND TRADE NAMES AND: ADVERTISING AND
MARKETING. 1I1I'INDO'lI1I'S (OPERATING SYSTEM), XEIOX (VIDEO GAME SYSTEM),
COMPUTERS AND THE INTERNET. MICROSOFT CORPORATION

 
 

Mondelez Is New Name for Kraft’s

Snack Foods CompanyEly STEPHANIE sreoru:

Mondelez International, whose meaning is a
combination of “world” and “delicious” in several

romance languages, will adorn packages only in
small print.
May 24. 2o12
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may 4%. ‘U IA . . , . .

MORE ON TRADEMARKS AND TRADE NAMES AND: ADVERTISING AND 6' AldEd by orthodox: City S JEWISh Pflpulatmn IS
MARKETING. SNAcK FOODS. KRAFT FOODS INc. MONDELEz INTERNATIONAL GTUWinS Again

v. Books on Science: The Games Crows Play and
The Mark of Maker’s Mark Other Winged Tales IA federal judge in Kentucky explained why Marker’s Mark’s
trademark, a red wax seal, must be protected.
May 14. 2o12 9. Family Net Worth Drops to Level ofEarly ’gos, Fed
MORE ON TRADEMARKS AND TRADE NAMES AND: TEOUILA. eOUReON SaysHISKE . EDITORIALS. SUITS AND LITIGATION. KENTUCKY. MAKER'S MARK .
(W Y) 10. The Antidote to e-BooksDISTILLERY INC. TEOUILA CUER‘JO SA. MARTIN. BOYCE FICKLEN JR. BLACK.
HUGO L

D. For Ohio Pottery, a Small Revival

Go to Complete List >9

Watch Industry IQuarrels Dyer Swiss-
Made Labels
Eiy RAPHAEL MINDER
The Swiss watch industry wants to tighten
requirements so that SO percent Ofthe value Ofthe
watch has to be made locally, rather than in
countries like China.
April 23. 2o12
MORE ON TRADEMARKS AND TRADE NAMES AND: WATCHES AND CLOCKS.
INTERNATIONAL TRADE AND WORLD MARKET. ECONOMIC CONDITIONS AND
TRENDS. CHINA. SWITZERLAND   
An Uneasy Exchange Between Fashion
and Navajo CultureEly G UY T REEIAY
Fashinn styles: that appear to hnrrnw heavily From
traditional Navajo culture raise questions about

Grassy, sweet 8: in seasonALSO IN DINING SWINE »

' lffish liked nightclubs  
what belongs to whom and what people are really ' YES. my “file dumpling
wearing.
March 15.2o12 I‘IfliIIIOSJOII'I DINING 3i WINE 
MORE ON TRADEMARKS AND TRADE NAMES AND: NAVAJO INDIANS. NATIVE
AMERICANS. SUITS AND LITIGATION. FASHION AND APPAREL. URBAN
OUTFITTERS INC RSS FEEDS ON TRADEMARKS AND TRADE NAMES

Subscribe to an RSS feed on this topic. What is RSS'?
Reclaiming My Web Address

Trademarks and Trade Names
By DELIA EPHRON
when my Web site domain name was hijacked, it
raised the question: How much was my name
WDI‘th tD me? GET ALERTS ON TRADEMARKS AND TRADE NAMES 
March 11.2012 Receive My AIerIs e-mails on topics covered on this page.
MORE ON TRADEMARKS AND TRADE NAMES AND: DOMAIN NAMES

(INTERNET). SUITS AND LITIGATION. INTELLEcTLIAL PROPERTY. NAMES. 'TRADEMARKS AND TRADE NAMESPERSONAL. COMPUTERS AND THE INTERNET. WORLD INTELLECTUAL
PROPERTY ORGANIZATION MUIE Alerts»

Apple Case in Shanghai Is SuspendedBy DAVID BARBOZA; GU HUINI cONTRISUTED RESEARcH.
A local court rejected an effort by a Chinesennr‘nnanv tn stnn sales nfthe nnnular iPad in the
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company to stop sales of the popular iPad in the -city, saying it would not rule because a related
trademark case is pending in Guangdong Province.
February 24. 2012
MORE ON TRADEMARKS AND TRADE NAMES AND: COPYRIGHTS AND
COPYRIGHT VIOLATIONS. IPAD. CHINA. PRUVIEW INTERNATIONAL. APPLE
INCORPORATED

 

Michael Jordan Sues Chinese Sportswear Company
for Using His NameBy DAVID BARBOZA

Qiaodan Sports has been using the Chinese name of the former
basketball star as its brand name for years, the lawsuit says.
February 24. 2012
MORE ON TRADEMARKS AND TRADE NAMES AND: SUITS AND LITIGATION.
BASKETBALL. CHINA. OIAODAN SPORTS. JORDAN. MICHAEL

Trademarks Take On New Importance VFW-“V
in Internet Era
Ely STEPHANIE STROM
A legal battle over Pretzel Crisps underscores the
value ofa brand name.
February 21. 2012
MORE ON TRADEMARKS AND TRADE NAMES AND: PRETZELS. SNACK FOODS.
SMALL BUSINESS. FRITO-LAY INC. PRINCETON VANGUARD LLC

  

Inflaming Trademark Dispute, Second City in
China Halts Sales of the iPad
By MICHAEL WINES: LI E||E|0 CONTRIBUTED RESEARCH.

The seizures follow a ruling in December in which a Shenzhen court
dismissed a lawsuit by Apple claiming ownership ofthe iPad name
in China.
February 15. 2012
MORE ON TRADEMARKS AND TRADE NAMES AND: SUITS AND LITIGATION.
INTELLECTUAL PROPERTY. IPAD. CHINA. APPLE INCORPORATED. PROVIE'IJII'
TECHNOLOGY
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To: Mandour & Associates, APC (jmandour@mandourlaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85608461 - COPYRIGHTNEWS - 0000.01-001

Sent: 6/13/2012 2:47:58 PM

Sent As: ECOM109@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION HAS ISSUED ON 6/13/2012 FOR

SERIAL NO. 85608461
 
Please follow the instructions below to continue the prosecution of your application:
 
 
TO READ OFFICE ACTION: Click on this link or go to http://portal.uspto.gov/external/portal/tow and enter the application serial
number to access the Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24 hours of this e-mail notification.
 
RESPONSE IS REQUIRED: You should carefully review the Office action to determine (1) how to respond; and (2) the applicable response
time period. Your response deadline will be calculated from 6/13/2012 (or sooner if specified in the office action).
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the USPTO does NOT accept e-mailed
responses.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System Response
Form.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office action. 

 
        WARNING

 
Failure to file the required response by the applicable deadline will result in the ABANDONMENT of your
application.
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