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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  86310867
 
MARK: ELLINGSON COMPANIES
 

 
        

*86310867*
CORRESPONDENT ADDRESS:
       MELISSA R. JELEN
       200 E 10TH ST STE 200
       SIOUX FALLS, SD 57104-6371
       
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE

 
APPLICANT: Ellingson Drainage, Inc.
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       N/A
CORRESPONDENT E-MAIL ADDRESS: 
       mjelen@cadlaw.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
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TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 9/25/2014
 
TEAS PLUS APPLICANTS – TO MAINTAIN REDUCED FEE, ADDITIONAL REQUIREMENTS MUST BE MET, INCLUDING

SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application online using the lower-fee TEAS Plus application form must
(1) continue to submit certain documents online using TEAS, including responses to Office actions (see TMEP §819.02(b) for a complete list of
these documents); (2) accept correspondence from the USPTO via e-mail throughout the examination process; and (3) maintain a valid e-mail
address.  See 37 C.F.R. §2.23(a)(1), (a)(2); TMEP §§819, 819.02(a).  TEAS Plus applicants who do not meet these three requirements must
submit an additional fee of $50 per international class of goods and/or services.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  However, in certain
situations, authorizing an examiner’s amendment by telephone will not incur this additional fee.   
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to
the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.
 
SEARCH
 
The trademark examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that
would bar registration under Trademark Act Section 2(d).  TMEP §704.02; see 15 U.S.C. §1052(d).
 
SECTION 2(e)(4) REFUSAL – PRIMARILY MERELY A SURNAME
 
Registration is refused because the applied-for mark is primarily merely a surname.  Trademark Act Section 2(e)(4), 15 U.S.C. §1052(e)(4); see
TMEP §1211.  The primary significance of the mark to the purchasing public determines whether a term is primarily merely a surname.  In re
Kahan & Weisz Jewelry Mfg. Corp., 508 F.2d 831, 832, 184 USPQ 421, 422 (C.C.P.A. 1975); In re Binion, 93 USPQ2d 1531, 1537 (TTAB 2009);
see TMEP §§1211, 1211.01.
 
Please see the attached evidence from www.nexis.com, establishing the surname significance of the surname “ELLINGSON”.   This evidence
shows the applied-for mark appearing at least 500 times as a surname in a nationwide telephone directory of names.
 
Evidence that a word has no meaning or significance other than as a surname is relevant to determining whether the word would be perceived as
primarily merely a surname.  See In re Petrin Corp., 231 USPQ 902, 903 (TTAB 1986); TMEP §1211.02(b)(vi).  The attached evidence from
www.merriam-webster.com and www.columbiagazetteer.org shows that the word “ELLINGSON” does not appear in the dictionary or the
gazetteer.  Thus, this word appears to have no meaning or significance other than as a surname. 
 
The fact that a term looks and sounds like a surname may contribute to a finding that the primary significance of the term is that of a surname. 
In re Giger, 78 USPQ2d 1405, 1409 (TTAB 2006); In re Gregory, 70 USPQ2d 1792, 1796 (TTAB 2004); In re Industrie Pirelli Societa per
Azioni, 9 USPQ2d 1564, 1566 (TTAB 1988); In re Petrin Corp., 231 USPQ 902, 904 (TTAB 1986); see TMEP §1211.01(a)(vi).  The attached
pages from http://surhelp-bin.rootsweb.ancestry.com/sursrch.pl show that “ELLINGSON” has the sound and structure of many other surnames,
such as ELLINGSTON, ELLINGTON, EVINGSON, HEMINGSON, HENNINGSON, HUCHINGSON, JENINGSON, among others.
 
A term that is the surname of an individual applicant or that of an officer, owner, or principal of applicant’s business is probative evidence of
the term’s surname significance.   TMEP §1211.02(b)(iv); see, e.g., In re Etablissements Darty et Fils, 759 F.2d 15, 16, 225 USPQ 652, 653
(Fed. Cir. 1985) (holding DARTY primarily merely a surname where “Darty” was the surname of applicant’s corporate president); Mitchell
Miller, P.C. v. Miller, 105 USPQ2d 1615, 1620-21 (TTAB 2013) (holding MILLER LAW GROUP primarily merely a surname where “Miller”
was the surname of the applicant and the term “law group” was found generic and disclaimed); In re Cazes, 21 USPQ2d 1796, 1796-97 (TTAB
1991) (holding BRASSERIE LIPP primarily merely a surname where “Lipp” was the surname of the restaurant’s founder and the term
“brasserie” (translated as “brewery”) was found merely descriptive and disclaimed).   The attached evidence from www.manta.com and
http://mydigimag.rrd.com shows that multiple people associated with applicant, including applicant’s founder and president, have the surname
“ELLINGSON”.
 
The mark is in standard characters.  Thus, there is no design or stylization to remove the primary significance of the mark from that of a surname.
 
The applied-for mark contains the wording “COMPANIES”.   However, the addition of an entity or structure designation, such as “Inc.” or
“Co.,” or wording that identifies a family business, such as “Bros.” or “& Sons,” does not diminish the surname significance of a term that is
otherwise primarily merely a surname.  See In re I. Lewis Cigar Mfg. Co., 205 F.2d 204, 206, 98 USPQ 265, 267 (C.C.P.A. 1953) (holding S.
SEIDENBERG & CO’S. primarily merely a surname); Mitchell Miller, P.C. v. Miller, 105 USPQ2d 1615, 1622-23 (TTAB 2013) (holding
MILLER LAW GROUP primarily merely a surname, noting that LAW GROUP is a common designation for an entity comprised of lawyers
offering legal services); In re P.J. Fitzpatrick, Inc., 95 USPQ2d 1412, 1412 (TTAB 2010) (holding P.J. FITZPATRICK, INC. not primarily
merely a surname but noting that the mere addition of the entity designation “INC.” to a surname does not transform the surname into a mark);
see also attached definitions from www.merriam-webster.com. 
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Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by submitting evidence and arguments in
support of registration.
 
OPTIONS
 
A mark deemed primarily merely a surname may be registered on the Principal Register under Trademark Act Section 2(f) by satisfying one of
the following:
 
            (1) Submit a claim of ownership of one or more prior registrations on the Principal Register for a mark that is the same as the mark in the

application and for the same or related goods and/or services.  37 C.F.R. §2.41(b); TMEP §§1212, 1212.04.  The following wording
is suggested:  “The mark has become distinctive under Section 2(f) of the goods or services as evidenced by ownership of U.S.
Registration No(s). {specify} on the Principal Register for the same mark for the same or related goods and/or services.”   TMEP
§1212.04(e).;

 
            (2) Submit the following statement, verified with an affidavit or signed declaration under 37 C.F.R. §2.20:  “The mark has become

distinctive of the goods and/or services through applicant’s substantially exclusive and continuous use in commerce for at
least the five years immediately before the date of this statement.”   37 C.F.R. §2.41(b); TMEP §1212.05(d); see 37 C.F.R.
§2.193(e)(1).; or

 
            (3) Submit actual evidence of acquired distinctiveness.  37 C.F.R. §2.41(a); TMEP §1212.06.  Such evidence may include the following: 

examples of advertising and promotional materials that specifically promote the applied-for mark as a trademark and/or service mark
in the United States; dollar figures for advertising devoted to such promotion; dealer and consumer statements of recognition of the
applied-for mark as a trademark and/or service mark; and any other evidence that establishes recognition of the applied-for mark as a
source-identifier for the goods and/or services.  See In re Ideal Indus., Inc., 508 F.2d 1336, 184 USPQ 487 (C.C.P.A. 1975); In re
Instant Transactions Corp. of Am., 201 USPQ 957 (TTAB 1979); TMEP §§1212.06 et seq.

 
Trademark Act Section 2(f), 15 U.S.C. §1052(f); see 37 C.F.R. §2.41; TMEP §§1211, 1212.
 
If applicant cannot satisfy one of the above, applicant can amend the application to seek registration on the Supplemental Register.  Trademark
Act Section 23, 15 U.S.C. §1091; see 37 C.F.R. §§2.47, 2.75(a).
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark examining attorney.  All relevant e-
mail communications will be placed in the official application record; however, an e-mail communication will not be accepted as a response to
this Office action and will not extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§304.01-.02, 709.04-.05.  Further,
although the trademark examining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s) in this Office
action, the trademark examining attorney may not provide legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.
 
 

/Cynthia Tripi/
Examining Attorney
Law Office 118
571-272-2413
Cynthia.Tripi@USPTO.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 
For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov


status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp
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2 a: agrouporpersoireormirgs<aaampanyor|iorsemen>

 Ix : a body ersouers; e5pecJ'aJly : a unit (as of iriantry) " ¥:"'“i,t,':Er“;:"1_';in‘:'}'°'
cerreiermg usualy ofa headqjarteus and two or more wwdof‘; mm mm Mom” Homoplatoons Say
c : an organizalion of perioinrmg arusm ' '
4: Iheoificeisandclew ofa flfi)
e: a rnengirtiig unit

3 a : a charteled colllmercial organization or medeval trade
giid
I-: an associalion ofpeusorlni fol carrying on a commercial or
iniramial enlerpffie
c: mosemenmersoraparuieisiripnmwmsenaniesoomr
2ppe2r'l||i|el'IInnalne<loIInI)oe2l|d Cnmpany>
av See company defined fol Engfi-.Ir—Ianguage Ieamen-. »

see company defined ier kick » 3111 u:oM|IEc1En
Examples 0! COMPANY

Get Our Free AppsVoice Seardl. Favornes.Word ofme Day, and Mara
IPlIulIe| man pum run! more

. He nlls ire-. own huckiig mmpany.
» She jailed the company last year.

 . 11|e mmpany is based ii paras.
Her dog. are her only mmpany uiese days.

You can tel a lot about people by the company may keep. na 3‘; "V: °;‘;: ‘E T‘”"‘:‘°"
e or e ziyan ore

Fzmahook I YwilmrOrigin of COMPANY
mine Engislr uompanie, irorn cumpaignie, fmln curnpamg
collpalion * mote at COMPANION
rust Known Use: 1311: cenllty  

Relaled to COMPANY

  

Synn rvyms
(mop, troupe

[*1 m are
DISCOVERother Business Terms new Eaulrv LO;-I us

amortize, caveat empmr, cleanngnouse, divest, due
diligence, emolument, gieerrcollar, marque, overhead,
perqulsile
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- <lnay me Good Lord company you on your journey home>
First Known use of COMPANY

14m centuy
Related Ia COMPANY

Synanyms
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hang (around or out), noonob, hook up, mess
around, Dal (around), run, sort, travel

[Y] more
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0 Epanisll cenual Tmuslalion "company
9 BI'itzn|Iica.com: Encyclopedia arncle about "company"
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To: Ellingson Drainage, Inc. (mjelen@cadlaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 86310867 - ELLINGSON COMPANIES - N/A

Sent: 9/25/2014 2:17:42 PM

Sent As: ECOM118@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 9/25/2014 FOR U.S. APPLICATION SERIAL NO. 86310867
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period.  Your response deadline will be calculated from 9/25/2014 (or sooner if specified in the Office action).  For information
regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp. 
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System
(TEAS) response form located at http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application.  For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay
“fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation.  All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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